


EXPO/B/INTA/FWC/2009-01/Lot7/25 March/ 2012 

PE 457.105 EN 

 

DIRECTORATE-GENERAL FOR EXTERNAL POLICIES OF THE UNION 

DIRECTORATE B 

POLICY DEPARTMENT 

WORKSHOP 

THE ANTI-COUNTERFEITING TRADE AGREEMENT (ACTA) 

 



Policy Department DG External Policies 

 2



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 3

This workshop was requested by the European Parliament's Committee on International Trade. 

AUTHORS: 

Prof. Christophe GEIGER, CEIPI, University of Strasbourg, FRANCE 
Dr Michael GEIST, University of Ottawa, CANADA 
Dr Meir PUGATCH, University of Haifa, ISRAEL 
Dr David TORSTENSSON, Stockholm Network, SWEDEN 
Dr Olivier VRINS, partner, ALTIUS Lawyers, BELGIUM 

ADMINISTRATOR RESPONSIBLE: 

Roberto BENDINI 
Directorate-General for External Policies of the Union 
Policy Department 
WIB 06 M 057 
rue Wiertz 60 
B-1047 Brussels 

Editorial Assistant: Jakub PRZETACZNIK 

LINGUISTIC VERSIONS 

Original: EN 

ABOUT THE EDITOR 

Editorial closing date: 29 March 2012. 
© European Union, 2012 

Printed in Belgium 

ISBN: 978-92-823-3712-7 
Doi: 10.2861/7390 

The Information Note is available on the Internet at 
http://www.europarl.europa.eu/activities/committees/studies.do?language=EN 

If you are unable to download the information you require, please request a paper copy  
by e-mail : poldep-expo@europarl.europa.eu 

DISCLAIMER 

Any opinions expressed in this document are the sole responsibility of the author and do not 
necessarily represent the official position of the European Parliament. 

Reproduction and translation, except for commercial purposes, are authorised, provided the source is 
acknowledged and provided the publisher is given prior notice and supplied with a copy of the 
publication.  



Policy Department DG External Policies 

 4

TABLE OF CONTENTS 

PROGRAMME OF THE WORKSHOP 9 

BIOGRAPHICAL SUMMARIES OF THE SPEAKERS 11 

PART I: SUMMARY OF THE WORKSHOP 15 

PART II: ADDRESS BY MR KAREL DE GUCHT,   EUROPEAN 
COMMISSIONER FOR TRADE 20 

PART III:  THE TROUBLE WITH ACTA: AN ANALYSIS OF THE ANTI-
COUNTERFEITING TRADE AGREEMENT Dr Michael Geist 25 

EXECUTIVE SUMMARY 25 

INTRODUCTION 26 

1. ACTA’S PROCESS PROBLEMS 27 

1.1 LACK OF TRANSPARENCY 27 

1.2 HARM TO INTERNATIONAL ORGANIZATIONS 31 

1.3 HARM TO DEVELOPING WORLD COUNTRIES 33 

1.4 CONSTITUTIONAL CONCERNS WITH IMPLEMENTATION 34 

2 SUBSTANTIVE CONCERNS WITH ACTA 35 

2.1 THE EXPANSION OF INTELLECTUAL PROPERTY LAW 36 

2.2 MANDATORY VS. PERMISSIVE PROVISIONS 37 

2.3 RE-NEGOTIATING INTERNATIONAL INTELLECTUAL PROPERTY AGREEMENTS 39 

2.4 ABSENCE OF BALANCING PROVISIONS AND PROCEDURAL SAFEGUARDS 41 

3 LIKELY EFFECTIVENESS OF ACTA 42 

3.1 A COUNTERFEITING AGREEMENT WITHOUT THE COUNTERFEITERS 42 

3.2 AN AGREEMENT WITHOUT CHANGE? 42 

3.3 LACK OF EVIDENCE-BASED ANTI-COUNTERFEITING PROVISIONS 42 

CONCLUSION  45 



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 5

PART IV: ANTI-COUNTERFEITING TRADE AGREEMENT (ACTA): A 
COMPREHENSIVE ASSESSMENT FROM A EUROPEAN PERSPECTIVE   
Prof. Christophe Geiger 46 

ABSTRACT  46 

1. EXECUTIVE SUMMARY 47 

2. INTRODUCTION 48 

3. THE CONTEXT OF THE ANTI-COUNTERFEITING TRADE AGREEMENT 50 

3.1 THE EU PREMISE FOR PARTICIPATION IN ACTA NEGOTIATIONS 51 

3.2 THE WEAKNESS OF THE INTERNATIONAL FRAMEWORK CONCERNING THE ENFORCEMENT 
OF INTELLECTUAL PROPERTY RIGHTS 51 

3.3 ACTA AND NON-SIGNATORY THIRD COUNTRIES 53 

4. THE CONTENT OF THE ANTI-COUNTERFEITING TRADE AGREEMENT 54 

4.1 ABANDONMENT OF MANY OF THE MOST CONTROVERSIAL PROVISIONS DURING ACTA 
NEGOTIATIONS 54 

4.2 INTRODUCTION OF SAFEGUARDS INTO THE GENERAL PROVISIONS OF ACTA 55 

4.3 UNCERTAINTIES ABOUT THE INTERPRETATION OF ACTA 55 

4.4 UNCERTAINTIES ABOUT THE CONSISTENCY OF ACTA WITH EU AND INTERNATIONAL LAW
 56 

4.5 THE MAIN INCONSISTENCY WITH THE EU ACQUIS COMMUNAUTAIRE: THE CRIMINAL 
ENFORCEMENT PROVISIONS OF ACTA 56 

5. CONCLUSION 58 

PART V:  PRESENTATION OF THE EUROPEAN PARLIAMENT’S 
EXTERNAL STUDY  ENTITLED “THE ANTI-COUNTERFEITING TRADE 
AGREEMENT (ACTA):  AN ASSESSMENT” (POLICY DEPARTMENT, 2011)  
Prof. Anselm Kamperman Sanders and Prof. Dalindyebo Shabalala 61 

PART VI: THE IMPACT OF ACTA ON THE EU ACQUIS AND CIVIL 
LIBERTIES Dr Olivier Vrins 64 

1. INTRODUCTION 64 

1.1 THE EU’S POLICY IN THE FIELD OF IPR ENFORCEMENT IN A NUTSHELL 64 

1.2 ACTA: STATE OF PLAY IN THE EU 67 

1.3 ACTA:  NATURE AND SCOPE 70 



Policy Department DG External Policies 

 6

2. SCOPE OF THIS STUDY 72 

3. DOES ACTA POSE ANY THREATS TO EU CITIZENS’ RIGHTS AND CIVIL 
LIBERTIES? 73 

3.1 FUNDAMENTAL RIGHTS IN THE EU 73 

3.2 THE PRESERVATION OF FUNDAMENTAL RIGHTS IN ACTA 74 

3.2.1 General 74 

3.2.2 Breaking the myths around ACTA: “three-strike” mechanisms, general 
monitoring obligations and ISP liabilities (Article 27(3)) 76 

3.2.2.1 ACTA does not institute a “three-strike” mechanism 76 
3.2.2.2 ACTA does not institute Internet monitoring 79 
3.2.2.3 ACTA will not change the role and liabilities of ISPs 80 
3.2.2.4 Conclusion 80 

4. DOES ACTA EXTEND BEYOND THE EU ACQUIS ON IPR ENFORCEMENT? 
   81 

4.1 THE COPYRIGHT DIRECTIVE 81 

4.2 THE E-COMMERCE DIRECTIVE 83 

4.3 THE IPR ENFORCEMENT DIRECTIVE (IPRED) 85 

4.3.1 Nature and scope 85 

4.3.2 Overview of the core provisions of the Directive 87 

4.3.2.1 General obligations (Article 3) 87 
4.3.2.2 Evidence (Articles 6 and 7) 87 
4.3.2.3 Right of information (Article 8) 88 
4.3.2.4 Injunctions (Articles 9 and 11) 90 
4.3.2.5 Corrective measures (Articles 10 and 12) 92 
4.3.2.6 Damages and legal costs (Articles 13 and 14) 93 

4.4 THE BORDER MEASURES REGULATION 95 

4.5 ACTA 96 

4.5.1 General 96 

4.5.2 The compatibility between ACTA and the EU acquis 96 

4.5.2.1 Right of information (Articles 11 and 27(4)) 96 
4.5.2.2 Injunctions (Articles 8(1), 12 and 27(1)) 99 
4.5.2.3 Corrective measures (Article 10) 101 
4.5.2.4 Damages (Article 9) 101 
4.5.2.5 TPMs and DRMs (Article 27(5) to (7)) 105 
4.5.2.6 Border measures (Articles 13 to 22) 105 
4.5.2.7 International cooperation and cross-border data exchanges 

(Articles 11 and 28 to 34) 112 

5. THE PENAL ASPECTS OF ACTA FALLING UNDER THE EU MEMBER 
STATES’ REMIT 113 

5.1 INTRODUCTION 113 



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 7

5.2 COMPATIBILITY BETWEEN THE PENAL PROVISIONS OF ACTA AND EU LAW 114 

5.2.1 Scope of ACTA’s penal provisions 114 

5.2.1.1 ACTA’s criminal measures only apply to trade mark counterfeiting and 
copyright piracy, as opposed to patent infringements and parallel-
imported genuine goods, and are therefore unlikely to affect access to 
generic medicines 114 

5.2.1.2 ACTA’s criminal measures are limited to wilful trade mark 
counterfeiting and copyright piracy on a commercial scale 115 

5.2.1.3 The penal provisions of ACTA preserve the statutory exceptions and 
limitations provided for under the national law of the Parties 117 

5.2.1.4 The penalties provided for in ACTA are by no means excessive 118 
5.2.1.5 The penal provisions of ACTA do not affect the Parties’ freedom to 

determine under what conditions “aiding” and “abetting” should be 
subject to criminal liability 119 

5.2.1.6 The penal provisions of ACTA do not affect the Parties’ freedom not to 
penalize camcording 119 

5.2.1.7 Article 26 of ACTA is not excessive 120 
5.3 PROCEDURAL SAFEGUARDS 120 

5.4 CONCLUSION 120 

6. POTENTIAL BENEFITS POSED BY ACTA IN THE EU 121 

7. CONCLUSION 122 

PART VII THE IMPACT OF THE ANTI-COUNTERFEITING TRADE 
AGREEMENT (ACTA) ON ACCESS TO MEDICINES IN DEVELOPING 
COUNTRIES Dr Meir Perez Pugatch and Dr David Torstensson 126 

1. INTRODUCTION 126 

1.1 ACCESS AND R&D 126 

1.2 COUNTERFEIT AND SUBSTANDARD MEDICINES – A GROWING CHALLENGE TO EFFECTIVE 
ACCESS IN DEVELOPING AND LEAST DEVELOPED COUNTRIES 126 

1.3 PAPER OUTLINE 127 

2. ACTA IN THE CONTEXT OF THE GLOBAL IP ARCHITECTURE 127 

2.1 A SHORT OVERVIEW OF THE TRIPS AGREEMENT 128 

2.2 THE RISE AND FALL OF THE TRIPS FRAMEWORK 128 

2.3 MULTILATERAL, REGIONAL AND FREE TRADE AGREEMENTS SUPPLEMENTING THE TRIPS 
AGREEMENT 129 

3. THE ACCESS TO MEDICINES DEBATE IN THE INTERNATIONAL IP 
FRAMEWORK 130 



Policy Department DG External Policies 

 8

3.1 MEASURES AND TOOLS PROVIDED UNDER TRIPS TO ENSURE SUPPLY OF MEDICINES TO 
DEVELOPING WORLD COUNTRIES 132 

3.2 ACCESS TO MEDICINES IN FTAS 133 

4. IMPACT OF ACTA BORDER MEASURES ON SUBSTANDARD AND 
COUNTERFEITED MEDICINES 134 

4.1 SUBSTANDARD AND COUNTERFEITED MEDICINES – BACKGROUND AND BASIC FACTS 134 

4.2 ACTA AND COUNTERFEIT AND SUBSTANDARD MEDICINES 134 

4.3 BORDER MEASURES, PATENTS AND TRADEMARKS 135 

4.4 GOODS IN TRANSIT 135 

4.5 EFFECT ON EXPORTS OF GENERIC DRUGS 136 

5. CONCLUSION 137 



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 9

PROGRAMME OF THE WORKSHOP 

DIRECTORATE GENERAL FOR EXTERNAL POLICIES 

Policy Department and Committee on International Trade 

 

 

WORKSHOP 

The Anti-Counterfeiting Trade Agreement (ACTA)  

 

Brussels 

József Antall Building 

Room JAN 4Q2 

Thursday, 1 March 2012 

(15.00-18.30) 

 

 

PROGRAMME 

 

 

15.00  Welcome and introduction to the workshop by  

 INTA Chairman Prof. Vital MOREIRA 

 

15.15 Panel 1:  A comprehensive assessment of the “Anti-Counterfeiting Trade 
Agreement” (ACTA) and the EU IPR protection and enforcement-related trade 
policies. 

 

Speakers: Mr Karel DE GUCHT, EU Commissioner for Trade 

Dr Michael GEIST, University of Ottawa 
Prof. Christophe GEIGER, CEIPI, University of Strasbourg 

 

16.15 Panel 2: Presentation of the European Parliament’s External Study entitled “The 
Anti-Counterfeiting Trade Agreement (ACTA): An Assessment” (Policy 
Department, 2011) 

 
Speakers:  Prof. Anselm Kamperman SANDERS, Maastricht University 

Prof. Dalindyebo SHABALALA, Maastricht University 
 



Policy Department DG External Policies 

 10

The presentation will be followed by comments from the European Commission 
represented by Mr Pedro VELASCO MARTINS, Deputy Head of Unit, DG TRADE (B-3) 

 
17.15  Panel 3: Specific aspects of ACTA 
 

The EU acquis and ACTA: Are civil liberties under threat? - What will be the likely 
impact of ACTA on EU Member States’ national legislation on IPR enforcement? 

 
Speakers:  Dr Olivier VRINS, partner, ALTIUS Lawyers 

Mr Rupert SCHLEGELMILCH, EC, Director, DG TRADE (B)  
 

Is ACTA likely to restrict access to medicines in developing countries? Is ACTA a 
potential danger for trade in generic drugs? 
 

Speakers:  Dr Meir PUGATCH, University of Haifa 
Mr Rupert SCHLEGELMILCH, EC, Director, DG TRADE (B)  

 
18.15  Concluding remarks by INTA rapporteur Mr David MARTIN 
 
18.25  Closure of the workshop by INTA Chairman Prof. Vital MOREIRA 
 



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 11

Biographical summaries of the speakers 

DIRECTORATE GENERAL FOR EXTERNAL POLICIES 

Policy Department and Committee on International Trade 

 

 

WORKSHOP 

THE ANTI-COUNTERFEITING TRADE AGREEMENT (ACTA) 

 

Brussels - József Antall building, Room JAN 4Q2 

Thursday, 1 March 2012 (15.00-18.30) 

 

Biographical summaries of the speakers 

 

PANEL 1 

Doctor Michael GEIST, University of Ottawa 

Dr Michael Geist is a law professor at the University of Ottawa where he holds the Canada Research 
Chair in Internet and E-commerce Law. Dr Geist has obtained a Bachelor of Laws (LL.B.) degree from 
Osgoode Hall Law School in Toronto, Master of Laws (LL.M.) degrees from Cambridge University in the 
UK and Columbia Law School in New York, and a Doctorate in Law (J.S.D.) from Columbia Law School.  
Dr Geist is an internationally syndicated columnist on technology law issues with his regular column 
appearing in the Toronto Star and the Ottawa Citizen.  Dr Geist is the editor of From "Radical Extremism" 
to "Balanced Copyright": Canadian Copyright and the Digital Agenda (2010) and In the Public Interest:  The 
Future of Canadian Copyright Law (2005), both published by Irwin Law, the editor of several monthly 
technology law publications, and the author of a popular blog on Internet and intellectual property law 
issues.  

Dr Geist serves on many boards, including the CANARIE Board of Directors, the Canadian Legal 
Information Institute Board of Directors, the Privacy Commissioner of Canada’s Expert Advisory Board, 
the Electronic Frontier Foundation Advisory Board, and on the Information Program Sub-Board of the 
Open Society Institute. He has received numerous awards for his work including the Kroeger Award for 
Policy Leadership and the Public Knowledge IP3 Award in 2010, the Les Fowlie Award for Intellectual 
Freedom from the Ontario Library Association in 2009, the Electronic Frontier Foundation’s Pioneer 
Award in 2008, Canarie’s IWAY Public Leadership Award for his contribution to the development of the 
Internet in Canada and he was named one of Canada’s Top 40 Under 40 in 2003.  In 2010, Managing 
Intellectual Property named him on the 50 most influential people on intellectual property in the world. 

 

Associate Professor Christophe GEIGER, University of Strasbourg 

Christophe Geiger is Associate Professor, Director General and Director of the Research Department of 
the Centre for International Intellectual Property Studies (CEIPI) at the University of Strasbourg (France), 



Policy Department DG External Policies 

 12

where he teaches intellectual property and competition law. Prof. Geiger is also in charge at the CEIPI of 
the Master 2 (LLM) on European and International IP law, co-directs the Master on Intellectual Property 
Law and Management (MIPLM) and a joint degree in intellectual property organised with the University 
of Skopje (Macedonia). In addition, prof. Geiger is associated senior researcher at the Max Planck 
Institute for Intellectual Property, Competition and Tax Law in Munich (Germany), where he was until 
2008 in charge of the Department “France and French-Speaking African countries”. Prof. Geiger 
specializes in national, European, international and comparative copyright and intellectual property 
law, has drafted reports for the Council of Europe and the European Parliament (to which he acts as 
external advisor) and has published numerous articles on copyright and intellectual property law. Prof. 
Geiger is also General Editor of the Collection of the CEIPI published by Litec (LexisNexis) and member 
of the editorial board of several journals on IP law such as the International Review of Intellectual 
Property and Competition Law (IIC), the Queen Mary Journal of Intellectual Property, Propriétés 
intellectuelles, Revista Criação and the Journal of Intellectual Property, Information Technology and E-
Commerce Law (JIPITEC). 

 

PANEL 2 

Professor Anselm KAMPERMAN SANDERS, Maastricht University 

Anselm Kamperman Sanders (1968) is Professor of Intellectual Property Law, Director of the advanced 
masters Intellectual Property Law and Knowledge Management (IPKM LLM/MSc), and Academic 
Director of the Institute for Globalisation and International Regulation (IGIR) at Maastricht University, the 
Netherlands. Prof. Sanders is Director of the Annual Intellectual Property Law School and IP Seminar of 
the Institute for European Studies of Macau (IEEM), Macau SAR, China. 

Prof. Sanders holds a PhD from the Centre for Commercial Law Studies, Queen Mary, University of 
London, where he worked as a Marie Curie Fellow until 1995, when he joined Maastricht University. 

Prof. Sanders  is the Dutch coordinator of the training preparing for the certificate of ‘Benelux 
Trademarks and Design Agent’, organised by the BBMM. Furthermore Anselm is very active in 
Intellectual Property training, curriculum development, and consultancy projects, especially for 
developing countries. 

Prof. Sanders is member of editorial and/or advisory board of Intellectuele Eigendom en Reclamerecht, 
the Maastricht Journal of European and Comparative Law, and Intellectual Property Quarterly. Prof. 
Sanders is a member of the board of the Dutch Society for Competition Law (Vereniging voor 
Mededingingsrecht) until 2009. 

Prof. Sanders is the author of Unfair Competition Law (Oxford, Clarendon Press); Co-editor (with Dr C. 
Heath) of and contributor to the IEEM Intellectual Property Law series: Intellectual Property in the Digital 
Age; Intellectual Property in the Bio-Medical Age; Spares, Repairs and Intellectual Property Rights; 
Landmark IP Cases and their Legacy (Kluwer Law International); New Frontiers of Intellectual Property 
Law; International Intellectual Property and Free Trade Agreements (Oxford, Hart). Further publications 
concern competition law - the protection of intellectual and industrial creativity and intellectual 
property law in international trade. 

 

Assistant Professor Dalindyebo SHABALALA, Maastricht University 

Dalindyebo Shabalala is Assistant Professor, International Economic Law (Intellectual Property) at 
Maastricht University. Prof. Shabalala also serves as Academic Coordinator for Project Acquisition of  the 



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 13

Institute for Globalization and International Regulation (IGIR). Prof. Shabalala was appointed with 
additional funding from the India Institute of Maastricht University and his activities include research on 
and capacity building in India.  His research focuses on Climate Change and Intellectual Property, and 
Intellectual Property and Development Policy. 

Previously, prof. Shabalala was the managing attorney of CIEL’s Geneva office, and Director of CIEL's 
Intellectual Property and Sustainable Development Project. Prof. Shabalala focused on issues at the 
intersection of Intellectual Property and Climate Change, Human Health, Biodiversity and Food Security, 
as well as addressing systemic reform of the international intellectual property system. Prof. Shabalala 
was a Research Fellow in the Innovation, Access to Knowledge, and Intellectual Property Programme at 
the South Centre (2005–2006), an intergovernmental organization of developing countries in Geneva, 
Switzerland. Before this, prof. Shabalala worked as an intern at the South Centre with Dr Carlos Correa in 
the Intellectual Property Policy Research and Development Project, researching patent policy in 
developing countries. 

Prof. Shabalala received his B.A. degree in Political Science and Cognitive Science, from Vassar College in 
1998. At Vassar prof. Shabalala was a Ford Foundation Scholar in the Political Science Department and 
an Undergraduate Research Science Institute Scholar in the Cognitive Science Department. Prof. 
Shabalala received his Juris Doctor, cum laude, from the University of Minnesota Law School in 2004, 
where he worked with prof. David Weissbrodt on researching the Human Rights Responsibilities of 
Transnational Corporations. 

 

PANEL 3 

Dr Meir PUGATCH, University of Haifa 

Dr Meir Perez Pugatch (MSc. Ph.D.), Senior Lecturer, University of Haifa in Israel, specialises in the fields 
of intellectual property policy, management and exploitation of knowledge assets, technology transfer 
entrepreneurship and innovation.  

Dr Pugatch the Chair of the Division of Health Systems Administration of the School of Public Health.  Dr 
Pugatch completed his B.A. studies in 1997 at the University of Tel-Aviv and received his MSc. degree 
from the London School of Economics in 1998. Dr Pugatch was awarded his Ph.D. from the London 
School of Economics in July 2002.  

Dr Pugatch is an independent consultant to the private and public sectors. As part of his academic and 
professional activities he works and collaborates with various academic, international and 
governmental bodies, such as the, European Patent Office (EPO), the World Intellectual Property 
Organization (WIPO), United Nations University on Comparative Regional Integration Studies (UNU-
CRIS), the International Trade Policy Unit, London School of Economics, Enterprise LSE, the Government 
of Israel (including the Ministry of Finance, the Ministry of Health and the Israeli Patent Office). 

Dr Olivier VRINS, partner, ALTIUS Lawyers 

Olivier Vrins is partner at ALTIUS' Intellectual Property department, specialising in trademarks, patents 
and IPR enforcement. Dr Vrins heads ALTIUS’ Anti-Counterfeiting Practice. He was admitted to the 
Brussels Bar in 2000. As a co-editor of the Oxford University Press book Enforcement of Intellectual 
Property Rights through Border Measures. Law and Practice in the EU (2006), the second edition of which 
will be published shortly, and co-webmaster of the blog www.BorderMeasures.com, Dr Vrins has 
extensive knowledge of the border measures system in Europe. Dr Vrins' expertise is complemented by 
a long-lasting practical experience in the field of IPR enforcement. 



Policy Department DG External Policies 

 14

Dr Vrins is educated from the University of Louvain-la-Neuve, Belgium (Lic. Jur., 1998), University of Paris 
II, France (Erasmus Exchange Program, 1998), University of Ghent (Special Degree in European Law, 
1999), and University of London, UK (Queen Mary & Westfield College, LL.M. in Intellectual Property and 
Unfair Competition, 2000). 

Dr Vrins has been appointed by the European Commission as one of the European experts of the Sub-
Group on Legal Framework set up by Directorate General MARKT within the EU Observatory on 
Counterfeiting and Piracy, which is to reflect upon possible improvements to the Acquis on IPR 
enforcement, and more in particular, on the Enforcement Directive 2004/48/EC. 

Dr Vrins is a member of the Anti-Counterfeiting Committee of ECTA, a member of INTA and AIPPI. He 
also is a regular speaker at seminars on IPR enforcement and other IPR-related subjects, and has 
published numerous articles with regard to IPR enforcement (both under civil and criminal law), in 
particular in transit and trans-shipment situations.  Dr Vrins is regularly invited to give training courses 
to rights holders, Customs administrations and law enforcement authorities. 



Workshop: The Anti-Counterfeiting Trade Agreement (ACTA) 

 15

PART I: SUMMARY OF THE WORKSHOP 

Panel 1 

A comprehensive assessment of the Anti-Counterfeiting Trade Agreement and EU IPR protection and 
enforcement-related policies 

Remarks by EU Commissioner for Trade, Karel De Gucht 

Europe needs ACTA, was the overarching message of the commissioner in his opening statement. He 
based this on the vital importance of intellectual property protection for creative businesses and to 
prevent future job outflows following third, lower cost countries’ counterfeiting activities. Although he 
appreciated that Europe already has relatively stronger IPR protection compared to other regions, he 
stressed the need for a favourable decision by the European Parliament on the ACTA.  

Turning to the more debated issues, the commissioner underpinned that ‘the citizens of Europe have 
nothing to fear from ACTA’. He said that ‘ACTA is not an attack on your liberties, but a defence of your 
livelihood’. The commissioner argued that the need to safeguard free speech, data protection and daily 
Internet activity is not only compatible, but could also be mutually reinforcing with the implementation 
of the ACTA. He recognised the widespread debate on ACTA, telling he was encouraged to see a high 
level of engagement with politics, but at the same time a warned that ‘truth has been in short supply’.  

Therefore, he emphasised that the ACTA is an enforcement treaty and not a document imposing new 
definition on what is legal and illegal. ‘What is legal is still legal, and what is illegal is still illegal’. Hence, 
the ACTA will not demand any member countries to implement new legislation, a fact, which the 
commissioner underpinned repeatedly. He added that in context, ACTA is a relatively modest 
agreement, with a relatively modest number of countries, but nevertheless an important first step. He 
admitted the EU would prefer to do this on a multilateral level, but added that he was confident that 
when others see how the agreement works according to its intentions stimulating investment and 
innovation, more countries will join along the way.  

Remarks by professor Michal Geist, University of Ottawa 

Prof Geist presented the main findings in his paper, for which he was asked to make a general 
assessment of the ACTA. He concluded that the harm of ACTA greatly exceeds its potential benefits: 
‘Given ACTA’s corrosive effect on transparency in international negotiations, the damage to 
international intellectual property institutions, the exclusion of the majority of the developing world 
from the ambit of the agreement, the potentially dangerous substantive provisions, and the uncertain 
benefits in countering counterfeiting, there are ample reasons for the public and politicians to reject the 
agreement in its current form.  In doing so, governments would help restore confidence in the global 
intellectual property system and open the door to a new round of negotiations premised on 
transparency, inclusion, and evidence-based policy-making.’ 

Remarks by professor Christophe Geiger, CEIPI, University of Strasbourg 

Prof Geiger followed up Geist’s points on the permissive language in the agreement, warning that this 
would lead to confusion and ambiguity. The interpretations made by the Commission, on which the 
decision to support ACTA is taken, will not be binding interpretations for any of the member countries, 
which, given vague provisions, can lead to many different versions in practice, he argued. ‘Downloading 
music should not be put on the same footing as counterfeiting medicines’, and according to Geiger, the 
ACTA has not sufficiently taken this into consideration.  

Furthermore, Prof Geiger shifted the focus to IPR criminal sanctions, an area which is very complex. 
Therefore, he recommended that all 27 members states should undertake an impact assessment on the 
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consequences of the ACTA provisions on criminal sanctions, since many members states have criminal 
sanctions on member level which is already more stringent than what would be the result of ACTA.  

Q & A 

These points can be highlighted from the Q & A round following the three introductory statements: 

Commissioner De Gucht reacted to Prof Geist’s point on multilateralism that the Commission would 
prefer the multilateral negotiation arena, but put the blame on the emerging economies for that not 
happening. ‘Why? Because they will try to reap as much intellectual property without paying for it’, he 
said.  

Geiger did not fully agree with this approach, arguing that emerging economies have become very 
proactive when it comes to IP protection relative to earlier. ‘Sooner or later they are going to be 
defending the system more than we do, making IPR into a quid pro quo’.  

 

Panel 2 

Presentation of “The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment”; an external study 
for the European Parliament 

Presentation of the study by Prof. Anselm Kamperman Sanders and Prof. Dalindyebo Shabalala, 
Maastricht University, Institute for Globalisation and International Regulation 

In general, the study finds that, in case of the EU, ACTA does not entail a significant shift in the EU 
Acquis, but that, while it is not fundamentally in conflict with the TRIPS Agreement, it is significantly 
more stringent and rightholder friendly than the TRIPS Agreement. However, there are some points of 
divergence: 

The treaty does not make explicit what the checks and balances are, and the treaty is often permissive in 
terms of rights for rightholders, but does not contain limitations or exceptions other than by general 
reference.  

 Counterfeiting and piracy are defined in a way similar to that of mere infringing activities. 

 Calculations of damages in ACTA are not made subject to the usual limitations of proportionality. 

 Criminal enforcement is not harmonised at a European level 

 There could be a number of problems in relation to protection of personal data (ref The European 
Data Protection Supervisor).  

The most controversial enforcement proposals on civil liberties contained in earlier draft versions of 
ACTA have been abandoned or narrowed down.  

There might also be challenges for the implementation of ACTA in relation to international laws. For 
example for the enforceability of ACTA and the validity of any instruments of ratification deposited by 
some of the signatory states, e.g. the fact that the USA executive considers that ACTA is not a treaty that 
affects the US domestic order and considers signing it as an ‘executive order’. This means that ACTA 
obligations are not enforceable vis a vis the USA as a matter of international law, and that, should there 
be an impact on US domestic law or procedure, ACTA will be retroactively unconstitutional, as Congress 
has not been heard. 
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The primary recommendation of the study is that unconditional consent would be an inappropriate 
response from the European Parliament given the issues that have been identified with ACTA as it 
stands.  

The experts also mentioned the lack of transparency in the negotiations and the perception that ACTA 
was seen by some as an attempt to encircle the major emerging countries through the negotiation of a 
plurilateral agreement. 

Commission remarks from Mr Pedro Velasco Martins, Deputy Head of Unit, DG TRADE 

Velasco Martins welcomed the conclusions from the study that ACTA did not constitute any significant 
shift in the acquis represented by existing directives.  He also pointed out that the criminal enforcement 
provisions in the agreement were negotiated by the member states (Presidency) and that the member 
states had accepted these provisions unanimously.  

Velasco Martins emphasised two points, which had presented the greatest challenges when the ACTA 
was negotiated: Art 13 on border enforcement and Art 9 on calculation of damages.  

On the former (Art 13) he explained that this article was the most difficult to negotiate due to a struggle 
between the EU which wanted geographical identifications (GI) included in ACTA and other signatories 
(notably the United States) that did not want them included.  This factor was responsible for the 
complex nature of the Art. Which various people have criticised. The article points out that parties 
would apply border measures to infringement of trademarks. On Art 9, Velasco Martins explained the 
permissive language with the aim to present judges with as broad choices as possible; a menu to the 
judges. He explained that they had looked at the best practises of all ACTA parties, and included these 
in the agreement.  

Moreover, Velasco Martins answered the repeated criticism, with reference to some arguments in panel 
1, about the permissive language in ACTA. Although a number of articles were listed as vague by Prof 
Geist, Velasco Martins pointed out that there were also a large number of articles that were very clear in 
their intent, so it would be unbalanced to argue that ACTA as a whole is vague.  

Shabalala agreed that Art 13 presents a challenge. He emphasised that assurances of unilateral 
opportunities to interpret the agreement were useful, due to inherent differences between countries. 
However, the lack of any guidance for how others will interpret it, leaves much open to interpretation. 
He also brought up the question on the wording ‘justifiable discrimination’ in Art 13 and questioned 
what would constitute a justifiable discrimination? 

Sanders responded to Velasco Martins’ point on Art 9. He recommended that the Parliament should 
consider the European guidelines on what are the regulations of the calculation of damages within 
each member country.  

Q & A 

There followed questions from MEPs Tarabella S&D), Badia (S&D), Goerens, Schlyter (Green/EFA), 
Andersdottir (Green/EFA), Gallo (EPP), Schultz United Left), Albrecht (Greens/EFA).  There was a question 
about the recommendation in the study commissioned by the EP from the external experts that 
‘unconditional support’ would be an inappropriate response from the Parliament. The EP is however in 
reality presented with a ‘take it or leave it’ agreement. Sanders replied that the EP had opportunities to 
include conditions on their decision. He argued that the EP could be ‘creative’, especially later in the 
process, when the EP could look at the specific EU implementation and the guidance that is needed to 
interpret some of the most permissive provisions, with reference to Shabalala’s earlier point.  
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Another concern raised by MEPs was when infringements were to occur in the EU. Would all member 
states be treated equally? Sanders emphasised that this would depend on the national 
implementations in the individual member states, for example in terms of criminal enforcement (a part 
of ACTA that was negotiated by the sovereign states, and not by the Commission). Velasco Martins 
however underlined that the EU aquis applies to all member states, stressing the point that the ACTA 
would be an enforcement treaty to apply on the aquis, and therefore, all member states would be 
treated equally accordingly.  

A third MEP asked a question about the process – what if one member state decides not to proceed? 
Velasco Martins acknowledged the fact that this would create challenges. ‘If one member states 
refuses, there will be a problem,’ he said, because criminal enforcement is not an exclusive EU 
competence, but rather – according to the Lisbon Treaty – a shared competence.  

A member of the public raised concerns about the predicted effects of ACTA on fundamental rights. 
Sanders replied that ACTA is an international treaty, and not a law. Hence, the effects on fundamental 
rights would again depend on the individual implementation in member states.  

 

Panel 3 

ACTA and specific issues:  

ACTA, civil liberties and the EU Aquis 

The third panel was shortened substantially due to the time left.  

Remarks by Dr Olivier Vrins, Partner ALTIUS Lawyers 

Dr Vrins’ report had investigated whether the ACTA would be a de facto attack on EU citizens’ civil 
liberties, and secondly, if the ACTA complied with the existing EU Aquis.  

Regarding the former, Vrins concluded:  

Even though ACTA expressly allows its contracting parties to implement ACTA’s provisions as they wish 
(Article 2(1)) those parties will, of course, continue to be bound by TRIPS, and will therefore have to 
implement ACTA in a way that complies with TRIPS and fundamental rights (in the EU, the Charter and 
the ECHR, as well as the CJEU’s case law). 

Having regard to the CJEU’s case law, this means that, when implementing the provisions of ACTA, the 
Member States will have to strike a “fair balance” between the protection of intellectual property, on the 
one hand, and the protection of personal data and privacy, the freedom of expression, the freedom of 
information, on the other hand. They will have to take the CJEU’s case law into consideration for that 
purpose. 

The legality of the implementation in the Member States of the measures provided for by ACTA, in the 
light of fundamental rights, will be subject to the CJEU’s scrutiny. 

On the question on the EU Aquis, he concluded: 

It is a fact that several concepts and provisions are subject to interpretation in ACTA, but this is also the 
case for the TRIPS Agreement and, as a matter of fact, the EU acquis itself. As has been pointed out 
above and has been acknowledged in the Commission Staff Working Document of 22 November 2010, 
some of the provisions of the IPRED have been implemented and/or interpreted in different ways in the 
Member States, which makes it quite difficult in some cases to assess the compatibility between ACTA 
and the acquis. 
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Remarks by Mr Rupert Schlegelmilch, Director, DG TRADE 

Schlegelmilch started by ensuring the public that the Commission do not easily just dismiss the voices 
about fundamental rights. However, he said, despite the voices, this might not be of much concern. 
Dataprotection, internet, IPRs are also fundamental rights. Our task is to strike a balance with privacy. 
ACTA does not impose a new standard. What is legal is legal and that is illegal is illegal. ACTA is made to 
make sure that people do something about it. The fact that new legislation is not necessary in the 
individual member state does not mean that nothing will happen. ACTA will still need to be 
implemented in each country to ensure enforcement of the rules.  

ACTA and access to essential medicines 

Remarks by Dr Meir Pugatch, University of Haifa 

Dr Pugatch introduced the concerns and conclusions from his paper investigating whether the ACTA 
would have any effect on developing countries’ access to essential medicines. He recognised that 
access to medicines in developing countries and LDCs is a complex and multi-dimensional challenge. 
The greatest challenge and quest today is the development of new treatments for neglected diseases 
(NTDs). Access to medicines via generics is treated as a priority issue within the existing international IP 
architecture e.g. TRIPS and numerous FTAs. ACTA is aimed at restricting the trade of counterfeited and 
pirated goods, it should have no bearing on the trade of legitimate generic medicines. The goods-in-
transit issue is likely to be resolved through changes in current EU regulations. 

MEP Tarabella stated that generic medicines are very important not only in developing countries, but 
in developed countries as well. He acknowledged the importance of the distinction made by Dr 
Pugatch between false, counterfeit medicines and generic medicines. He wanted assurances that the 
ACTA would only combat the former, but not limit the latter.  

Schlegelmilch confirmed the severity of the growing threat of counterfeit medicines, with reference to 
a new UN report. 

Remarks by David Martin, INTA, Rapporteur on ACTA 

Martins shares the public’s concern on the way, in which the ACTA was negotiated and had adopted 
two resolutions calling for increased transparency, but said that the Parliament must now deal with the 
text and not look back.  The EP now had to decide whether to consent to the agreement or not.  In this 
the ‘problem with ACTA is that the devil is in the lack of detail, and not in the detail.’ In other words there 
is scope for differing interpretations.  This goes for the compatibility with the acquis, whether it could 
lead to stronger damages within the EU, what constituted commercial scale and thus abuse etc. 
Therefore, he welcomes the decision by the Commission to refer the treaty to the European Court of 
Justice.  Martin emphasised the need for a common implementation throughout the EU, to ensure that 
the scope for interpretation does not result in some member states interpreting more strictly.   
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PART II: ADDRESS BY Mr KAREL DE GUCHT,  
 EUROPEAN COMMISSIONER FOR TRADE 

 

Professor Moreira,  

Honourable Members,  

Ladies and Gentlemen,  

If you've been reading the newspapers or following the debate on the internet you may believe that the 
Anti-Counterfeiting Trade Agreement means the end of democracy, the censorship of the internet and 
the restriction of access to life-saving AIDS medicines in developing countries.  

I too have been following this debate. And I have been listening very carefully to the citizens who have 
taken to the streets to express concern about ACTA. Many citizens, across many European countries.  

Now some of you may say that a million people can't be wrong. But when it comes to this issue, I think it 
is our responsibility as politicians to clarify misunderstandings and not go along with the crowd.  

We must seek to establish common facts so we can have a meaningful conversation with those who 
have genuine fears.  

I say this because I know that the nightmare vision of this agreement presented by some is not founded 
in reality. So my message to the people of Europe today is simple: ACTA is not an attack on your 
liberties; it is a defence of your livelihoods.  

This is not 1984; this is 2012. ACTA is not about 'Big Brother'. ACTA is about solving our economic 
problems in 2012 and beyond. And in 2012 we have real economic problems that we must take action 
to solve.  

ACTA is part of the solution. 

Because - 

Europe's future depends on us redefining our role in a new world economy;  

Creativity and innovation are our most valuable assets; 

Intellectual property rights are the means by which we harness their value for the benefit of growth and 
jobs;  

And those rights mean nothing if they are not enforced.  

Let me give you an example: I'm sure many, if not most of you, will have some kind of smartphone in 
your pockets or on the table. Well… A Nokia smartphone that I might buy in Brussels will very likely 
have been produced in China. But that is far from the whole story. In fact, it is less than half the story. 
More than 50% of the product's value will have been created in Europe by designers and engineers. 
Nokia's ability to secure the economic benefits from that value depends directly on the security of its 
trademarks, its design rights and its patent rights. If the work of its creative professionals can simply be 
copied, the benefits are lost, their jobs are lost and many of the jobs of their colleagues across the 
company are lost also.  

Knowing this, we have built up a comprehensive system to protect intellectual property in Europe. We 
have outlined the rights that can be protected and the means to enforce them. We have also chosen to 
safeguard the rights of citizens to free speech and data protection as well as of internet service 
providers and other intermediaries who deal with protected goods. The European Court of Justice is the 
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ultimate guardian of these safeguards and it has confirmed some of them just this month in a landmark 
ruling on monitoring of internet traffic.  

What the European Union is trying to do with its partners in ACTA is to extend the benefits of this 
system beyond our borders. ACTA represents a small - but significant – first step towards stamping out 
the global counterfeiting and piracy industry. The most conservative estimates of the size of that global 
industry put it at €200 billion a year – and that estimate excludes all online copying and any copying 
where the product is sold in the country where it was produced, including China.  

ACTA is an enforcement treaty. That means it does not cover the details of what is legal and what is 
illegal but it does address procedures for ensuring that what is illegal can be redressed. It deals with 
civil, criminal and border enforcement, sets out some basic principles for internet enforcement, and 
encourages international cooperation between 38 countries.  

Honourable Members, on your recommendation, one of the main achievements of the European Union 
in this negotiation has been to ensure that ACTA has been very closely modelled on the European 
system. It takes up key provisions of the IPR Enforcement Directive of 2004, the Regulation on customs 
action against counterfeiting of 2003, the Information Society Directive of 2001 and the E-Commerce 
Directive of 2000. These directives lay down the law on what can and cannot be done in terms of 
protection of intellectual property in Europe.  

In practice, this means that Europe will not need to make any change to our current legislation in order 
to comply with ACTA.  

That means there will be no change whatsoever to the current balance of rights and safeguards for 
European citizens. But, of course, their ideas will be better protected around the world – ACTA spreads 
our level of protection to a wider sphere. This sphere, it is to be hoped, will be the basis for further 
expansion as more countries join. 

That, in a nutshell, is what ACTA will do. I believe it is reason enough to ratify the agreement today. 

However, given the public debate on this issue, I know that I also need to say something about what 
ACTA will not do.  

Despite what you have heard or read,  

ACTA will not censor the internet. By that I mean that it will not require monitoring of people's e-mails, 
their blogs or their file-sharing activities. 

ACTA will not oblige the inspection of individual laptops or MP3 players by customs officials. 

And ACTA will not impose any restrictions on trade in generic medicines. Let us not forget that WTO law 
protects trade in generic medicines in response to public health problems.  

I believe that by the end of your careful democratic deliberations, you will reach the same conclusions 
as I have. I believe this, because my conclusions are based on what is written down clearly in the text of 
the agreement.  

There are many misapprehensions, and I'm sure we will discuss them here today and certainly more in 
detail at tomorrow's workshop. But let me go through just one example, which I think is representative 
of the type of confusion we have seen.  

Much ink, virtual and physical, has been spilled on the issue of disclosure of internet users' data. It is 
frequently alleged that this will lead to surveillance of individuals by private companies. 

But if we look closely at the agreement, the picture becomes very different.  
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ACTA states that countries signing up may give their intellectual property enforcement authorities the 
power to compel an internet service provider to disclose personal data on subscriber accounts to rights 
holders, if the account is suspected of being used for infringement.  

To understand the provision, let's first imagine a scenario where it might actually be used, if one of the 
ACTA signatories chose to put this in their domestic legislation.  

Let's say a particular website is alleged to be profiting from giving unauthorised access to a copyrighted 
episode of a television series. If such a provision was in the law of an ACTA signatory, it would mean that 
the producer of the series could make a request to the competent court. It would request that the 
company that is hosting the website disclose the identity of the individual who is allegedly making 
money from their unauthorised dissemination. 

But, for any action to be taken against that person, the copyright holder would have to either pursue 
them through the court for civil damages or report their action to the authorities for criminal 
prosecution, as you or I would report a stolen wallet or purse. No legal action would be taken against 
the person concerned without due process under our existing law.  

But we must understand something else: this provision of ACTA is not even legally binding. 
International treaties do take precedence over European and national law in our legal order. But when 
an international treaty indicates that the signatories "may" take a particular course of action it does not 
mean that they have to take that course of action. In this provision, ACTA changes nothing about our 
freedom to make policy. The treaty is simply pointing out what some of its signatories consider to be 
best practice. 

For us it simply means that if Europe were to take the democratic decision to allow courts to compel 
internet service providers to release personal data on infringing accounts it would be free to do so. In 
fact, we did so 12 years ago, in the E-commerce Directive. You can find it in Article 15(2) and it has been 
implemented by the Member States in a balanced and proportional way.  

The reason for this balance and proportion is that European legislation provides, as I have said, a series 
of safeguards to protect the rights of individuals and internet service providers in this area. Just this 
month, as I said, the European Court of Justice upheld one of these safeguards against online 
surveillance in a landmark ruling in the SABAM vs. Netlog case. The court stated simply that service 
providers like Netlog - or Facebook or Google - cannot be obliged to monitor information distributed 
over their networks by individuals in order to check for rights violations. The ruling should remind us 
that we are in safe hands with the European Court of Justice, a point I will come back to later. 

But I would first like to say a word on something that is behind much of the concern about this 
agreement but not always openly expressed.  

I think it's probably fair to say that everyone in this room knows someone who, without paying for it, has 
downloaded onto their computer a song, an album or an episode of a television series. 

I cannot, in good conscience, condone that action. I know there are some people who see this 
differently, young people in particular. But for me there is no moral difference between taking 
something that is not yours in the physical world and doing so in the virtual world. Illegal file sharing 
means money that should have gone to some of the most creative people in our society does not. It is a 
disincentive to their work. 

Maybe some of you in the back of your mind are worried that the people you know may be subject to 
fines or jail as a result of ACTA. But today's law is quite specific here. Because to steal even an apple 
remains a crime that can be reported to the police. However, to share a song without paying for it, while 
strictly speaking illegal, is not a criminal offence. Damages may be awarded by a judge but there is no 
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possibility of punitive action unless the activity were to be carried out at a commercial scale. This is why 
today, for example, the people behind and profiting from sites such as 'Megaupload' now find 
themselves in the spotlight of the law – and not the tens of thousands of end-users worldwide. This is 
common sense! 

That will not change under ACTA. So if this is one of the reasons that you are having doubts, perhaps in 
the back of your mind, let me be clear: ACTA will not criminalise anything that is not already a crime. 
Thousands of young people will not be hauled before the courts because of it. 

Before finishing, let me address the claims that this agreement is undemocratic.  

ACTA does not delegate any EU or national powers to a shadowy international committee that is not 
accountable. First of all, the members of the Committee are the representatives of governments, 
including all of the Member States. Second, any amendments proposed by one of the governments or 
the Commission would have to pass through the full ratification process under the EU treaties. That 
means that you and the Member States' parliaments would have full democratic participation in the 
decision to accept or reject it.  

The process of negotiating this agreement has been democratic as well. Parliament has been fully 
informed of the process all throughout the negotiation – even more so, I feel, since I have taken up this 
office. From the very moment I have taken on the responsibility for this file, I have urged the negotiating 
parties to disclose the drafts and that is what has happened. We have had extensive and useful 
conversations on the subject and you, honourable members of Parliament, have had access to all 
documents necessary to fully scrutinise the Commission's work as a negotiator.  

I have ensured that your priorities – which I share, incidentally - have been taken on board in the 
process.  

Let me give you three examples:  

First, the Commission fought hard and secured the public release of the full negotiating text in April 
2010.  

Second, we heard your concerns about fundamental rights and privacy and ensured that the text makes 
no changes to current European protections in this area. On the contrary, it contains numerous 
safeguards ensuring that these matters will remain fully submitted to European legislation, starting with 
the Charter of Fundamental Rights. 

And third, we have made sure that trade in legal generic medicines is fully protected. Patents – which 
are how companies protect new pharmaceutical inventions – are excluded from the criminal 
enforcement and border enforcement parts of ACTA. They are included in the civil enforcement 
chapter, like in our law, but the provision is optional and not binding on the signatories. Furthermore, 
the agreement contains a special reference to the Doha Declaration on Public Health, which protects 
trade in generic medicines.  

I think we can all be pleased with the result we have achieved together - You in your role of 
democratically elected "watchdogs" and the Commission and Member States carrying out the 
negotiations.  

Honourable Members,  

I welcome the huge public interest that ACTA has generated. It is healthy that such a broad range of 
people engage in a public debate. But I have been disappointed at times with the lack of factual 
accuracy in some of the claims.  
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It is particularly disappointing as those claims touch on the foundations of our liberal democracy – 
freedom of expression and the role of democratically elected institutions. It is even more disappointing 
that some have chosen to support internet freedoms by launching cyber attacks on the website of this 
democratically elected Parliament and its national counterparts. 

We must place the highest priority on guarding ourselves against real dangers to our political freedoms.  

I am a lawyer by training, a liberal-democrat by conviction and a lifelong advocate of human rights and 
individual liberties. As a fairly young MEP, I contributed to the Spinelli Report, and I drafted the first 
tentative catalogue of human rights at the European institutions' level. It formed the basis of the 
European Parliament's Declaration of Fundamental Rights and Freedoms of 1989, which in turn helped 
inspire the Lisbon Treaty's Charter of Fundamental Rights.  

To negotiate an agreement that would fundamentally harm some of these rights would, for me, be very 
much out of character.  

I stand by the text that the Commission has proposed, that the Council has unanimously decided to 
sign and that you are looking at now.  

But I also understand that my word alone may not be good enough for some.  

This is why I recommended to my fellow Commissioners, who accepted my proposal, that we put ACTA 
before the European Court of Justice.  

The Court will provide much needed clarity on our key concerns – which regard the fundamental rights 
and freedoms of European citizens. Their ruling should help support a calm, reasoned, open and 
democratic discussion on ACTA – a discussion we sorely need to have.  

Because we need to move forward on this issue.  

It may seem to some of you that the economic benefits of ACTA do not merit all this fuss but we do 
need proper protection of intellectual property rights.  

It is a key part of our overall strategy for having trade deliver growth and jobs for the people of Europe. 
We live in a competitive age. If we don't protect our economic future then no one else will. 

Honourable Members,  

I urge you to consider this agreement favourably and look forward to discussing the details of it with 
you.  
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PART III:  THE TROUBLE WITH ACTA: AN ANALYSIS OF THE ANTI-
COUNTERFEITING TRADE AGREEMENT 
Dr Michael Geist 

Executive Summary 

This report concludes that the Anti-Counterfeiting Trade Agreement’s harm greatly exceeds its 
potential benefits. Given ACTA’s corrosive effect on transparency in international negotiations, the 
damage to international intellectual property institutions, the exclusion of the majority of the 
developing world from the ambit of the agreement, the potentially dangerous substantive provisions, 
and the uncertain benefits in countering counterfeiting, there are ample reasons for the public and 
politicians to reject the agreement in its current form.  In doing so, governments would help restore 
confidence in the global intellectual property system and open the door to a new round of negotiations 
premised on transparency, inclusion, and evidence-based policy-making. 

The report is divided into three parts. Part one analyzes the process-related problems including the lack 
of transparency during the treaty negotiations, the exclusion of many developing countries from the 
negotiation process, and the harm caused by ACTA to the effectiveness of multilateral organizations 
such as the World Trade Organization and the World Intellectual Property Organization.   

It argues that the lack of transparency throughout the ACTA process eroded public confidence in the 
entire agreement with reverberations that are still being felt today. Further, it concludes that all 
countries and stakeholders benefit from a well-functioning international intellectual property 
governance model led by WIPO and the WTO. Ratification of ACTA will undermine the authority of 
those institutions, causing immeasurable harm to the development of global IP norms. The decision to 
move outside the WIPO and WTP umbrellas and effectively exclude the developing world from 
participating in the ACTA negotiations has implications that extend far beyond harm to those 
organizations, as the impact will be felt most acutely by developing countries. 

Part two highlights some of the major substantive concerns with ACTA. It identifies four broad areas of 
concern: the expansion of intellectual property law including the expansion of secondary liability and 
criminal provisions; the likelihood that permissive provisions will gradually be interpreted as mandatory, 
a process that is already underway as leading copyright lobby groups urge the U.S. government to 
include ACTA countries on its piracy watch list for failing to include ACTA-style rules within their 
domestic legal frameworks; the renegotiation of international intellectual property rights agreements 
including WTO TRIPS and the WIPO Internet treaties; and the absence of balancing provisions and 
procedural safeguards. 

Part three examines the likely effectiveness of ACTA in its current form. It notes the lack of credible 
statistical evidence on the size and scope of the counterfeiting problem, the absence of countries 
reputed to be leading sources of counterfeit product from the ambit of the agreement, and assesses 
emerging research that concludes that the most effective approach to combating counterfeit products 
lies in business solutions that more effectively compete in underserved markets. 

 

                                                               
 Canada Research Chair in Internet and E-Commerce Law, University of Ottawa, Faculty of Law. Thanks to the organizers for 
the invitation to complete this report, the European Parliament INTA Committee for the opportunity to present this report at 
its public ACTA workshop on March 1, 2012, and to Margaret Kim for her research assistance. Any errors or omissions remain 
the sole responsibility of the author. Comments welcome at mgeist@pobox.com. 
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Introduction 

In October 2007, the United States, the European Union, Japan, Canada, and a handful of other 
countries simultaneously announced ambitious plans to negotiate a new intellectual property treaty 
called the Anti-Counterfeiting Trade Agreement (ACTA).1 While supporters envisioned a quick 
negotiation process given the common views on the harms associated with counterfeiting and the 
need for effective legal measures to address those concerns, ACTA quickly became bogged down in 
substantive disagreement among the negotiating parties and public criticism over the lack of 
transparency and exclusion of other affected parties.  

In late 2010, the ACTA parties reached agreement on a draft text, which was later consolidated in 2011.2  
In October 2011, the United States, Australia, Canada, Japan, Morocco, New Zealand, Singapore, and 
South Korea signed the agreement. Many members of the European Union signed in January 2012. 
Several parties, including Switzerland and Mexico, have yet to sign the agreement.  

Treaty obligations typically only take effect upon ratification, meaning ACTA parties now face the 
question of whether to sign or formally ratify the agreement. The question of signing or ratifying has 
sparked a global discussion on the merits of ACTA, including the process under which it was negotiated, 
the impact of its substantive provisions, and its likely effectiveness in combating counterfeiting 
activities.  

This report assesses ACTA on all three issues: process, substance, and effectiveness. It identifies 
significant concerns on all three issues that should give the public, policy makers, and politicians pause 
before lining up to support the agreement. Indeed, the analysis that follows concludes that ACTA’s 
harm greatly exceeds its potential benefits. Given ACTA’s corrosive effect on transparency in 
international negotiations, the damage to international intellectual property institutions, the exclusion 
of the majority of the developing world from the ambit of the agreement, the potentially dangerous 
substantive provisions, and the uncertain benefits in countering counterfeiting, there are ample reasons 
for the public and politicians to reject the agreement in its current form.  In doing so, governments 
would help restore confidence in the global intellectual property system and open the door to a new 
round of negotiations premised on transparency, inclusion, and evidence-based policy-making.   

The ACTA analysis report is divided into three parts. Part one analyzes the process-related problems 
including the lack of transparency during the treaty negotiations, the exclusion of many developing 
countries from the negotiation process, and the harm caused by ACTA to the effectiveness of 
multilateral organizations such as the World Trade Organization and the World Intellectual Property 
Organization.   

Part two highlights some of the major substantive concerns with ACTA. Some of the substantive 
concerns raised during the negotiations have been adequately addressed,3 however, there remain 
significant concerns with the agreement as concluded. While a complete clause-by-clause analysis is 
beyond the scope of this report (and would in any event vary from country-to-country), this part 
identifies four broad areas of concern: the expansion of intellectual property law, the likelihood that 
permissive provisions will gradually be interpreted as mandatory, the renegotiation of international 

                                                               
1 Japan, Ministry of Economy, Trade and Industry, Press release, “Regarding the Anti-Counterfeiting Trade Agreement 
(ACTA)” (23 October 2007), online: <http://www.meti.go.jp/press/20071023001/002_state.pdf> 
2 Anti-Counterfeiting Trade Agreement, online at http://www.international.gc.ca/trade-agreements-accords-
commerciaux/fo/acta-acrc.aspx?lang=eng&view=d. 
3 Near the conclusion of the ACTA negotiations, I noted that the Internet provisions had been significantly altered from their 
earlier approach. See, Michael Geist, ACTA Ultra-Lite: The U.S. Cave on the Internet Chapter Complete, (October 6, 2010), 
online at <http://www.michaelgeist.ca/content/view/5352/125/> 
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intellectual property rights agreements, and the absence of balancing provisions and procedural 
safeguards. 

Part three examines the likely effectiveness of ACTA in its current form. It notes the lack of credible 
statistical evidence on the size and scope of the counterfeiting problem, the absence of countries 
reputed to be leading sources of counterfeit product from the ambit of the agreement, and assesses 
emerging research that concludes that the most effective approach to combating counterfeit products 
lies in business solutions that more effectively compete in underserved markets. 

1. ACTA’S PROCESS PROBLEMS 

1.1 Lack of Transparency 

ACTA’s lack of transparency was a consistent source of concern throughout the negotiation process. In 
December 2007, before formal negotiations began, the U.S. government asked other participating 
countries to agree to a confidentiality agreement. The agreement classified all correspondence 
between ACTA parties as “national security” information on the grounds that it is confidential “foreign 
government information.”4  

The first few rounds of negotiations were held in secret locations with each participating country 
offering near-identical cryptic press releases that did little more than fuel public concern about the 
potential scope of the treaty and the prospect that it might be concluded without public input or 
review. This highly unusual level of secrecy, particularly for an agreement focused on intellectual 
property, led not only to an outcry from citizens and civil society groups,5 but to a steady stream of 
parliamentary resolutions6 and political demands for transparency7 coming from around the globe. 

Notwithstanding the mounting public outrage, the ACTA participants responded with little more than 
vague discussions about transparency and inadequate promises to solicit greater public feedback. In 
November 2009, as a response to demands for more transparency, the ACTA partners released a joint 
statement claiming that "it is accepted practice during trade negotiations among sovereign states to 
not share negotiating texts with the public at large, particularly at earlier stages of the negotiation."8 

Yet a closer examination of similar international IP negotiations reveals that ACTA’s opaque approach 
was not “an accepted practice”, but rather was out-of-step with many other global norm-setting 
exercises. The WTO, WIPO, WHO, UNCITRAL, UNIDROIT, UNCTAD, OECD, Hague Conference on Private 

                                                               
4 Eddan Katz and Gwen Hinze, The Impact of the Anti-Counterfeiting Trade Agreement on the Knowledge Economy: the 
Accountability of the Office of the U.S. Trade Representative for the Creation of IP Enforcement Norms Through Executive 
Trade Agreements, Volume 35 (Fall 2009) Yale Journal of Int’l Law. 
5 See, e.g., CIPPIC, “Re: Anti-Counterfeiting Trade Agreement (ACTA)” (April 30, 2008), online: < 
http://www.cippic.ca/uploads/CIPPIC_LT_DFAIT-ACTA-30%20April%2008.pdf>; Matt Kuhn, “ACTA means trouble, but don’t 
take our word for it” Public Knowledge (June 10, 2010), online: <http://www.publicknowledge.org/node/3155>; La 
Quadrature, “Three Core Reasons for Rejecting ACTA” (March 29, 2010), online: <http://www.laquadrature.net/en/three-
core-reasons-for-rejecting-acta>. 
6 European parliament, Press release, “Access to documents: The European parliament demands more transparency” (11 
March 2009), online: <http://www.europarl.europa.eu/news/expert/infopress_page/019-51409-068-03-11-902-
20090310IPR51408-09-03-2009-2009-false/default_es.htm> 
7E.g. Letter from Senator Bernard Sanders and Senator Sherrod Brown to Honorable Ron Kirk (23 November 2009) online: 
<http://keionline.org/sites/default/files/sanders_brown_acta.pdf>, MP Clare Curran, “ACTA, secrecy, Copyright and delays” 
(16 December 2009), online: <http://blog.labour.org.nz/index.php/2009/12/16/acta-secrecy-copyright-and-
delays/?utm_source=wordtwit&utm_medium=social&utm_campaign=wordtwit> 
8 ACTA negotiating parties, Press release, “The Anti-Counterfeiting Trade Agreement – Summary of Key Elements Under 
Discussion” (6 November 2009), online: <http://www.ustr.gov/webfm_send/1479> 
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International Law, and an assortment of other conventions were all far more open than ACTA.  For 
example, the WIPO Internet treaties, which offer the closest substantive parallel to the ACTA Internet 
provisions, were by comparison very transparent with full texts made readily available to the public well 
in advance of the final agreement.9  

Internal U.S. government documents confirm that European government officials privately 
acknowledged the transparency problem. For example, a November 2008 U.S. cable released by 
Wikileaks notes the Italian head of the intellectual property office within the Ministry of Foreign Affairs 
expressed concern with the lack of transparency and effective consultation: 

The level of confidentiality in these ACTA negotiations has been set at a higher level than is customary for 
non-security agreements. According to Mazza, it is impossible for member states to conduct necessary 
consultations with IPR stakeholders and legislatures under this level of confidentiality. He said that before the 
next round of ACTA discussions, this point will have to be renegotiated.10 

A year later, a Swedish official who represented the EU Presidency at the ACTA negotiations told U.S. 
officials: 

the secrecy issue has been very damaging to the negotiating climate in Sweden. All political parties have 
vocal minorities challenging the steps the government has taken to step up its IPR enforcement. For those 
groups, the refusal to make ACTA documents public has been an excellent political tool around which to 
build speculation about the political intent behind the negotiations. If the instrument for example had been 
negotiated within the World Intellectual Property Organization (WIPO) critics say, WIPO's Secretariat would 
have made public initial draft proposals. In Johansson's opinion, the secrecy around the negotiations has led 
to that the legitimacy of the whole process being questioned.11  

The same cable expressed additional concern that the U.S. was providing access to various industry 
lobby groups, while other countries were unable to consult with their stakeholders. The cable notes: 

European Commission is concerned that the USG [U.S. government] has close consultation with U.S. industry, 
while the EU does not have the same possibility to share the content under discussion in the negotiations.12 

These concerns are unsurprising given that the ACTA negotiations were demonstrably more secretive 
than comparable past processes. They represented a major shift toward greater secrecy in the 
negotiation of international treaties on intellectual property, in what appeared to be an attempt to 
avoid public participation and scrutiny.  

A draft version of the ACTA text was only released after years of negotiation in April 2010. Two 
documents, leaked in early 2010, were instrumental in the release. The first leak involved internal Dutch 
government documents describing the positions of many ACTA participants on treaty transparency.13 
Up to that point, a standard evasive response from many governments to transparency criticisms had 

                                                               
9 Knowledge Ecology Institute, “ACTA is secret. How transparent are other other global norm setting exercises?” (July 21, 
2009), online: <http://www.keionline.org/misc-docs/4/attachment1_transparency_ustr.pdf>; The European Union 
references the openness of the WIPO process in their ACTA resolution on transparency: European Parliament, Resolution on 
the transparency and state of play of the Anti-Counterfeiting Trade Agreement ACTA, online: 
<http://www.europarl.europa.eu/oeil/FindByProcnum.do?lang=en&procnum=RSP/2010/2572>. 
10 The Guardian, “US embassy cables: Italy, the EU and the Anti-Counterfeit Trading Agreement”, (22 December 2010) online : 
http://www.guardian.co.uk/world/us-embassy-cables-documents/176810 
11 The Guardian “US embassy cables: Sweden's concerns about Anti-Counterfeit Trading Agreement negotiations”, (22 
December 2010), online: http://www.guardian.co.uk/world/us-embassy-cables-documents/236363. 
12 Id. 
13 Brenno de Winter, “Dutch internal ACTA documents” (25 Feb 2010), online: <http://www.bigwobber.nl/2010/02/25/dutch-
internal-acta-documents/> 
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been to claim that they favoured releasing the ACTA text to the public, but that other unnamed 
countries did not.  Therefore, because there was no consensus, the text could not be released. The 
Dutch leak succeeded in blowing the issue wide open by identifying which countries posed barriers to 
transparency. 

The second major leak came in March 2010, in the form of a copy of a draft agreement dating from 
January 2010.  Even after this leak, countries maintained their official pretense of treaty secrecy, despite 
the full, though unconfirmed, draft text, including negotiating positions, being available to anyone with 
Internet access. Because the text had not been officially released, government officials refused to 
comment on substantive provisions revealed by the leaked document. 

The combined effect of the two leaks was a reversal on the transparency issue several months before 
the conclusion of the negotiations at the April 2010 round of discussions in New Zealand. Several days 
after those talks concluded, a draft version of the ACTA text was publicly released. Even though this 
official release had been purged of references to parties’ negotiating positions that were present in the 
leaked March version, the release quieted much criticism about the lack of transparency. 

The commitment to transparency was short-lived, however. Parties were unable to agree to release an 
updated text at the July 2010 Lucerne round, a pattern that repeated itself a month later at the August 
2010 Washington round. European and Swiss officials publicly indicated that they supported releasing 
an updated text.14 Given the longstanding support for public release from countries such as Canada, 
Australia, and New Zealand, it appeared likely that the United States reverted back to its original 
position favouring secrecy.  

In fact, U.S. opposition to public release extended to secrecy in the Freedom of Information process. 
Efforts to obtain information about the agreement through the FOIA process proved largely 
unsuccessful.  For example, a lawsuit brought by the Electronic Frontier Foundation and Public 
Knowledge in 2008 resulted in the release of 159 pages of information, but 1362 pages were withheld 
under a national security classification.15 

Opposition to transparency extended to other ACTA participants. In Europe, the European Digital Rights 
(EDRi) counted numerous instances where access requests were refused. In light of the lack of 
transparency, in July 2010, the Green group in the European Parliament issued a call for the European 
Commission to suspend all negotiation on ACTA until a proper agreement was in place for full 
transparency.16 

In South Korea, IPLEFT, a Korean digital rights activist group founded in 1999, demanded that the South 
Korean government disclose relevant information about its stance on the negotiation of ACTA in 
August 2008. The disclosure was denied, and the reason for the denial was that “disclosure would result 
in a harmful effect on a diplomatic relationship with foreign countries and severe damage to 
considerable national interests.”17 

                                                               
14 Monika Ermert, “ACTA Negotiators Vow To Mesh With National-Level Rights; Withhold New Text”, Intellectual Property 
Watch (2 July 2010), online: <http://www.ip-watch.org/weblog/2010/07/02/acta-negotiators-vow-to-mesh-with-national-level-
rights-withhold-new-text/> 
15 Defendant’s Motion for Summary Judgment, Elec. 
Frontier Found. v. Office of the U.S. Trade Representative, No. 081599 (D.C. Cir. Sept. 17, 2008) 
16 Monica Horten (2009) EU crossed wires over ACTA, http://www.iptegrity.com/index.php/acta/545-eu-gets-wires-crossed-
over-acta-transparency 11 July 2010. 
17 Danny O’Brien, Blogging ACTA Across the Globe: Lessons from Korea, (29 January, 2010), Electronic Frontier Foundation, 
online at: https://www.eff.org/deeplinks/2010/01/acta-and-korea. 
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No further texts were released until the ACTA negotiations concluded in October 2010. The lack of 
transparency throughout the ACTA process eroded public confidence in the entire agreement with 
reverberations that are still being felt today. While ACTA supporters have pointed to secret releases to 
European Parliament committees, the exclusion of the public from the consultation process has bred 
enormous distrust in the entire agreement. 

The damage created by the lack of transparency extends beyond public distrust of ACTA. The failure to 
include experts throughout the negotiation process has caused significant damage to the substance of 
the agreement with numerous legal concerns as a result.  Some officials have commented on the 
desirability of renegotiating some ACTA provisions, yet the process does not envision such an approach. 
Countries are required to accept the agreement “as is”, meaning the impact of ACTA secrecy will be felt 
for the foreseeable future.18 

The need for greater transparency during the negotiation process was evident in the response to two 
public concerns about ACTA that arose as a result of leaked documents. In May 2008, media around the 
world reported that the agreement – which was at the very early stages of negotiation – could lead to 
border guard searches of the contents of iPods and other personal devices.19 As the furor grew, ACTA 
participants countered the criticism by including a de minimis provision (now Article 14) to exempt 
small consignments and personal luggage.20 

A similar series of events occurred in response to concerns that ACTA would require Internet 
termination policies such as a “three strikes and you’re out” model to alleged infringements. Leaked 
versions of the ACTA text included a footnote citing “the termination in appropriate circumstances of 
subscriptions and accounts on the service provider’s system or network of repeat infringers.”21 As public 
concern over Internet termination grew, the reference to termination was removed from the ACTA text 
in April 2010.22 

While the public concern over these provisions appears to have resulted in changes to the ACTA text, 
the lack of transparency associated the negotiations meant that these cases constituted the rare 
instance of public feedback having an impact on the final text. Had the negotiations followed more 
conventional global norms, it is much more likely that the final text would better account for the 
remaining substantive concerns. 

Given the harm caused by the lack of transparency – both in public confidence in the agreement and in 
the final substantive text – many have pointed to this issue as sufficient grounds to reject the 
agreement.  In doing so, they argue that parliamentarians would send a strong message that the lack of 
transparency is a fatal flaw and would help ensure that such secrecy is not repeated in future 
negotiations.   

                                                               
18 This was precisely the concern expressed throughout the negotiations. For example, in September 2008, the Center for 
Democracy and Technology commented on the secrecy, expressing fears that it “raises the dangerous prospect that a final 
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for Democracy & Technology, (September 16, 2008) available at: https://www.cdt.org/policy/proposed-ip-trade-agreement-
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19 “Copyright deal could toughen rules governing info on iPods, computers”, Canwest News Service, (26 May 2008) online at 
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20 Anti-Counterfeiting Trade Agreement, Article 14. 
21 David Meyer, “Acta leak shows EU resistance to US proposals”, (24 March 2010), online at 
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1.2 Harm to International Organizations 

Canadian officials hosted a public consultation on ACTA in Ottawa in 2009 (without release of the text) 
during which they stated that there were two primary reasons for the treaty.23 The first, not surprisingly, 
was concern over counterfeiting.  The second was the perceived stalemate at WIPO, where the growing 
emphasis on the WIPO Development Agenda and the heightened participation of developing countries 
and non-governmental organizations have stymied attempts by countries such as the U.S. to push 
through new treaties with little resistance. 

Given the challenge of obtaining multilateral consensus at WIPO, the ACTA participants opted instead 
for a plurilateral approach that circumvented possible opposition from developing countries such as 
Brazil, Argentina, India, Russia, or China.  There had been prior hints of this – an E.U. FAQ document24 
noted that “the membership and priorities of those organizations [G8, WTO, WIPO] simply are not the 
most conducive” to an ACTA-like initiative – yet the willingness to state publicly what had been only 
speculated privately sent a shot across the bow for WIPO and the countries that support its 
commitment to multilateral policy-making. 

There is little reason to believe that WIPO could not have served as the forum to advance intellectual 
property enforcement, which is distinct from the gridlock the organization has faced in developing new 
norms and treaties.  The WIPO General Assembly created the Advisory Committee on Enforcement 
(ACE) in 2002 with a mandate that includes “coordinating with certain organizations and the private 
sector to combat counterfeiting and piracy activities; public education; assistance; coordination to 
undertake national and regional training programs for all relevant stakeholders and exchange of 
information on enforcement issues through the establishment of an Electronic Forum.”25 

While ACTA countries avoided WIPO due to effectiveness concerns, ratifying ACTA would perversely 
increase the likelihood of gridlock. For those countries participating in ACTA, the successful completion 
of the plurilateral model will only increase the incentives to by-pass WIPO as a forum for challenging, 
global issues. For those countries outside of ACTA, the relevance of WIPO will gradually diminish, as 
achieving consensus on their concerns may prove increasingly difficult.  

The harm to international organization is not limited to WIPO.  The World Trade Organization, which 
features the TRIPS Council, may also find its role in global intellectual property protection issues 
undermined. According to the minutes of the October and November 2011 TRIPS Council meeting, the 
representative from Brazil stated: 

The WTO was a multilateral forum, and ACTA was a plurilateral agreement that had been deliberately 
negotiated outside the WTO.  He voiced his delegation's concern regarding plurilateral agreements being 
advocated in a multilateral forum such as the WTO and shifting focus away from its multilateral nature.26  

The Brazilian comments were supported by Venezuela, which said it “preferred multilateralism and 
transparency”, while the Zimbabwe delegation expressed concern “that ACTA was a plurilateral 

                                                               
23 Department of Foreign Affairs, Summary of Discussions - ACTA Roundtable Consultation, April 6, 2009, online at 
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agreement that did not embrace all WTO Members.”27 Similarly, the representative from China noted 
that his country: 

had expressed its concerns regarding ACTA in the past at the TRIPS Council.  The legal system to protect IPRs 
should be comprehensive and well balanced;  it needed to protect rights holders as well as the public interest. 
 There had been controversies even in those countries that had participated in ACTA negotiations, including 
concerns about transparency and inconsistencies with domestic legislation.  ACTA should be implemented in 
a way consistent with WTO rules and the TRIPS Agreement.  It was important that protection and 
enforcement did not contravene the provisions of TRIPS;  indeed, Members were required to ensure that 
matters and procedures to enforce IPRs did not themselves become barriers to legitimate trade, or create 
distortive effects on legitimate international trade.  The additional protection under ACTA could not 
inappropriately restrict the inbuilt flexibilities and exceptions in the TRIPS Agreement.28 

Many countries voiced concerns over ACTA during the course of the negotiations. These concerns 
focused both on the exclusion of widely accepted forums for negotiation of intellectual property issues 
as well as on the substantive effect of the agreement. China and India, along with developing countries 
such as Peru, Cuba, Bolivia, Ecuador, South Africa and Egypt, expressed concern that ACTA goes “above 
and beyond what is allowed under the WTO’s TRIPS agreement and do not adequately consider the 
interests of developing countries.” India acknowledged that TRIPS sets out minimum levels of IP 
protection, but added that the agreement also establishes certain ceilings on government action – 
ceiling that these new deals often break”.29 In fact, India considered building an alliance of developing 
countries opposed to ACTA based on its impact on WIPO and the WTO.30 

Some countries even expressed concern that ACTA might eventually supplant WIPO and the WTO as a 
“third pillar” of global intellectual property protection.  ACTA features detailed provisions that create an 
institutional infrastructure including an ACTA Committee. The ACTA Committee is empowered to 
review the implementation and operation of the agreement, to consider amendments to the text, and 
to determine requests to accede to the agreement.31 The ACTA Committee is scheduled to meet at least 
annually and is entitled to establish implementation “best practices.” Moreover, ACTA also provides for 
technical assistance and capacity building for both ACTA members and non-members.32 The technical 
assistance may include training and the “development and implementation of national legislation 
related to the enforcement of intellectual property rights.” These initiatives are very similar to those 
currently undertaken by WIPO and suggest a potential re-allocation of resources toward ACTA-based 
technical assistance to avoid duplication.33 

All countries and stakeholders benefit from a well-functioning international intellectual property 
governance model led by WIPO and the WTO. Ratification of ACTA will undermine the authority of 
those institutions, causing immeasurable harm to the development of global IP norms.  

 

                                                               
27 Id. 
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1.3 Harm to Developing World Countries 

The decision to move outside the WIPO and WTO umbrellas and effectively exclude the developing 
world from participating in the ACTA negotiations has implications that extend far beyond harm to 
those organizations, as the impact will be felt most acutely by developing countries. The exclusion of 
developing countries was a particular source of concern during the negotiations. For example, in 2009, 
India publicly attacked ACTA saying that it “was being negotiated in secrecy and with the exclusion of a 
vast majority of countries, including developing countries and Less Developed Countries.”34 

In the short term, developing countries may find that progress on WIPO Development Agenda issues 
stall as ACTA partners focus on ratifying their treaty and currying support for additional signatories.  
Given the skepticism surrounding the Development Agenda harbored by some ACTA countries,35 they 
may be less willing to promote the Development Agenda since their chief global policy priorities now 
occur outside of WIPO.  The Development Agenda has emerged as a critically important policy initiative 
for the developing world since it offers the promise of focusing global intellectual property policy on 
the specific needs and concerns of the developing world. Should ACTA derail the WIPO Development 
Agenda, the effect would be felt throughout Africa, Asia, and Latin America. 

The longer-term implications are likely to be even more significant.36 While, at first, it seems odd to 
conclude an anti-counterfeiting treaty without the participation of the countries most often identified 
as the sources or targets of counterfeiting activities, ACTA parties are likely to work quickly to establish 
the treaty as a “global standard.” Non-member countries will face great pressure to adhere to the treaty 
or to implement its provisions within their domestic laws, particularly as part of bilateral or multilateral 
trade negotiations.  In other words, there will be a concerted effort to transform the plurilateral ACTA 
agreement into a multilateral one, though only the original negotiating partners will have had input 
into the content of the treaty. 

Should ACTA be ratified, the developing world will face increasing pressure to implement it. Powerful 
developing countries such as India and China recognized this threat before ACTA was concluded.  In 
June 2010, they formally voiced their concerns at the WTO .37  They identified several issues with ACTA.  

First, they submitted that ACTA conflicts with existing international trade law and would create legal 
uncertainty for countries around the world. Second, they believed that ACTA undermines the balance of 
rights, obligations, and flexibilities that exist within international law.  This applies to both trade issues 
and intellectual property matters.  For example, India is currently working to implement existing 
international intellectual property treaty provisions within its domestic laws.38  Additional obligations, 
especially ones as prescriptive as those in ACTA, would create significant new restrictions that could 
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have an immediate domestic impact, and jeopardize progress being made to comply with existing 
international law. 

Third, the governments were uncomfortable with the prospect that ACTA could force them to allocate 
resources toward intellectual property enforcement ahead of other important policy concerns. While 
safeguarding intellectual property is important, many developing countries can ill-afford to pull scarce 
law enforcement personnel away from investigating violent crime, in order to track down purveyors of 
fake handbags or DVDs. Resource allocation remains a major issue with fears of prioritizing the 
enforcement of intellectual property over other intellectual property objectives such as development or 
education. 

As noted above, ACTA contemplates initiatives to influence developing world intellectual property laws. 
These include the development and implementation of national legislation related to the enforcement 
of IP rights, training official on IP enforcement, and “coordinated operations conducted at the regional 
and multilateral levels.”39  Given their exclusion from the negotiations, the developing country concerns 
with ACTA are well justified as the agreement establishes a framework that is ultimately designed to 
influence their legal frameworks. The agreement threatens to create a growing divide between the 
developed and developing world on international intellectual property policy that could hurt IP rights 
holders worldwide. 

1.4 Constitutional Concerns With Implementation 

Since completion of the ACTA negotiations in October 2010, questions have mounted over the 
constitutionality of implementation in several member countries. While some ACTA participants (such 
as Canada) will require legal reforms should they decide to ratify the agreement, others have suggested 
that implementation is possible without further reforms or review. 

For example, U.S. Senator Ron Wyden and some U.S. legal scholars have raised constitutionality 
questions in the United States. Wyden wrote to U.S. President Barack Obama in October 2011 to take 
issue with the U.S. Trade Representatives’ position that ACTA is a “sole executive agreement” which can 
be entered into and implemented without the legislative branch’s involvement. Wyden wrote: 

It may be possible for the U.S. to implement ACTA or any other trade agreement, once validly entered, without 
legislation if the agreement requires no change in U.S. law. But regardless of whether the agreement requires 
changes in U.S. law…the executive branch lacks constitutional authority to enter a binding international 
agreement covering issues delegated by the Constitution to Congress’ authority, absent congressional 
approval.”40 

Senator Wyden also states that there are only three constitutional mechanisms binding the U.S. to 
international agreements: 

1. By invocation of the Treaty Clause of the Constitution and submitting the agreement to a two-
thirds vote of the Senate, or 

2. Through a “congressional-executive agreement” in which the agreement is approved of 
beforehand or after the fact by a majority of both houses of Congress, or 

3. As a “sole executive agreement” governing matters delegated by Article II of the Constitution to 
the sole province of the President  
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Wyden argues that ACTA does not qualify under any of these mechanisms.41 

The European Parliament is no doubt aware of implementation questions in Europe as well with 
questions regarding the full compatibility of ACTA with the EU Acquis communautaire.  For example, in 
January 2011, leading European experts released an analysis that concluded that ACTA “exceeds the 
current EU acquis, and the Commission was not fully correct in its statements to the European 
Parliament.”42 

Implementation concerns have also been raised in other countries. While the Australia Department of 
Foreign Affairs and Trade has adopted the position that ACTA will not require any changes to domestic 
Australian law,43 the DFAT position has been the subject of significant criticism. For example, Professor 
Kimberlee Weatherall44 and Professor Matthew Rimmer45 identify numerous concerns in their 
submissions to the Joint Standing Committee on Treaties Inquiry into the Anti-Counterfeiting Trade 
Agreement. Moreover, Alphapharm, Australia’s leading supplier of prescription medicines to the 
Government-subsidized Pharmaceutical Benefits Scheme (PBS), has concluded that legislative changes 
are needed in order to comply with ACTA.46 

The constitutional uncertainties may raise questions about the legitimacy of the agreement within 
domestic laws. At a minimum, these questions should be definitively and authoritatively answered 
before any ratification or implementation occurs. Moreover, the insistence that ACTA does not alter 
domestic laws (as suggested by proponents in the U.S., E.U., and Australia) raises doubts about the value 
of the treaty itself and the willingness of supporters to subject it to appropriate review and scrutiny. If 
the agreement creates no new laws, its utility in addressing counterfeiting concerns is thrown into 
question since it is apparently geared toward countries that have not participated in the ACTA 
negotiation process and have rejected its exclusionary approach. On the other hand, if ACTA 
necessitates domestic reforms, it should be subject to a full review by elected officials. In either case, the 
agreement should not be ratified in its current form using approval processes that circumvent 
conventional scrutiny and oversight.   

2 SUBSTANTIVE CONCERNS WITH ACTA 

In a speech to the European Parliament in September 2010, Commissioner of Trade Karel de Gucht 
assured Members of the European Parliament that “ACTA is only about enforcement of existing 
intellectual property rights. It will not include provisions modifying substantive intellectual property 
law.”47 Yet despite the assurances, the final agreement represents a shift in intellectual property law that 
extends beyond mere enforcement.  

                                                               
41 Id. 
42 Douwe Korff and Ian Brown, Opinion on the compatibility of the Anti-Counterfeiting Trade Agreement (ACTA) with the 
European Convention on Human Rights & the EU Charter of Fundamental Rights, The Greens and European Free Alliance, 
available at: http://www.greens-efa.eu/fileadmin/dam/Documents/Studies/ACTA_fundamental_rights_assessment.pdf 
43 http://www.dfat.gov.au/trade/acta/. 
44 Kimberlee G. Weatherall. "Submission to the Joint Standing Committee on Treaties Inquiry into the Anti-Counterfeiting 
Trade Agreement" 2012 
Online at: http://works.bepress.com/kimweatherall/26 
45 Matthew Rimmer, “A Submission to the Joint Standing Committee on Treaties on the Anti-Counterfeiting Trade 
Agreement 2011 (#ACTA)” Online at <http://works.bepress.com/matthew_rimmer/109/> 
46 Alphapharm Submission on the Anti-Counterfeiting Trade Agreement (ACTA), November 21, 2011, online at < 
http://t.co/lCizrXNJ> 
47 Karel de Gucht, “Speaking Points: State of play of negotiations on the Anti-Counterfeiting Trade Agreement (ACTA)”, 8 
September 2010, online at http://trade.ec.europa.eu/doclib/docs/2010/september/tradoc_146465.pdf.  
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In February 2012, the European Commission announced plans to refer ACTA to the European Court of 
Justice to assess whether the agreement is “incompatible - in any way - with the EU's fundamental 
rights and freedoms, such as freedom of expression and information or data protection and the right to 
property in case of intellectual property.”48 While compatibility with fundamental rights and freedoms is 
obviously a pre-requisite for any agreement, it is not a sufficient criteria for approval. Indeed, a more 
detailed substantive analysis is needed to develop an informed view on the merits of the agreement. 

A clause-by-clause analysis is beyond the scope of this report. However, the report identifies four broad 
areas of substantive concern: the expansion of intellectual property law, the likelihood that permissive 
provisions will gradually be interpreted as mandatory, the renegotiation of international intellectual 
property rights agreements, and the absence of balancing provisions and procedural safeguards.  

2.1 The Expansion of Intellectual Property Law 

ACTA raises several concerns with respect to the expansion of international intellectual property laws. 
The emphasis on secondary liability, which potentially holds third parties liable for the infringing actions 
of others, represents a significant shift in international intellectual property law. While many countries 
have codified secondary liability principles within their domestic laws, there are relatively few provisions 
aimed at secondary liability at international law. Within ACTA, Article 8 on Injunctions applies to both 
infringers and third parties as does Article 12 on Provisional Measures, which can be applied to third 
parties. Both Article 8 and Article 12 apply in a civil enforcement context. There are concerns these 
provisions could be used to target active ingredient suppliers of generic medicines.49 

ACTA also extends secondary liability to its criminal provisions. Articles 23(4) and 24 on Criminal 
Offences requires parties to add “aiding and abetting” to their laws. Aiding and abetting is designed 
specifically to target third parties, rather than primary infringers. 

The Internet provisions within ACTA also target third parties. Article 27(2) provides that “each Party’s 
enforcement procedures shall apply to infringement of copyright or related rights over digital networks, 
which may include the unlawful use of means of widespread distribution for infringing purposes.”50 In 
other words, the potential liability extends beyond those infringing to those who are seen to facilitate 
infringing activity. In fact, the provision could be applied to peer-to-peer networks, blogging platforms, 
and other technologies that facilitate the dissemination of content.  

In addition to secondary liability concerns, ACTA significantly broadens the reach of criminal provisions 
in copyright and trademark cases. For example, Article 23(1) provides: 

Each Party shall provide for criminal procedures and penalties to be applied at least in cases of wilful 
trademark counterfeiting or copyright or related rights piracy on a commercial scale. For the purposes of this 
Section, acts carried out on a commercial scale include at least those carried out as commercial activities for 
direct or indirect economic or commercial advantage.51 

This provision creates considerable uncertainty as “commercial scale” is undefined (other than the 
reference to commercial activities for direct or indirect economic or commercial advantage). Given the 
requirement on parties to include the provision within their domestic criminal laws, Article 23(1) is far 

                                                               
48 Statement by Commissioner Karel De Gucht on ACTA (22 February 2012), online at: 
http://trade.ec.europa.eu/doclib/press/index.cfm?id=778. 
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51 Anti-Counterfeiting Trade Agreement, Article 23(1). 
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too vague and open to interpretation. The provision does not feature any safeguards and should have 
been limited to clearly commercial activities. 

ACTA also expands intellectual property law with respect to border measures provisions. Article 13, 
which provides for “effective border enforcement of intellectual property rights” applies to all forms of 
intellectual property rights. This extends the law found in many countries that limit such rules to 
counterfeit goods only. This is particularly problematic given the wide powers granted to officials in 
Article 19, which enables “competent authorities” to reach determination on whether suspect goods 
infringe an intellectual property right. Article 19 does not require any court oversight or provide for an 
appeal process. 

2.2 Mandatory vs. Permissive Provisions 

In an attempt to resolve ongoing conflicts over several substantive areas, the ACTA negotiators agreed 
to make many provisions permissive rather than mandatory. Supporters frequently point to the non-
mandatory nature of several contentious provisions as evidence that there is little reason for concern 
with the substantive elements of ACTA. The permissive approach may be a useful mechanism to 
achieve consensus, but it provides cold comfort to those concerned with the long-term implications of 
the agreement. The experience with other treaties indicates that flexible, permissive language is 
gradually transformed into mandatory, best-practice language. 

Many of ACTA’s most contentious areas feature permissive language stipulating that parties “may” 
include certain provisions but are not required to do so. Notable examples include:  

 Article 9 (3) on Damages, which grants parties three options for implementing damages provisions 
similar to those found in the U.S. as statutory damages 

 Article 10 (3) on Other Remedies, which states that parties “may provide for the remedies described 
in this Article to be carried out at the infringer’s expense” 

 Article 14(2) on Small Consignments and Personal Luggage, which states that parties “may exclude 
from the application of this Section small quantities of goods of a non-commercial nature contained 
in travellers’ personal luggage.” 

 Article 16(2) on Border Measures, which states that parties “may adopt or maintain procedures with 
respect to suspect in-transit goods or in other situations where the goods are under customs 
control” 

 Article 22 on Disclosure of Information, which states that parties “may authorize its competent 
authorities to provide a right holder with information about specific shipments of goods, including 
the description and quantity of the goods, to assist in the detection of infringing goods” 

 Article 23(3) on Criminal Offences, which states that parties “may provide criminal procedures and 
penalties in appropriate cases for the unauthorized copying of cinematographic works from a 
performance in a motion picture exhibition facility generally open to the public.” 

   Article 27(4) on Enforcement in the Digital Environment, which states that parties “may provide, in 
accordance with its laws and regulations, its competent authorities with the authority to order an 
online service provider to disclose expeditiously to a right holder information sufficient to identify a 
subscriber whose account was allegedly used for infringement” 

The net effect of these provisions is to open the door to statutory damages, detention of in-transit 
goods, disclosure of information to rights holders, creation of criminal provisions for unauthorized 
camcording, and a requirement that Internet providers disclose information about their subscribers.  
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While it is true that ACTA parties will not be required to implement these provisions in order to be 
compliant with the agreement, there will be considerable pressure to reinterpret these provisions as 
mandatory rather than permissive.  The International Intellectual Property Alliance, whose members 
include Association of American Publishers, Business Software Alliance, Entertainment Software 
Association, Independent Film & Television Alliance, Motion Picture Association of America, National 
Music Publishers’ Association, and Recording Industry Association of America, recently filed a 
submission with the U.S. government recommending that several ACTA parties be placed on the U.S. 
Special 301 list for providing inadequate intellectual property protections due in part to the failure to 
include these provisions within their domestic legislation.52 

For example, the IIPA cited Greece for failing to provide for mandatory disclosure of personal 
information by Internet providers, noting “there has been no progress in the past year to amend Article 
4 of the Data Protection Law (Law 2225/1994) to require ISPs to disclose the identity of users suspected 
of copyright infringement.”53 The IIPA also took issue with Switzerland’s failure to include anti-
camcording provisions within their domestic law.54  

Mexico was cited for the decline of in-transit seizures, with the IIPA noting that the Attorney General 
“halted its seizure of in-transit containers, claiming a lack of authority. It is expected that this may be 
corrected in 2012 with a new “protocol” between PGR and Customs officials.”55 Canada was also 
targeted for its border measures provisions, with the IIPA arguing that it should “make legislative, 
regulatory or administrative changes necessary to empower customs officials to make ex officio seizures 
of counterfeit and pirate product at the border without a court order.”56  

The IIPA recommended new search powers in Romania, arguing “the law should be amended to 
provide that the mere verification of the existence of software installed on computers should not 
require such a search warrant.”57 Spain58 and Latvia59 were also cited for needing stronger criminal 
provisions including the availability of larger damages awards. 

In other words, while ACTA states that implementation of these provisions is optional, leading copyright 
lobby groups are already urging the U.S. government to include ACTA countries on its piracy watch list 
for failing to include the rules within their domestic legal frameworks. 

There is ample precedent for this approach with other international intellectual property agreements.  
The WIPO Internet Treaties, which are the source of technological protection measures found in some 
domestic laws and at Article 27 of ACTA, provide a good illustration of the gradual transition away from 
flexibility.60 The treaties were concluded at a Diplomatic Conference in December 1996, which featured 
debate in both the Main Committee and within the Plenary on the anti-circumvention provisions.   

The starting point for the Diplomatic Conference was the U.S.-backed “Basic Proposal” that provided: 
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(1) Contracting Parties shall make unlawful the importation, manufacture or distribution of 
protection-defeating devices, or the offer or performance of any service having the same effect, by 
any person knowing or having reasonable grounds to know that the device or service will be used for, 
or in the course of, the exercise of rights provided under this Treaty that is not authorized by the 
rightholder or the law. 

(2) Contracting Parties shall provide for appropriate and effective remedies    against the unlawful 
acts referred to in paragraph (1). 

The record indicates that there were no unqualified endorsements of the Basic Proposal's provisions on 
Technological Measures in the Summary Minutes of the Plenary.  Given the opposition at the 
Diplomatic Conference and in the months leading up to it at the Committee of Experts, it should come 
as no surprise that the Basic Proposal – the only document that required prohibitions against trafficking 
in circumvention devices – did not achieve consensus support.  

The compromise position was to adopt the far more ambiguous “to provide adequate legal protection 
and effective legal remedies” standard.  Not only does this language not explicitly require a ban on the 
distribution or manufacture of circumvention devices, it does not specifically target both access and 
copy controls.  In fact, the record makes it readily apparent that the intent of the negotiating parties was 
to provide flexibility to avoid such an outcome.  Countries were free to implement stricter anti-
circumvention provisions consistent with the Basic Proposal (as the U.S. ultimately did), but consensus 
was reached on the basis of leaving the specific implementation to individual countries with far more 
flexible mandatory requirements. 

In the years since the conclusion of the WIPO Internet Treaties, the U.S. has worked tirelessly to shift the 
flexible language found in the treaties toward the more restrictive approach that was rejected during 
the negotiations. As discussed further below, ACTA contains anti-circumvention provisions that extend 
beyond the requirements within the WIPO Internet Treaties. 

The experience with the WIPO Internet Treaties is likely to replicated with ACTA as permissive language 
provides a false sense of security to those concerned with the potential of the agreement to foster 
dramatic changes to domestic laws. Given the current efforts of groups such as the IIPA, it is readily 
apparent that the shift from permissive to mandatory is already underway. In fact, ACTA Article 36(3)(c) 
envisions the establishment of implementation “best practices” by the ACTA Committee that seems 
likely to be used to strongly encourage the adoption of permissive provisions into national law. 

2.3 Re-negotiating International Intellectual Property Agreements 

As discussed above, ACTA parties expressly excluded many developing world countries from the 
negotiations and engineered a forum far removed from the more open, consensus driven environment 
found at the WTO and WIPO. The approach is particularly problematic given that ACTA features many 
provisions that alter international agreements developed at the WTO and WIPO. 

The substantive changes to the WTO TRIPS agreement are particularly notable. ACTA Article 8(1) on 
injunctions provides that 

Each Party shall provide that, in civil judicial proceedings concerning the enforcement of intellectual property 
rights, its judicial authorities have the authority to issue an order against a party to desist from an 
infringement, and inter alia, an order to that party or, where appropriate, to a third party over whom the 
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relevant judicial authority exercises jurisdiction, to prevent goods that involve the infringement of an 
intellectual property right from entering into the channels of commerce.61 

By contrast, the WTO TRIPS requires that member countries have authority to prevent intellectual 
property infringing “imported” goods from “the channels of commerce in their jurisdiction.”62 The 
provision is therefore limited to goods entering the market of the country applying the procedure but 
does not apply to exports or in-transit goods.  

ACTA Article 9 on damages expands the TRIPS provision by specifying measures of damages that each 
member’s authorities “shall consider.” Moreover, the three potential statutory damages approaches 
(referred to above) removes the internal safeguard from the TRIPS requirement on restitution of profits 
that such awards only be in “appropriate cases.”63 

ACTA also expands the right to information for rights holders well beyond those found in TRIPS. ACTA 
Article 11 makes provision of certain information mandatory, whereas the corresponding TRIPS 
provision (Article 47) is optional. The ACTA provision expands the list of information that can be 
requested and applies to both infringers and alleged infringers, whereas TRIPS applies only to infringers. 
Most importantly, the TRIPS provision on proportionality has been removed from ACTA. ACTA also does 
not include a provision against misuse of the information obtained under Article 11.  There are concerns 
the information disclosure provisions could be used to obtain details on distribution chains of generic 
pharmaceutical companies.64 

ACTA Article 18 on Security or Equivalent Assurance also expands the TRIPS provisions. TRIPS Article 56 
contains a mandatory requirement that customs officials must have “authority to order the applicant to 
pay the importer, the consignee and the owner of the goods appropriate compensation for any injury 
caused to them through the wrongful detention of goods.” ACTA, however, has no directly equivalent 
provision for compensation in cases of wrongful detentions. Moreover, TRIPS Article 55 contains 
mandatory limits to the duration of the initial detention of goods suspected of infringement within 
which proceedings leading to a decision on the merits of the case must be initiated or the goods 
released. ACTA does not have a directly equivalent provision.  

ACTA Article 27 on the disclosure of subscriber information is also broader than TRIPS Article 47. For 
example, ACTA creates a duty to disclose for both infringing and non-infringing intermediaries, whereas 
TRIPS references only an infringer. 

ACTA’s expansion of international intellectual property law is not limited to the TRIPS agreement. The 
anti-circumvention provisions found in the WIPO Internet Treaties are also extended beyond the 
current treaty requirements. The WIPO Internet Treaties require: 

“Contracting Parties shall provide adequate legal protection and effective legal remedies against the 
circumvention of effective technological measures that are used by authors in connection with the exercise of 
their rights under this Treaty or the Berne Convention and that restrict acts, in respect of their works, which 
are not authorized by the authors concerned or permitted by law.”65 
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As discussed above, this compromise language has been implemented in many different ways by 
contracting parties. ACTA uses the same language at Article 27(5), but then expands the obligation at 
Article 27(6) by providing: 

In order to provide the adequate legal protection and effective legal remedies referred to in 
paragraph 5, each Party shall provide protection at least against: 

(a)  to the extent provided by its law: 

(i) the unauthorized circumvention of an effective technological measure carried out 
knowingly or with reasonable grounds to know; and 

(ii) the offering to the public by marketing of a device or product, including computer programs, 
or a service, as a means of circumventing an effective technological measure; and 

(b) the manufacture, importation, or distribution of a device or product, including computer 
programs, or provision of a service that: 

(i) is primarily designed or produced for the purpose of circumventing an effective technological 
measure; or 

(ii)has only a limited commercially significant purpose other than circumventing an effective 
technological measure.66  

The effective renegotiation of international intellectual property agreements is deeply problematic, 
particularly since the ACTA negotiations expressly excluded many affected parties. Given the likelihood 
of bilateral pressure to conform to the ACTA provisions, the more appropriate venue to reconsider WTO 
or WIPO requirements are within those organizations, not within the ACTA framework.  

2.4 Absence of Balancing Provisions and Procedural Safeguards 

Unlike comparable international intellectual property agreements that have identified the need for 
balance and proportionality, with the exception of several general provisions at the start of the 
agreement, ACTA is almost single-minded in its focus on increasing enforcement powers. As discussed 
above, ACTA Article 9 removes safeguards from the damages provision, ACTA Article 11 on the 
provision on information removes the proportionality provision found in the TRIPS equivalent, and 
ACTA Article 18 does not include rules for compensation in cases of wrongful detentions. 

The missing balancing provisions and procedural safeguards do not end there. ACTA Article 12(2) 
provides for “provisional measures inaudita altera parte where appropriate.” The provision does not 
include specific safeguards or procedural guarantees. 

ACTA Article 26 on Ex Officio Criminal Enforcement strengthens criminal enforcement powers but does 
not build in procedural safeguards to ensure due process. FFII notes that in 2007 the European 
Parliament adopted the following amendment during its review of IPRED2:67 

Member States shall ensure that, through criminal, civil and procedural measures, the misuse of threats of 
criminal sanctions is prohibited and made subject to penalties. Member States shall prohibit procedural 
misuse, especially where criminal measures are employed for the enforcement of the requirements of civil 
law. 

A similar provision is not contained in ACTA. 
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3 LIKELY EFFECTIVENESS OF ACTA 

Parts one and two examined the procedural and substantive concerns with ACTA. This part focuses on 
the likely effectiveness of the agreement in addressing counterfeiting concerns. It concludes that there 
are several reasons to doubt that ACTA as currently drafted would make a significant contribution to the 
fight against counterfeiting. 

3.1 A Counterfeiting Agreement Without the Counterfeiters 

While ACTA supporters may have believed that an agreement could best be achieved by bringing 
together a “coalition of the willing”, by limiting ACTA to predominantly developed world countries that 
are not typically associated with being major sources of counterfeit product, the agreement is 
seemingly designed to fail. The U.S. and E.U. have consistently pointed to countries such as China, 
Pakistan, Russia, the Ukraine, and Indonesia as major sources of counterfeit product.68 Since none of 
these countries are included in the agreement, the substantive criminal, civil, and Internet provisions 
will have very little impact on counterfeiting in those countries.  The border measures provisions may 
theoretically assist to keep counterfeit good out of ACTA countries, though it seems unlikely to have a 
major impact.  

The decision to exclude major sources of counterfeiting represents one of ACTA’s biggest flaws. 
Addressing ongoing global counterfeiting concerns necessitates an inclusive dialogue that brings 
together developed and developing world countries. The decision to exclude many countries vital to an 
effective anti-counterfeiting strategy undermines the agreement’s likely effectiveness and points to the 
need for ACTA partners to re-engage on this issue with a global invitation to address counterfeiting 
concerns, ideally within an existing multilateral framework. 

3.2 An Agreement Without Change? 

Supporters of ACTA have insisted that the agreement does not alter domestic laws (as suggested by 
proponents in the U.S., E.U., and Australia). Although part two of this report questions this premise, if 
accurate it raises doubts about the effectiveness of the treaty itself. If the agreement creates no new 
laws in the majority of participating countries, its utility in addressing counterfeiting concerns is thrown 
into question since it is apparently geared toward countries that have not participated in the ACTA 
negotiation process and have rejected its exclusionary approach. The likely effectiveness of ACTA 
depends at least in part on crafting rules to combat counterfeiting activities. However, given the 
reluctance to actually change domestic laws within most negotiating countries, the agreement seems 
unlikely to have a measurable positive impact. 

While there is ongoing disagreement over ACTA’s impact on domestic law – some argue that it will not 
change existing rules, while others (this author included) believe that ACTA could require domestic 
changes – both interpretations hurt the case for ratification.  If ACTA does not change domestic rules, it 
is far less likely to contribute positively to the battle against counterfeiting.  If it does require domestic 
change, ratification of the agreement raises constitutional and procedural questions as well as 
substantive concerns about the likely changes. 

3.3 Lack of Evidence-Based Anti-Counterfeiting Provisions 

The preamble to ACTA begins by noting: 
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that the proliferation of counterfeit and pirated goods, as well as of services that distribute infringing 
material, undermines legitimate trade and sustainable development of the world economy, causes 
significant financial losses for right holders and for legitimate businesses, and, in some cases, provides a 
source of revenue for organized crime and otherwise poses risks to the public69 

This preamble provides a useful context for ACTA, yet it contains several assumptions about financial 
losses due to counterfeiting, the role of organized crime, and public risks that are the subject of 
considerable debate. Multiple studies have called into question the these assumptions, making it 
difficult to conclude that the agreement will be effective, since too little is known about the scope and 
source of the problem. 

For example, in a 2008 briefing report for the European Parliament Professor Duncan Matthews noted: 

There are concerns that statements about levels of counterfeiting and piracy are based either on 
customs seizures, with the actual quantities of infringing goods in free circulation in any particular 
market largely unknown, or on estimated losses derived from industry surveys. Industry estimates of 
levels of counterfeit and piracy are considered  to exhibit an upward bias, with the difficulty in 
estimating levels of actual counterfeiting and piracy exacerbated by the failure to use the definition of 
the terms as set down in the TRIPS Agreement.70 

In 2010, the U.S. Government Accountability Office examined many counterfeiting claims and 
concluded that commonly cited estimates are unreliable and cannot be substantiated to a data 
source.71 The U.S. GAO was required by the U.S. Congress to try to quantify the impact of counterfeit 
and pirated goods.  While concluding that counterfeiting exists and is a problem, the GAO could not 
find reliable data. Its review of commonly cited claims:  

Three commonly cited estimates of U.S. industry losses due to counterfeiting have been sourced to U.S. 
agencies, but cannot be substantiated or traced back to an underlying data source or methodology. 
First, a number of industry, media, and government publications have cited an FBI estimate that U.S. 
businesses lose $200-$250 billion to counterfeiting on an annual basis. This estimate was contained in a 
2002 FBI press release, but FBI officials told us that it has no record of source data or methodology for 
generating the estimate and that it cannot be corroborated.  

Second, a 2002 CBP press release contained an estimate that U.S. businesses and industries lose $200 billion a 
year in revenue and 750,000 jobs due to counterfeits of merchandise. However, a CBP official stated that 
these figures are of uncertain origin, have been discredited, and are no longer used by CBP. A March 2009 CBP 
internal memo was circulated to inform staff not to use the figures. However, another entity within DHS 
continues to use them.  

Third, the Motor and Equipment Manufacturers Association reported an estimate that the U.S. automotive 
parts industry has lost $3 billion in sales due to counterfeit goods and attributed the figure to the Federal 
Trade Commission (FTC). The OECD has also referenced this estimate in its report on counterfeiting and 
piracy, citing the association report that is sourced to the FTC. However, when we contacted FTC officials to 
substantiate the estimate, they were unable to locate any record or source of this estimate within its reports 
or archives, and officials could not recall the agency ever developing or using this estimate. These estimates 
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attributed to FBI, CBP, and FTC continue to be referenced by various industry and government sources as 
evidence of the significance of the counterfeiting and piracy problem to the U.S. economy.    

While there have been efforts to develop more reliable metrics of counterfeiting, evidence-based policy 
should be a requirement of any major anti-counterfeiting initiative.  

Hazel Moir, an Adjunct Fellow at Centre for Policy Innovation at the Australian National University, 
attempted to identify the Australian metrics in her submission to the Joint Standing Committee on 
Treaties study on ACTA. Her conclusion: 

In respect of counterfeit goods in Australia, the OECD report shows that the range of counterfeit products has 
not changed over the past five years (OECD 2008: 70). The NIA advises that seized alleged counterfeit 
products were A$26m in 2009-10. They do not put this figure in context. In 2009-10 the value of merchandise 
imports was A$258,655m (or A$205,217m for imports of consumption goods). Using either of these 
measures as a base seized alleged counterfeit products are only 0.01% of Australian imports 
[emphasis added].72 

The most comprehensive attempt to assess the scope and impact of counterfeiting is a 2011 global 
study on media piracy conducted by the Social Science Research Council.73 

The SSRC launched the study in 2006, identifying partner institutions in South Africa, Russia, Brazil, 
Mexico, Bolivia, and India to better understand the market for media piracy such as music, movies, and 
software. The result is the most comprehensive analysis of piracy to date.  

The 440-page report challenges many of the oft-repeated claims about piracy and how address it. For 
example, it finds that contrary to repeated claims that there are strong links between piracy and 
organized crime, no such link exists. Instead, the authors conclude that “decades-old stories are recycled 
as proof of contemporary terrorist connections, anecdotes stand in as evidence of wider systemic 
linkages, and the threshold for what counts as organized crime is set very low.”74 

Similarly, it finds no evidence that anti-piracy “education programs” have any discernable impact on 
consumer behaviour. As of 2009, researchers identified over 300 anti-piracy education programs, yet 
were unable to find any benchmarks or attempts to determine whether they actually work. 

The report also rejects the conventional wisdom that tougher penalties provide a strong deterrent to 
piracy activities. It notes that judges frequently face overwhelming caseloads that involve violent crime 
such as murder and assault. While the law may call for lengthy prison terms for selling counterfeit DVDs, 
many local judges engage in a “judicial triage” where economic harms to foreign rights holders take a 
back seat to local criminal activity that poses threats to public health and safety. 

The report’s most important contribution comes from chronicling how piracy is primarily a function of 
market failure. In many developing countries, there are few meaningful legal distribution channels for 
media products. The report notes “the pirate market cannot be said to compete with legal sales or 
generate losses for industry. At the low end of the socioeconomic ladder where such distribution gaps 
are common, piracy often simply is the market.”75 

Even in those jurisdictions where there are legal distribution channels, pricing renders many products 
unaffordable for the vast majority of the population. Foreign rights holder are often more concerned 

                                                               
72 Hazel Moir, Anti-Counterfeiting Trade Agreement: Submission to the Joint Standing Committee on Treaties, November 21, 
2011, online at  http://t.co/G80qM8Tl. 
73 Media Piracy in Emerging Economies, Karaganis, Joe (ed.). SSRC books, 2011, online at http://piracy.ssrc.org/the-report/. 
74 Id. at p. 39. 
75 Id. at p. 65. 
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with preserving high prices in developed countries, rather than actively trying to engage the local 
population with reasonably priced access.  These strategies may maximize profits globally, but they also 
serve to facilitate pirate markets in many developed countries. 

The study concludes that local ownership makes a significant difference in developing country markets, 
finding that “domestic firms are more likely to leverage the fall in production and distribution costs to 
expand markets beyond high-income segments of the population. The domestic market is their primary 
market, and they will compete for it.”76 

These studies should not be taken to suggest that counterfeiting is not a concern. There have been 
health and safety issues raised by counterfeiting that should be addressed and competing evidence on 
the financial effects of counterfeiting activities that cannot be ignored. However, the evidence to date is 
decidedly mixed, leading to evidence-free policy making that places considerable faith in greater 
enforcement without the necessary data to gauge the harm involved nor the likely effectiveness of the 
proposed solutions.  If there is to be a serious attempt to develop global policies aimed at curbing 
harmful counterfeiting activities, it should start with a serious evidence gathering effort to better 
understand the scope of the problem and possible solutions. 

Conclusion 

The Anti-Counterfeiting Trade Agreement has sparked a global discussion on intellectual property 
issues. While many recognize the need to address counterfeiting concerns, assessing the merits of the 
agreement requires a full examination of the process under which it was negotiated, the impact of its 
substantive provisions, and its likely effectiveness in combating counterfeiting activities. 

This report concludes that ACTA’s harm greatly exceeds its potential benefits. Given ACTA’s corrosive 
effect on transparency in international negotiations, the damage to international intellectual property 
institutions, the exclusion of the majority of the developing world from the ambit of the agreement, the 
potentially dangerous substantive provisions, and the uncertain benefits in countering counterfeiting, 
there are ample reasons for the public and politicians to reject the agreement in its current form.  In 
doing so, governments would help restore confidence in the global intellectual property system and 
open the door to a new round of negotiations premised on transparency, inclusion, and evidence-
based policy-making. 

                                                               
76 Id. at p. ii. 
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PART IV: ANTI-COUNTERFEITING TRADE AGREEMENT (ACTA): A 
COMPREHENSIVE ASSESSMENT FROM A EUROPEAN PERSPECTIVE  
Prof. Christophe Geiger 

 

Abstract 

The Anti-Counterfeiting Trade Agreement is a plurilateral agreement aimed at combating the proliferation of 
counterfeiting within the global economy. It thus joins a vast panoply of measures already in place or in the 
course of implementation within the European Union to strengthen the enforcement of intellectual property 
rights. However, its provisions and its scope differ on a number of points from the acquis communautaire and 
from the international legal framework. This is particularly the case for the criminal enforcement provisions 
of the Agreement. In fact, criminal measures have not yet been harmonised within the European Union, and 
a proposed directive on this matter failed as a result of certain reservations expressed by the European 
Parliament. If adopted, ACTA would bind the European Union in its future efforts towards harmonisation on 
this subject and would very likely involve modifications to the criminal law of certain Member States. 
Moreover, while a large number of difficulties in the application of the Agreement related to a broad and 
sometimes vague wording might be resolved by means of interpretation, and in particular by using some of 
the general provisions aimed at ensuring balanced procedure, precise, transparent and above all binding 
interpretation guidelines should also be offered to the signatories. More generally, while effective 
enforcement of intellectual property rights at the global level is without doubt a legitimate objective, the 
main weakness of the Agreement lies in the way it was negotiated, i.e. in secret and outside the multilateral 
intellectual property framework, and without the emerging countries who are its main addressees. 
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1. EXECUTIVE SUMMARY 

The Anti-Counterfeiting Trade Agreement is a plurilateral agreement aimed at strengthening the 
enforcement of intellectual property rights. The issue is crucial as the figures published, particularly by 
the OECD, on the volume of counterfeit products in the global economy are impressive. The 
implementation of effective protection for intellectual property rights is thus indispensable to address 
the problem of counterfeiting appropriately. However, at the level of the European Union and its 
Member States, major efforts have already been made and a number of legal initiatives are in progress 
with the aim of ensuring a proper enforcement of intellectual property rights in Europe. Some of this 
panoply of legal measures (incidentally, often stricter than those of ACTA), are currently about to be 
amended in order to improve their effectiveness. Therefore, the question arises of the appropriateness 
of the adoption of an additional text that will be a source of complications to the extent that its 
provisions and scope are not identical with European Union law. 

In fact, the Agreement contains a number of differences with regard to current European and 
international intellectual property law. These disparities have been set out in an Opinion jointly signed 
by a group of European academics, with the aim of drawing the attention of the institutions of the 
European Union, the European Parliament in particular, to the possible modifications in European 
legislation that could result from the ratification of the Agreement. The Opinion led to an official 
response on the part of the European Commission, which provided some useful clarifications regarding 
the scope of certain ambiguous provisions. In fact, it is the sometimes vague and uncertain nature of 
many articles of the Agreement that might cause difficulties. The provisions of the Agreement have, as it 
is frequently the case in international treaties, been drafted broadly in order to allow for flexibility in the 
implementation process. However, the interpretations proposed by the Commission in its response do 
not bind the institutions of the European Union. Therefore, in the event that ACTA is adopted, a set of 
binding interpretive guidelines to augment the text of the Agreement would need to be published after 
an open and transparent debate. Concerning the interpretation of the text of the Agreement, it should 
however be noted that efforts have been made to include, specifically within the general provisions, a 
certain number of principles (and in particular a principle of proportionality) aimed at guaranteeing 
balanced procedures. 

The most problematic aspect of the Agreement at the European level probably concerns its criminal 
component. For many years, the European Commission made considerable efforts to push through the 
adoption of a directive on criminal enforcement of intellectual property rights. This project, however, 
encountered considerable opposition, particularly within the European Parliament, which proposed 
numerous amendments to the text in order to guarantee balanced implementation. This resistance 
finally led to the proposal being withdrawn by the Commission in September 2010, a few days before 
the publication of the consolidated version of the Agreement. As a consequence, there is currently no 
harmonisation of criminal enforcement measures of intellectual property rights within the European 
Union and the provisions in the laws of the Member States still vary considerably. There is thus an 
identified need for harmonisation. However, if a directive is adopted in the future, it will be ACTA that 
will serve as a model, since EU legislation will have to be in compliance with this international treaty. In 
this perspective, it needs to be stressed that ACTA's penal component does not currently include the 
guarantees that the European Parliament had demanded in relation to the proposed directive. 
Moreover, the Agreement will require amendments to the criminal laws of the Member States. Further 
assessment is thus required before the Member States can commit to the Agreement in full knowledge 
of its consequences for their legislation. This article therefore proposes that a genuine comparative 
study be conducted before any adoption of provisions at the national level. Intellectual property 
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criminal law is a sensitive issue and deserves in-depth reflection. This has not been sufficiently the case 
within the framework of ACTA. 

Leaving aside the criminal component, if the Agreement ultimately only slightly modifies the acquis 
communautaire, then its usefulness can be questioned. The answer is to be found in the fact that ACTA 
is not primarily addressed to the EU, but is intended to combat the proliferation of counterfeiting in 
third countries and specifically in developing countries. Current international law (specifically resulting 
from the TRIPs Agreement) often only provides for minimum rules concerning the enforcement of 
intellectual property rights. The intention is therefore to strengthen the legal provisions on 
enforcement not in the countries that are signatories to the Agreement, but in third countries that will 
subsequently be invited to "join the club" either by ratifying the Agreement or by concluding bilateral 
agreements. 

This aspect is certainly the most problematic, and the main deficiency of the Agreement results 
therefore perhaps more from the method used rather than from its substance. In fact, attempting to 
negotiate the future of intellectual property law between countries sharing the same interests, secretly 
and outside the competent international organisations, is certainly the wrong approach and will 
probably not guarantee the expected success. On the contrary, it has provoked very considerable 
opposition to ACTA in public opinion. Such an initiative tends to reduce the credibility of multilateralism 
in the field of intellectual property law and in the long term risks considerably weakening international 
institutions such as the WTO or WIPO.  

This article concludes that the appropriate enforcement of intellectual property rights is a legitimate 
objective that can be effectively and, probably, successfully defended within the international bodies. It 
is thus within a multilateral framework that such an Agreement should be elaborated and adopted. 

2. INTRODUCTION 

The Anti-Counterfeiting Trade Agreement is a plurilateral agreement aimed, according to its preamble, 
at providing effective and appropriate means for the enforcement of intellectual property rights. The 
issue is obviously very important, since the attractiveness of intellectual property rights risks being 
seriously undermined if they cannot be enforced in an appropriate manner. For this reason, the creation 
of an effective system to secure a proper enforcement of intellectual property rights and to combat 
counterfeiting has been a constant preoccupation of the European Union over the last few years. 
Serious efforts have been made and numerous initiatives undertaken by the European Union and its 
Member States to improve the European legal framework in this regard. Following an evaluation report 
published on 22 December 2010,77 the European Commission has recently announced its intention to 
revise the reference text on the topic,78 the Directive of 29 April 200479, which has now been 
implemented in all the Member States.80 Work has also started on an amendment of the Regulation of 

                                                               
77 Report from the Commission to the European Parliament, the Council, the European Economic and Social Committee and 
the Committee of the Regions on the application of Directive 2004/48/EC of the European Parliament and the Council of 29 
April 2004 on the enforcement of intellectual property rights COM(2010) 779 final. For a comment, see Ch. Geiger, J. Raynard 
and C. Rodà, What Developments for the European Framework on Enforcement of Intellectual Property Rights? A Comment 
on the Evaluation Report of the European Commission dated 22 December 2010, EIPR 2011, 543. 
78 See the Communication of the Commission, A Single Market for Intellectual Property Rights - Boosting creativity and 
innovation to provide economic growth, high quality jobs and first class products and services in Europe, Brussels, 24 May 
2011, COM(2011) 287 final, p. 20 et seq. 
79 Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004 on the enforcement of intellectual 
property rights, OJEU L 157 of 30 April 2004 corrected in OJEU L 195 of 2 June 2004, p. 16. 
80 For a comparative analysis, see C. Rodà, Les conséquences civiles de la contrefaçon des droits de propriété industrielle : 
droits français, belge, luxembourgeois, allemand, anglais, Paris, Litec, CEIPI Series, 2011. 
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22 July 200381 concerning customs action against goods suspected of infringing certain intellectual 
property rights.82  In 2009, the Commission also set up a European Observatory on Counterfeiting and 
Piracy,83 one of whose principal objectives is to collect and transmit data on the economic and social 
consequences of counterfeiting, and whose powers are to be considerably increased in the near 
future.84 It is only in the sensitive field of criminal penalties for counterfeiting that harmonisation has not 
yet succeeded, mostly because of the considerable opposition that a proposed directive on this matter 
encountered within the European Parliament.85 This resistance ultimately led to the text being 
withdrawn by the European Commission on 18 September 2010.86  

This withdrawal took place shortly before the publication of the consolidated version of the draft of a 
plurilateral agreement aimed at strengthening the enforcement of intellectual property rights, the Anti-
Counterfeiting Trade Agreement.87 The Agreement, negotiated over a period of three years outside all 
multilateral bodies by the European Commission (for the European Union and its Member States) and 
10 other countries,88 has led to and is continuing to lead to the spilling of much ink.89 The secrecy of the 
negotiation process has contributed considerably to the development of mistrust among the general 
public and has given rise to widespread speculation on the content and the objectives of the 
Agreement.90 Many concerns have for example been expressed regarding an excessive tightening of 
                                                               
81 Council Regulation (EC) No 1383/2003 of 22 July 2003 concerning customs action against goods suspected of infringing 
certain intellectual property rights and the measures to be taken against goods found to have infringed such rights, OJEU L 
196 of 2 August 2003, p. 7. 
82 Proposal for a Regulation of the European Parliament and of the Council concerning customs enforcement of intellectual 
property rights of 24 May 2011, COM(2011) 285 final, 2011/0137 (COD), C7-0139/11. 
83 Communication from the Commission on enhancing the enforcement of intellectual property rights in the internal 
market, Brussels, 11 September 2009, COM(2009) 467 final, p. 5 et seq. 
84 Proposal for a Regulation of the European Parliament and of the Council on entrusting the Office for Harmonisation in the 
Internal Market (Trade Marks and Designs) with certain tasks related to the protection of intellectual property rights, 
including the assembling of public and private sector representatives as a European Observatory on Counterfeiting and 
Piracy of 24 May 2011, COM(2011) 288 final, 2011/0135 (COD). 
85 Amended proposal for a Directive of the European Parliament and of the Council on criminal measures aimed at ensuring 
the enforcement of intellectual property rights of 26 April 2006, COM(2006) 168 final, 2005/0127 (COD).  
86 OJEU C 252 of 18 September 2010, p. 9.  
87 Hereafter, the abbreviation “ACTA” will be used.  
88 These countries are Australia, Canada, the Republic of Korea, the United States of America, Japan, the Kingdom of 
Morocco, the United States of Mexico, New Zealand, the Republic of Singapore and the Swiss Confederation. 
89 For a comment on this text, see for example R. D’Erme, Ch. Geiger, H. Grosse Ruse-Khan, C. Heinze, T. Jaeger, R. Matulionyte 
and A. Metzger, The Impact of the Anti-Counterfeiting Trade Agreement on the Legal Framework for IP Enforcement in the 
European Union, in: Ch. Geiger (ed.), Constructing European Intellectual Property: Achievements and New Perspectives, 
EIPIN Series Vol. 1, Cheltenham, UK / Northampton, MA: Edward Elgar, 2012 (forthcoming); P. Arhel, L’accord commercial 
anticontrefaçon: version finale, Propr. industr. March 2011, p. 13; J.-C. Galloux, RTDcom. January/March 2011, p. 81;  see also 
the study of the Institute for Globalisation and International Regulation (IGIR) of the University of Maastricht for the 
European Parliament, The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment, June 2011, 
EXPO/B/INTA/FWC/2009-01/Lot7/12, PE 433.859, and the special edition of the American University International Law 
Review, entitled: Intellectual Property Law Enforcement and the Anti-Counterfeiting Trade Agreement, Am.U.Int’l L.Rev. 
2011, Vol. 26, No. 3; K. Weatherall, Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement, 
Sidney Law Review 2011, Vol. 33, p. 229; M. Stieper, Das Anti-Counterfeiting Trade Agreement (ACTA), GRUR Int. 2011, p. 124; 
Ch. Geiger, Of ACTA, ‘Pirates’ and Organized Criminality: How ‘Criminal’ should the Enforcement of Intellectual Property be?, 
IIC 2010, p. 629; L.P. Devigne, P. Velasco-Martins and A. Iliopoulou, Where is ACTA taking Us? Policies and Politics, in: I.A. 
Stamatoudi (ed.), Copyright Enforcement and the Internet, Alphen aan den Rijn, Kluwer Law International, 2010, p. 29. 
90 On the impact of the lack of transparency in the negotiations on the perception of the Agreement in public opinion, see 
for example A. Metzger, A Primer on ACTA, What Europeans Should Fear about the Anti-Counterfeiting Trade Agreement, 
JIPITEC 2010, p. 109 (for a European perspective). For an international perspective, see P.K. Yu, Six Secret (and Now Open) 
Fears of ACTA, SMU Law Review 2011, Vol. 64, No. 3, p. 975; C.R. McManis, The Proposed Anti-Counterfeiting Trade 
Agreement (ACTA): Two Tales of a Treaty: Houston Law Review 2009, Vol. 46, No. 4, p. 1235; M. Kaminski, The Origins and 
Potential Impact of the Anti-Counterfeiting Trade Agreement (ACTA), Yale J. Int’l L. 2009, No. 24, p. 247; M. Geist, ACTA’s 
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penalties in the field of intellectual property, specifically in the context of the use of works on the 
Internet by means of peer-to-peer networks, or regarding excessive restrictions of certain fundamental 
rights. It is for this reason that the European Parliament, echoing many of the worries expressed, 
adopted in March 2010 a resolution demanding full information about the progress of the negotiations 
on the proposed Agreement.91 As a result of this resolution, the Commission finally published the first 
version of the proposed Agreement on 21 April 2010,92 followed by a consolidated version on 2 October 
201093 and a final version on 3 December 2010 subsequent to the legal verification meeting in Sydney.94 
For a long time only available in English,95 this last version of the Agreement was then published in a 
number of different languages on 23 August 2011.96 ACTA was signed on 1 October 2011 in Tokyo by 
the representatives of eight of the negotiating countries (Australia, Canada, Japan, the Republic of 
Korea, the Kingdom of Morocco, New Zealand, the Republic of Singapore and the United States of 
America) and on 26 January 2012 by the European Union and 22 of its Member States.97 The Agreement 
has been submitted to the European Parliament for examination and will need to be adopted by the 
entirety of the Member States according to the requirements of their national constitutions, as it 
constitutes a mixed agreement for which the European Union’s competence is shared with that of the 
Member States.98 The discussions at the European Union and national levels are already proving to be 
heated. In this article, we first briefly address the context of the Agreement (3.), then evaluate its 
contents and assess the implications of its ultimate adoption for the European Union (4.) and, finally, 
draw some conclusions (5.). 

3. THE CONTEXT OF THE ANTI-COUNTERFEITING TRADE AGREEMENT 

The general context of ACTA is the proliferation of counterfeiting in third countries, notably in 
developing countries,99 combined with a certain degree of weakness in international intellectual 
property law regarding enforcement mechanisms. The most developed countries therefore pushed for 
the adoption of stricter multilateral rules in the context of international organisations such as the World 

                                                                                                                                                                                                        

State of the Play: Looking Beyond Transparency, Am.U.Int’l L.Rev. 2011, Vol. 26, No. 3, p. 543; T. Hoeren, ACTA ad acta? 
Überlegegungen zum urheberrechtlichen „Shitstorm”, MMR 2012, p. 137; D.S. Levine, Transparency Soup: ACTA Negotiating 
Process and “Black Box” Lawmaking, Am.U.Int’l L.Rev. 2011, Vol. 26, No. 3, p. 813, according to whom “the lack of 
transparency placed leaked documents and hearsay at the center of public policy discussions, caused debates over both real 
and imagined issues, and brought about a general erosion of public knowledge and confidence in the ACTA process”.  
91 See European Parliament resolution of 10 March 2010 on the transparency and state of play of the ACTA negotiations, 
P7_TA(2010)0058). 
92 ACTA, consolidated text prepared for public release, April 2010, to be found at 
http://trade.ec.europa.eu/doclib/docs/2010/april/tradoc_146029.pdf (last accessed 21 March 2012). 
93 Anti-Counterfeiting Trade Agreement, Consolidated text, reflects changes made during September 2010 Tokyo Round, 
Informal Predecisional/Deliberative Draft 2 October 2010. 
94 Which, however, only had very little impact on the final text. 
95 Which might explain why most of the comments have been written in English so far. 
96 Council of the European Union, 23 August 2011, 12196/11, Interinstitutional File: 2011/0166 (NLE). 
97 These countries are Austria, Belgium, Bulgaria, the Czech Republic, Denmark, Finland, France, Greece, Hungary, Ireland, 
Italy, Latvia, Lithuania, Luxembourg, Malta, Poland, Portugal, Romania, Slovenia, Spain, Sweden and the United Kingdom. 
98 This results from the fact that a significant part of the Agreement is devoted to criminal enforcement (see below), for 
which the Union enjoys very limited competence (Art. 83(2) TFEU). For this reason, the competence of the EU to adopt ACTA 
has been the subject of serious doubts (see on this issue in particular A. Ramalho, The European Union and ACTA - Or Making 
Omelettes without Eggs (Again), IIC 2011, p. 97; Ch. Geiger, The Anti-Counterfeiting Trade Agreement and Criminal 
Enforcement of Intellectual Property: What Consequences for the European Union?, in: J. Rosen (ed.), IP Rights at the 
Crossroads of Trade, Cheltenham UK / Northampton, MA, Edward Elgar, 2012 (forthcoming)).   
99 See in particular the impressive figures quoted in the OECD study, The Economic Impact of Counterfeiting and Piracy, 
Paris, OECD Publishing, 2008, updated in 2009: OECD, Magnitude of counterfeiting and piracy of tangible products: an 
update, November 2009, p. 1. 
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Intellectual Property Organisation (hereinafter "WIPO") and the World Trade Organisation (hereinafter 
the "WTO"), but encountered some difficulties in imposing such changes on the international 
framework rapidly and without making concessions.  

3.1 The EU premise for participation in ACTA negotiations  

Aware of the difficulty of enforcing intellectual property rights effectively in certain regions of the world, 
the European Union adopted in 2005 a strategy aimed at ensuring the enforcement of intellectual 
property rights in third countries.100 Annex I of the text clearly identifies the nature of the problem: "The 
TRIPs Agreement establishes for the first time a single, comprehensive, multilateral set of rules covering 
all kinds of IPR. It contains also a detailed chapter setting minimum standards of IPR enforcement to be 
adopted by all members of the WTO. However, despite the fact that, by now, most of the WTO members 
have adopted legislation implementing such minimum standards, the levels of piracy and 
counterfeiting continue to increase every year. These activities have, in recent years, assumed industrial 
proportions, because they offer considerable profit prospects with often a limited risk for the 
perpetrators. It has thus become clearly insufficient to limit the efforts of the EC to merely monitoring 
the creation of general legislative frameworks in WTO member countries. It is essential that the EC 
increasingly focuses on vigorous and effective implementation of the enforcement legislation."101 The 
European Union thus implicitly recognized that its efforts to improve the enforcement of intellectual 
property rights outside the territory of the Union would be in vain and that it was therefore desirable for 
stricter rules to be adopted in the countries where large scale infringements were occurring.  

As a result, the European Union, along with a number of other countries with the same concerns, 
pushed for rapid action to tighten civil and criminal penalty provisions in international negotiations, but 
with little success due to the opposition from developing countries that did not necessarily share the 
EU’s interests and concerns.102 

3.2 The weakness of the international framework concerning the enforcement of intellectual 
property rights 

The minimum rules on enforcement in the Agreement on Trade-Related Aspects of Intellectual Property 
(hereinafter "TRIPs")103 were considered to be insufficient or ineffective at an early stage.104 The 
"weakness"105 of the international provisions for enforcing intellectual property rights would soon be 
illustrated by the WTO panel decision in a case brought by the United States against China.106 The 

                                                               
100 Strategy aimed at ensuring the enforcement of intellectual property rights in third countries, OJEU C 129 of 26 May 2005, 
p. 3. 
101 Ibid., p. 12. 
102 Interestingly, some scholars have demonstrated that most of todays developed countries went through a period of 
intellectual property piracy or at least uncompensated uses of the intellectual property of other more developed nations in 
order to foster their own innovation capacities (see for example on this issue the interesting article by L.J. Gibbons, Do as I 
say (not as I did): Putative Intellectual Property Lessons for Emerging Economies from the Not So long Past of the Developed 
Nations, SMU Law Review 2011, Vol. 64, No. 3, p. 923. 
103 The TRIPs Agreement is reproduced as Annexe 1 C of the Marrakesh Agreement Establishing the World Trade 
Organization, signed in Marrakesh on 15 April 1994. 
104 Certain scholars have thus not hesitated to argue that the provisions on enforcement provided in TRIPs can be seen as 
the "Achilles' Heel" of the Agreement (P.K. Yu, TRIPs and Its Achilles' heel, J. Intell. Prop. L. 2011, Vol. 18, No. 2, p. 479).  
105 The word is in quotation marks, since the provision might be regarded as "weak" from the point of view of the richest 
countries as compared with their IP enforcement standards. In a more global context the flexibility of the international 
provision might be seen as an advantage allowing a compromise between the diverging interests of the parties to the 
Agreement. 
106 Report of the WTO Panel of 26 January 2009, China – Measures affecting the protection and enforcement of intellectual 
property rights, WT/DS362/R. For a comment see for example R. Creemers, The Effects of World Trade Organization Case 
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United States accused China of not providing for criminal penalties in its national legislation for the 
infringement of copyright on a commercial scale, thus failing to comply with Article 61 of the TRIPs 
Agreement. Article 61 requires Member States to "provide for criminal procedures and penalties to be 
applied at least in cases of wilful trademark counterfeiting or copyright piracy on a commercial scale." 
The WTO panel adopted a cautious interpretation of the concept of "commercial scale", explaining that 
this referred “to counterfeiting or piracy carried on at the magnitude or extent of typical or usual 
commercial activity with respect to a given product in a given market."107 Thus, the panel held that the 
notion should take account of the circumstances of the case and that its interpretation depended on 
the nature of the product, on the market in question as well as on the scale of the infringements.  

The Panel's caution is not surprising in the light of the negotiating record of the TRIPs Agreement, 
which clearly illustrates the difficulty in finding a compromise on the adoption of a common criterion 
for harmonising criminal penalties in the field of intellectual property. In fact, the parties were only able 
to reach agreement on a minimalist approach.108 While the flexible interpretation of the provisions of 
the TRIPs Agreement by the panel was welcomed by many commentators, permitting the adjustment 
of the obligations under the Agreement in terms of penalties to the specific circumstances and needs of 
the country in question,109 many developed countries saw it as confirmation of the inadequacies of the 
existing international provisions.  

Given the difficulty in achieving satisfactory rules within the classical multilateral framework,110 a 
number of likeminded countries engaged in what has been termed "forum shifting"111 and opted to 
negotiate amongst themselves (and in secret) a stricter agreement, the Anti-Counterfeiting Trade 
Agreement.112 The Preamble of the Agreement is clear on this issue since it states that the new text aims 

                                                                                                                                                                                                        

DS362 on Audiovisual Media in China, EIPR 2009, p. 568; H. Xue, Enforcement for development: why not an agenda for the 
developing world?, in: H. Li and C.M. Correa (eds.), Intellectual Property Enforcement, International Perspectives, Edward 
Elgar, Cheltenham, UK / Northampton, MA, Edward Elgar, 2009, p. 133, and, by the same author: An Anatomical Study of the 
United States versus China at the World Trade Organization on Intellectual Property Enforcement,  EIPR 2009, p. 292; D. 
Gervais, China - Measures Affecting the Protection and Enforcement of Intellectual Property Rights, Am. J. Int'l L. 2009, p. 
549; H. Grosse Ruse-Khan, Criminal Enforcement and International IP Law, and P.K. Yu, Shaping Chinese criminal 
enforcement norms through the TRIPs Agreement, in: Ch. Geiger (ed.), Criminal Enforcement of Intellectual Property: A 
Handbook of Contemporary Research, Cheltenham, UK / Northampton, MA, Edward Elgar, 2012 (forthcoming); P.K. Yu, The 
U.S. - China Dispute over TRIPs Enforcement, Drake University Law School, Occasional Papers in Intellectual Property Law No. 
5, 2010, and, by the same author: The TRIPs Enforcement Dispute, Nebraska Law Review 2011, Vol. 89, No. 4, p. 1046; A. 
Adam, What is ‘Commercial Scale’? A Critical Analysis of the WTO Decision in WT/DS362/R: EIPR 2011, p. 342; M. Vivant and 
Ch. Geiger, Propr. intell. 2010, No. 35, p. 747.  
107 Para. 7.577 of the report. 
108 For a detailed analysis of the preparatory work for TRIPs in the field of criminal penalties see A. Adam, supra note 30, p. 
346 et seq. 
109 See in particular H. Grosse Ruse-Khan, Criminal Enforcement and International IP Law, and P.K. Yu, Shaping Chinese 
criminal enforcement norms through the TRIPs Agreement, in: Ch. Geiger (ed.), Criminal Enforcement of Intellectual 
Property, supra note 30. 
110 This questioning of the multilateral system concerning the enforcement of intellectual property rights was clearly 
expressed by the European Commission in 2009 as follows: "It is necessary to stress that attempts by the European Union 
and other supporters of an effective IPR system to constructively address enforcement problems in multilateral fora (World 
Trade Organisation, World Intellectual Property Organisation, World Customs Organisation) have been opposed by 
countries like Brazil and India, often supported by China, Argentina and others. This has prevented some of these 
institutions from addressing pressing IPR enforcement issues that could suitably be resolved multilaterally." (Commission 
Staff Working Document, IPR Enforcement Report 2009, Brussels, SEC(2009) 1360, p. 4, 
http://trade.ec.europa.eu/doclib/docs/2009/october/tradoc_145204.pdf (last accessed 21 March 2012).  
111 P.K. Yu, Six Secret (and Now Open) Fears of ACTA, supra note 14, p. 1075. 
112 In a text entitled "10 Myths about ACTA (Anti-Counterfeiting Trade Agreement) published on the DG Trade site, the 
European Commission explicitly concedes that it "would have preferred to address IPR enforcement problems in the WTO or 
in WIPO, and made many proposals to that effect. The point is that certain other Members of these organisations opposed 
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at providing effective and appropriate means for enforcing intellectual property rights complementary 
to the TRIPs Agreement. However, the majority of the states that negotiated the Agreement have in 
their national legislation legal provisions on IP-enforcement that are often sufficiently developed and at 
times stronger than those provided for by ACTA.  

3.3 ACTA and non-signatory third countries 

One of the arguments frequently advanced by the European Commission and the governments of the 
signatory parties to reassure the opponents of the Agreement is that the latter in no way modifies the 
legal provisions applicable in the field. Therefore, the Commission has on several occasions emphasised 
that ACTA is fully compatible with the acquis communautaire113 and the European Parliament also 
adopted a resolution in this sense on 24 November 2010.114 Therefore, in can be wondered why so 
much effort has been expended negotiating a text that, according to its main protagonists, will not 
change anything in the existing law. 

The answer is that the Agreement seems to be mainly addressed at non-signatory emerging 
countries,115 who will later be invited to "join the club"116 by ratifying the text or by signing bilateral 
agreements.117 The preamble of the Agreement confirms that ACTA’s aim is “global”, that it concerns 
the “world economy and not merely the economies of the signatory countries.118 Moreover, the 
establishment of a special body to implement the Agreement, the “ACTA Committee”,119 whose 
functions are to examine “matters concerning the development of the Agreement”, to decide upon “the 
terms of accession to this Agreement of any member of the WTO” and to invite “those signatories not 
parties to this Agreement to participate in the Committee's deliberations on those rules and 
procedures,”120 likewise reinforces the view that the prime addressees are third countries.  

                                                                                                                                                                                                        

any enforcement debate there. ACTA sets international IPR standards, and more countries are welcome to join this 
multilateral treaty." http://trade.ec.europa.eu/doclib/docs/2012/february/tradoc_149112.pdf (last accessed 21 March 2012). 
113 See in particular the Communication of the Commission, supra note 2, p. 24. 
114 European Parliament resolution of 24 November 2010 on the Anti-Counterfeiting Trade Agreement (ACTA), 
P7_TA(2010)0432. 
115 As an example, countries like China, Brazil, Russia and India were not invited to take part in the negotiations although 
they are regularly identified by certain signatory states as being the principal origin of counterfeit products (see in particular 
the "IPR Enforcement Report 2009" by the European Commission, supra note 34). According to Prof. Galloux, the fact that 
the emerging countries were not involved or were not invited "constitutes beyond doubt one of the weaknesses of this 
project." (supra note 13, p. 81). See also in this sense A. Rens, Collateral Damage: The Impact of ACTA and the Enforcement 
Agenda on the World's Poorest People. PIJIP Research Paper No. 5, American University Washington College of Law, 
Washington, DC, 2010. 
116 To quote an expression used by Prof. Gervais, supra note 30, p. 555: "The approach is neither regional nor truly 
multilateral; it is a ‘club approach’ in which like-minded jurisdictions define enforcement ‘membership’ rules and then invite 
other countries to join, presumably via other trade agreements". See also P.K. Yu, ACTA and its complex politics, W.I.P.O.J. 
2011, Vol. 3, No. 1, p. 3; IGIR, The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment, supra note 13, p. 11.  
117 See also IGIR, The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment, supra note 13, p. 9. The European 
Commission explicitly denies this in a text entitled "10 Myths about ACTA (Anti-Counterfeiting Trade Agreement) (supra 
note 36): "There is no intention to do so, and this has not been proposed in bilateral trade negotiations conducted by the 
EU".  
118 According to the Preamble, "the proliferation of counterfeit and pirated goods, as well as of services that distribute 
infringing material, undermines legitimate trade and sustainable development of the world economy, causes significant 
financial losses for right holders and for legitimate businesses, and, in some cases, provides a source of revenue for 
organized crime and otherwise poses risks to the public”; for this reason, the parties to the Agreement desire "to combat 
such proliferation through enhanced international cooperation and more effective international enforcement" (emphasis 
added). 
119 Chapter V, Article 36, ACTA. 
120 Art. 36(2)(b), Art. 36(2)(d) and Art. 36(5) ACTA. 
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However, it is not certain, contrary to what has often been claimed by the European Commission, that 
the Agreement will not have an impact on the legislations of the European Union and its Member 
States. The following section focuses on the content of ACTA in order to assess this possible impact.  

4. THE CONTENT OF THE ANTI-COUNTERFEITING TRADE AGREEMENT 

The ACTA consists of five chapters, the most important within the context of the present article being 
without doubt the first and the second one. The first chapter contains the initial provisions, general 
definitions and in particular lays down the relationship with other agreements, the nature and the 
scope of the obligations, the general principles relating to the Agreement. The second chapter lays 
down the legal framework for improving the enforcement of intellectual property rights. The second 
chapter also constitutes the core of the proposed regulation and contains in particular the provisions 
concerning civil enforcement, border measures, criminal enforcement and an additional section on the 
specific measures aimed at enforcing intellectual property rights in the digital environment (the "digital 
chapter" of the Agreement).  

The objective here is not to present an in-depth analysis of the proposed provisions, since this would go 
far beyond the framework of this article, but rather to make some observations and a general 
assessment of the differences between the text and current EU legislation. The complexity and technical 
nature of the Agreement, combined with the lack of transparency concerning the negotiation process, 
has given rise to numerous misunderstandings about its contents. 

4.1 Abandonment of many of the most controversial provisions during ACTA negotiations 

First of all, it should be noted that in the final version of the Agreement, numerous controversial 
provisions envisaged during the negotiations, specifically regarding the implementation of "graduated 
response" systems for combating file sharing on the Internet, have been dropped, or had their scope 
considerably narrowed.121 In this regard, it is probable that the publication of the draft Agreement by 
the Commission under the pressure of the European Parliament contributed to the abandonment of 
some of these provisions, although it is known that they were envisaged by the negotiators. As a result, 
the “digital chapter” of the Agreement is less problematic, even if doubts persist as to the scope of 
certain provisions and how to safeguard uses covered by exceptions and limitations.122 Anyhow, the 
criticism of ACTA is not unique in this regard. The same sort of difficulties had already arisen in the EU 
following the adoption of the directive of 22 May 2001 on the harmonisation of certain aspects of 
copyright and related rights in the information society,123 which has been criticised exactly for the same 
reason.124  

 

                                                               
121 See also IGIR, The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment, supra note 13, p. 60; T. Hoeren, supra note 
14, p. 137. 
122 See in detail on the topic R. Matulionyte, ACTA’s Digital Chapter: remaining concerns and what can be done: QMJIP 2011, 
Vol. 1, No. 3, p. 248, and the “Opinion on the Anti-Counterfeiting Trade Agreement (ACTA) by a group of European university 
academics”, 2011 Journal of Intellectual Property, Information Technology and E-Commerce Law (JIPITEC) Vol. 2, 65, para. 15 
et seq. Analysing the ACTA provisions concerning internet service providers (art. 27 (4)) and the disclosure of data relating to 
their subscribers with regard to their compatibility with the acquis communautaire, see I.A. Stamatoudi, ACTA, Internet 
Service Provider and the Acquis Communautaire, in: J. Rosen (ed.), IP Rights at the Crossroads of Trade, supra note 22.   
123 Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the harmonisation of certain 
aspects of copyright and related rights in the information society, OJEU 22 June 2001, L 167/10.  
124 See for example Ch. Geiger, The Future of Copyright in Europe: Striking a Fair Balance between Protection and Access to 
Information, Report for the Committee on Culture, Science and Education – Parliamentary Assembly, Council of Europe, 
Strasbourg, July 2009 (extended version published in: Intellectual Property Quarterly (IPQ) 2010, p. 1). 
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4.2 Introduction of safeguards into the general provisions of ACTA 

Secondly, it should be noted that major efforts have been made to include, specifically in the general 
provisions of the Agreement, a number of rules aimed at guaranteeing balanced procedures. As an 
example, the Agreement refers to the principles and objectives of the TRIPs Agreement (Articles 7 and 
8) and lays down that they apply mutatis mutandis (Article 2(3)). These articles can generally be 
regarded as having a “balancing” function, since they can be used as an interpretive guideline that 
allows the different interests involved to be taken into account when defining the scope of the 
Agreement.125 It should be noted however, that these provisions in TRIPs have rarely been used by the 
WTO in its various reports.126 Article 6(2) of the Agreement also lays down that "procedures adopted, 
maintained or applied to implement the provisions of this Chapter shall be fair and equitable, and shall 
provide for the rights of all participants subject to such procedures to be appropriately protected. These 
procedures shall not be unnecessarily complicated or costly or entail unreasonable time limits or 
unwarranted delays". Paragraph 3 further provides that "in implementing the provisions of this Chapter, 
each Party shall take into account the need for proportionality between the seriousness of the 
infringement, the interests of the parties, and the applicable measures, remedies and penalties." By 
emphasising that the procedures must be "fair" and "equitable", and by referring to the principle of 
proportionality, the Agreement introduces several notions which could have a positive influence on its 
interpretation, specifically by guaranteeing a balanced understanding. Finally, Article 27(2) further lays 
down that the procedures for the enforcement of copyright in digital networks must preserve 
"fundamental principles such as freedom of expression, fair process, and privacy." 

4.3 Uncertainties about the interpretation of ACTA 

These provisions are all the more important because the secret nature of the negotiations makes it 
more difficult to understand the text, since the negotiating record is neither known nor accessible, 
unlike the multilateral agreements adopted within the WTO or WIPO where the debates are 
documented.127 As noted above, the vague and uncertain nature of some provisions and the lack of 
clear limits may be the source of difficulties.128  The discretion left to Member states in the 
implementation of the Agreement may also allow "maximalist" readings of the provisions.  Moreover, 
the Agreement still contains a number of controversial provisions that have for the most part been 
worded in a non-binding manner. Of course, this does not lead to a direct obligation to implement 
them, but can nevertheless reflect an intention to induce the parties to introduce those provisions into 
their national law.129 For example, Article 23(3) states that "a Party may provide criminal procedures and 
penalties in appropriate cases for the unauthorised copying of cinematographic works from a 
performance in a motion picture exhibition facility generally open to the public." Leaving aside the fact 

                                                               
125 Ch. Geiger, Exploring the Flexibilities of the TRIPs Agreement Provisions on Limitations and Exceptions, in: A. Kur and V. 
Mizaras (eds.), The Structure of Intellectual Property Law - Can One Size Fit All?, Cheltenham, UK / Northampton, MA, Edward 
Elgar, 2011, p. 287; P.K. Yu, The Objectives and Principles of the TRIPs Agreement, Houston Law Review 2009, p. 979 et seq. 
126 H. Grosse Ruse-Khan, Criminal Enforcement and International IP Law, in: Ch. Geiger (ed.), Criminal Enforcement of 
Intellectual Property: A Handbook of Contemporary Research, supra note 30. See also from the same author: The (Non) Use 
of Treaty Object and Purpose in Intellectual Property Disputes in the WTO, Max Planck Institute for Intellectual Property & 
Competition Law Research Paper No. 11-15, October 19, 2011. 
127 See the IGIR study, The Anti-Counterfeiting Trade Agreement (ACTA): An Assessment, supra note 13, p. 17. See also Art. 6 
of the European Parliament resolution of 10 March 2010 on the transparency and state of play of the ACTA negotiations, 
(supra note 15), in which the Parliament "deplores the calculated choice of the parties not to negotiate through well-
established international bodies, such as WIPO and WTO, which have established frameworks for public information and 
consultation." 
128 See in this sense T. Hoeren, supra note 14, p. 138, stating that the interpretation of the Agreement remains very unclear.  
129 See also the Opinion of European Academics on the Anti-Counterfeiting Trade Agreement (ACTA), supra, note 46. 
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that Article 23(1) specifies that criminal penalties are in principle reserved to wilful counterfeiting “on a 
commercial scale” (and that this condition is not repeated in the context of paragraph 3), under existing 
legislation it is not the copy itself that constitutes the problematic use130 but rather its dissemination 
such as by means of file sharing sites on the Internet. Even if the text refers to the "unauthorised" copy, 
this is still ambiguous because it is not apparent who is entitled to give the authorisation: is it the right-
holder (in which case, this would imply that the exceptions and limitations are to be left to the disposal 
of the right-holder) or is it the legislature, and if so, which (as the private copy exceptions are not 
harmonised and the national laws vary considerably on this point)? This is a good illustration of the 
difficulties related to an unclear interpretation of the text. 

4.4 Uncertainties about the consistency of ACTA with EU and international law 

More generally, the Agreement contains a certain number of differences to provisions of European and 
international intellectual property law, specifically regarding civil enforcement, border measures, 
criminal enforcement and the provisions concerning the enforcement of the IP rights in the digital 
environment. These differences were pointed out by the group of European academics in an Opinion, 
which aim was to bring to the attention of the institutions of the European Union, and the European 
Parliament in particular, that the ratification of the Agreement could lead to possible modifications of 
European law.131 The objective of the Opinion was to provide the legal analysis required for an informed 
decision by the EU institutions (ACTA having been described a little too quickly by the European 
Commission and the European Parliament as being "entirely compatible with the acquis 
communautaire"). The Opinion led to an official reply on the part of the European Commission,132 a fact 
that deserves to be mentioned because this is very rare for a text written by academics. Some of the 
explanations given in the reply are convincing and help specify the scope of certain ambiguous 
provisions. The problem is that the interpretations proposed by the Commission are not binding on the 
institutions of the European Union. Therefore, if the text were to be adopted, it would be highly 
desirable to publish some clear interpretative guidelines as an annex to complement the text of the 
Agreement. The precise understanding of the various ambiguous provisions could then first be the 
subject of an open and transparent debate, helping thus to clarify the scope of the legal commitment 
that the adoption of ACTA would imply. 

4.5 The main inconsistency with the EU acquis communautaire: the criminal enforcement 
provisions of ACTA 

The Commission's response to the Opinion was less convincing when it came to the criminal provisions 
in the Agreement.133 Article 23(1) of ACTA lays down that "each Party shall provide for criminal 
procedures and penalties to be applied at least in cases of wilful trademark counterfeiting or copyright 

                                                               
130 Indeed reproduction can be permitted by means of an exception, in particular the private copy exception, and thus 
constitute a perfectly legitimate act. See the Opinion of European Academics on the Anti-Counterfeiting Trade Agreement 
(ACTA), supra note 46, para. 9, according to which "ACTA prompts Contracting Parties to criminalize such an action 
(unauthorised copying of cinematographic works) without the commercial scale assessment and without any assessment of 
the intention of the defendant. Again, this disregards the exception in relation to fair use and copying for private and not-
for-profit purposes repeatedly stressed by the EP."  
131 Opinion of European Academics on the Anti-Counterfeiting Trade Agreement, supra note 46. A French translation of the 
Opinion is to be published in Issue 6 of the Journal Auteurs et Médias 2011. The text was sent to the European Parliament 
and the European Commission in February 2011. 
132 Commission Services Working Paper, Comments on the “Opinion of European Academics on Anti-Counterfeiting Trade 
Agreement”, 27 April 2011, reproduced in: Journal of Intellectual Property, Information Technology and E-Commerce Law 
(JIPITEC) 2011, Vol. 2, p. 171. 
133 On this question, see Ch. Geiger, The Anti-Counterfeiting Trade Agreement and Criminal Enforcement of Intellectual 
Property: What Consequences for the European Union?, supra note 22. 
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or related rights piracy on a commercial scale." The term commercial scale is defined broadly as 
comprising at least acts carried out "as commercial activities for direct or indirect economic or 
commercial advantage." The parties thus agree to introduce criminal penalties into their legislation. 
However, within the legislative framework of the European Union, there are currently no provisions 
concerning criminal penalties for the infringement of intellectual property rights. On the contrary, a 
proposed directive on criminal enforcement was recently the subject of heated debate134 and then 
ultimately rejected, largely due to opposition from the European Parliament, which had sought 
significant amendments to guarantee a balanced implementation of the text.135 As already noted, the 
proposed directive was withdrawn by the European Commission after several years of discussions just 
before the publication of the consolidated version of ACTA. It is difficult to see this as a coincidence 
given the Commission’s substantial efforts over many years to have a directive adopted and its 
emphasis on "enforcement" with regard to intellectual property in its latest strategic documents.136  The 
view among some scholars is that if ACTA should be adopted by the European Union, the Commission, 
strengthened by this new legitimacy, will propose a new directive on criminal enforcement of IP 
rights.137  

The Commission rejects this argument by emphasizing the fact that the ACTA’s section on criminal 
enforcement was negotiated on behalf of the Member States.138 It is true that a very large majority of 
the Member States already provide for criminal penalties for infringement of intellectual property rights 
in their national legislation and that these are often stricter than those provided for by the Agreement. 
Nevertheless, it remains the case that the criminal element of intellectual property has not been 
significantly harmonised and that the approaches differ considerably across the Member States.139 
                                                               
134 Amended proposal for a Directive of the European Parliament and of the Council on criminal measures aimed at ensuring 
the enforcement of intellectual property rights of 26 Apr. 2006, COM(2006) 168 final. Article 3 of the proposal for example 
laid down that: "Member States shall consider all intentional infringements of an intellectual property right on a commercial 
scale as a criminal offence. It also covers attempting, aiding or abetting and inciting such offences" (emphasis added), which 
had been the subject of strong criticism (see in particular R. M. Hilty, A. Kur et A. Peukert, Statement of the Max-Planck 
Institute for Intellectual Property, Competition and Tax Law on the Proposal for a Directive of the European Parliament and 
the Council on Criminal Measures Aimed at Ensuring the Enforcement of Intellectual Property Rights, IIC 2006, p. 970, which 
considered in particular that the criterion of "commercial scale" was too vague to permit a sufficiently precise definition of 
the elements of the offence and proposed other, more restrictive criteria such as the need for an intention to earn profits). 
135 See in particular the amendments proposed in the European Parliament legislative resolution of 25 April 2007 on the 
amended proposal for a directive of the European Parliament and of the Council on criminal measures aimed at ensuring 
the enforcement of intellectual property rights (COM(2006)0168 – C6-0233/2005 – 2005/0127(COD)). In particular the 
Parliament pointed out that "infringements on a commercial scale" means any infringement of an intellectual property right 
committed to obtain a commercial advantage; this excludes acts carried out by private users for personal and not-for-profit 
purposes (emphasis added). Moreover, the Member States should ensure "that the fair use of a protected work, including such 
use by reproduction in copies or audio or by any other means, for purposes such as criticism, comment, news reporting, 
teaching (including multiple copies for classroom use), scholarship or research, does not constitute a criminal offence."  
136 See in particular the Communication of the Commission, A Single Market for Intellectual Property Rights, supra note 2. 
137 J. Gibson, The Directive Proposal on Criminal Sanctions, and T. Mylly, Criminal Enforcement and European Union law, in: 
Ch. Geiger (ed.), Criminal Enforcement of Intellectual Property: A Handbook of Contemporary Research, Cheltenham, UK / 
Northampton, MA, Edward Elgar, 2012 (forthcoming).  
138 The Commission also insists on the fact that the TRIPS Agreement, also providing for minimum criminal standards, did 
not require legislation by the EU (Commission Services Working Paper, supra, note 56, p. 177). The Commission forgets that 
it had previously referred to the TRIPs Agreement to justify the Union's actions in the field of criminal enforcement. Indeed, 
the statement of the grounds for the proposal for the 2006 directive (supra note 58) reads: "A start was made on 
harmonisation with the entry into force of the TRIPs agreement which lays down minimum provisions on means of 
enforcing trade-related intellectual property rights. These include the implementation of criminal procedures and criminal 
penalties, but there are still major disparities in the legal situation in the Community which do not allow the holders of 
intellectual property rights to benefit from an equivalent level of protection throughout the Community. As regards criminal 
penalties, there are considerable differences, particularly as regards the level of punishment laid down by national 
legislation".  
139 See on this point J. Gibson, The Directive Proposal on criminal sanctions, supra note 61. 
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There is therefore an identified need for harmonisation that will have to be satisfied. It would be 
paradoxical for the Commission to claim the contrary today after having strongly insisted for many 
years on the necessity of having a directive on this subject. However, when a directive comes to be 
drafted in the future, ACTA will serve as a model, since the text will have to be compatible with the 
international commitments of the European Union. The problem is that the criminal component of the 
Agreement does not currently include the guarantees demanded by the European Parliament on the 
occasion of the discussions on the failed directive proposal.140 Moreover, it might be necessary for the 
Member States to examine the precise impact of the Agreement on their national legislation, 
specifically on the criminal component of their intellectual property law, in order to be able to commit 
themselves in full knowledge of the consequences.141  It would therefore be preferable, before the 
adoption of ACTA, to undertake a broad comparative study on the provisions on criminal enforcement 
of IP rights in the national legislations of the EU. Intellectual property criminal law is a sensitive subject 
and deserves to be examined in depth142 to ensure that its future function will be dissuasive but also 
differentiated and balanced.143 This reflection has, however, not been conducted sufficiently within the 
framework of ACTA.144  

5. CONCLUSION 

ACTA aims to complete the international legal system concerning the enforcement of intellectual 
property rights that resulted from the TRIPs Agreement. Sometimes weaker than the obligations laid 
down in EU law and national law of the negotiating parties in the field of civil and criminal enforcement, 
ACTA appears primarily addressed to non-signatory third countries which will be later invited to "join 
the club", either by ratifying the Agreement a posteriori or by concluding bilateral agreements.  

Some dark areas remain concerning the exact impact of the provisions of the Agreement on European 
Union law. On 20 February 2012, the European Commission announced that ACTA will be referred to 

                                                               
140 See the Opinion of European Academics on the Anti-Counterfeiting Trade Agreement, supra, note 46, para. 6 et seq. See 
also Ch. Geiger, The Anti-Counterfeiting Trade Agreement and Criminal Enforcement of Intellectual Property: What 
Consequences for the European Union?, supra note 22. 
141 The Commission incidentally concedes that "A very limited number of Member States may need to adapt their own 
legislation related to criminal enforcement to comply with the commitments they undertook (ACTA is a mixed EU/Member 
States' competence Agreement). This has been confirmed in very clear terms by the two Opinions of the Legal Service of the 
European Parliament of 5 October 2011 and of 8 December 2011, answering respectively to questions by the INTA and JURI 
Committees." (10 Myths about ACTA, supra note 36). For a comment relating to French law, see J.-C. Galloux, supra note 13, p. 
83, who emphasises that while the provisions of ACTA do not a priori lead to an amendment of the framework laid down by 
the Community directives, "this is not the case for French law". 
142 More detailed on this subject, see Ch. Geiger (ed.), Criminal Enforcement of Intellectual Property: A Handbook of 
Contemporary Research, Cheltenham, UK / Northampton, MA, Edward Elgar, 2012 (forthcoming). 
143 The subject gets more complicated at the global level. Scholars have stated that, within the framework of such an 
approach, differentiation is also necessary by virtue of the level of development of the country in which the criminal 
penalties are enforced (see in this sense C.M. Correa, The Push for Stronger Enforcement Rules: Implications for Developing 
Countries in: ICTDS (ed.), The Global Debate on the Enforcement of Intellectual Property Rights and Developing Countries, 
Geneva, ICTDS, Feb. 2009, p. 60. See also H. Grosse Ruse-Khan, Criminal Enforcement and International IP Law, in: Ch. Geiger 
(ed.), Criminal Enforcement of Intellectual Property, supra note 30, according to whom "the question which conduct exactly 
deserves the sanction of criminal law should be left to the decision of national lawmakers - to be determined in line with the 
domestic social and economic environment". 
144 See Ch. Geiger, The Construction of Intellectual Property in the European Union: Searching for Coherence, in: Ch. Geiger 
(ed.), Constructing European Intellectual Property: Achievements and New Perspectives, supra note 13, in which we 
emphasise the need for the European Union not to adopt laws under pressure. The future initiatives by the European 
legislature should instead rely more frequently on serious (and above all independent) economic data and on impact 
studies that allow the probable consequences of the legislative actions to be measured. In our opinion, the impact of ACTA 
on EU law and on national laws has not been sufficiently studied. 
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the European Court of Justice to verify its compatibility with primary European Union law,145 and 
specifically with fundamental rights,146 which, with the entry into force of the Treaty of Lisbon, acquired 
"the same legal value as the treaties".147 Hopefully, the Court will be able to provide useful guidance on 
this issue. But a clarification of the exact implications for the acquis communautaire and the law of the 
Member States would also have been helpful. Certainly, as the European Commission rightly asserts, 
ACTA as an international agreement is not required to comply with EU secondary legislation. 
Nevertheless, it is possible that it will have consequences on the latter by requiring (and/or strongly 
suggesting) changes or new legislative initiatives. Indeed, as we have emphasised, the scope of many 
provisions is vague, and there are currently uncertainties about the interpretation that will be given to 
the text. It would therefore be desirable, if the Agreement is adopted, to complement it by means of 
binding interpretive guidelines that would give more clarity and be the subject of a transparent debate. 
Moreover, the adoption of ACTA by the European Union would mean that the latter would integrate the 
Union’s legal system, with the consequence that any future directive or regulation would have to 
comply with it and be interpreted in its light. As a minimum, it is thus the interpretation of the acquis 
communautaire that will be affected. From this point of view, one might ask whether it is advisable for 
the European Union to adopt an additional instrument that could lead to complications, given that 
ACTA is not identical with EU law in terms of its provisions and scope. 

Ultimately, it is perhaps not so much the content of the Agreement that is the most problematic but 
rather the method of adopting it. A secret negotiation of the future of intellectual property law between 
a few like-minded countries, outside the competent international organisations, is clearly a bad method 
and by no means a guarantee of success.148 On the contrary, it tends to undermine the credibility of 
multilateralism in the field of intellectual property law and in the long term risks to considerably weaken 
the WTO and WIPO that are responsible for such legislation at international level.149 At a time when 

                                                               
145 See statement on ACTA by the European Commissioner for Foreign Trade Karel De Gucht (Press release, MEMO/12/128, 
Brussels, 22 Feb. 2012).  
146 Expressing doubts in this respect, see the Opinion of the European Economic and Social Committee on the 
"Communication from the Commission to the European Parliament, the Council, the European Economic and Social 
Committee and the Committee of the Regions - A Single Market for Intellectual Property Rights. Boosting creativity and 
innovation to provide economic growth, high quality jobs and first class products and services in Europe", Brussels, 18 
January 2012, CESE 143/2012 - INT/591. According to the Committee, ACTA's exclusive focus "on increasing protection for 
right holders by means of customs, police and administrative cooperation measures continues to favour a certain view of 
rights ownership. Other doubtless more fundamental human rights, such as the right to information, health, sufficient food, 
the right of farmers to select seeds and the right to culture, are not taken sufficiently into consideration, and this will impact 
on future European legislation geared towards the harmonisation of Member States' legislation." (para. 3.13); D. Korff and I. 
Brown, Opinion on the compatibility of ACTA with the ECHR and EU Charter of Fundamental Rights, Study prepared at the 
request of the Greens/European Free Alliance in the European Parliament, October 2011 (http://rfc.act-on-
acta.eu/fundamental-rights, last accessed 21 March 2012). 
147 Art. 6 al. 1 TEU.  
148 On this point, one might recall the failure of the Multilateral Agreement on Investment (MAI), which was negotiated in 
secret in the OECD between 1995 and 1997 with the intention of subsequently extending it to non-members, and which 
encountered huge opposition among the general public until it was finally abandoned in October 1998 (see on the question 
in particular D. Henderson, L’accord multilatéral sur l’investissement, Leçons d’un échec, Paris, GEM, 1999). While an 
international regulation of investments was certainly desirable, the method adopted blocked any progress on the topic for 
many years. It is not impossible for this scenario to be repeated with ACTA. 
149 See also P.K. Yu, Six Secret (and Now Open) Fears of ACTA, supra note 14, p. 1078: “By developing intellectual property 
protection outside the traditional fora, like WIPO and the WTO, the negotiation of ACTA undermined the stability of the 
international trading system and the preference for the multilateral process. It also alienated the trading partners of ACTA 
negotiating parties, making it more difficult to undertake future multilateral discussions”. See also by the same author, ACTA 
and its complex politics, supra note 40, p. 1: "This approach is likely to have serious ramifications for both the structural 
integrity and continued vitality of the existing international intellectual property regime". The WIPO Director General has 
also expressed his reservations about such a procedure, arguing that the approach adopted by the ACTA signatories risked 
damaging the multilateral intellectual property system (see the discussion reported by C. Saez, ACTA a Sign of Weakness in 
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intellectual property is more than ever a major aspect of the global economy, this is undoubtedly an 
undesirable signal. The struggle against counterfeiting and the effective enforcement of intellectual 
property rights are perfectly legitimate objectives that can be effectively and probably successfully 
defended within the international bodies.150 Equally, convincing the emerging countries that it is in their 
interests to have effective enforcement mechanisms does not seem an impossible task, particularly 
since several of these countries have gradually developed strategies for stronger protection of their 
intellectual property rights. Obviously, such a multilateral approach will very likely require compromises 
and to take into account the equally legitimate demands of many developing countries, such as in the 
field of limitations and exceptions to copyright, the protection of traditional knowledge or access to 
medicines. This will surely need efforts on both sides, but in the long term is likely to be much more 
effective than the iron fist which is currently being wielded by the rich countries and the equivalent 
defensive posture of developing countries as concerns the governance of intellectual property.151 In the 
meantime, it is the legitimacy of the entire system that is at risk. 

                                                                                                                                                                                                        

Multilateral System, WIPO Head says, Intellectual Property Watch, 30 June 2010. According to Francis Gurry, "a number of 
countries feel (there is) an important area of public policy they are not able to address in the multilateral forum, and so have 
gone outside the multilateral framework to satisfy their desire for creating some form of ‘international cooperation’ (…) 
That’s the challenge for us. And whether it concerns enforcement, ACTA, or any other area, that, on whole, is a bad 
development for a multilateral agency, that member states start to do things outside”).  
150 Strengthening the enforcement mechanisms of IP-rights is probably not the only solution to diminish piracy in 
developing countries. According to a recent study, the efficiency of these measures would even be quite uncertain. See J. 
Karaganis (ed.), Media Piracy in Emerging Economies, Social Science Research Council, 2011, Executive Summary iii, the 
authors of the study concluding that “they have seen little evidence - and indeed few claims - that enforcement efforts to 
date have had any impact whatsoever on the overall supply of pirated goods. Our work suggests, rather, that piracy has 
grown dramatically by most measures in the past decade, driven by exogenous factors - high media prices, low local 
income, technological diffusion, and fast changing consumer and cultural practices”. See also in this sense, but with regard 
to internet piracy, I.A. Stamatoudi, ACTA, Internet Service Provider and the Acquis Communautaire, in: J. Rosen (ed.), IP 
Rights at the Crossroads of Trade, supra note 22, concluding that “internet piracy cannot be solved solely through the 
vehicle of law”, but also by new business models and affordable prices.  
151 For a consideration on the future of the international intellectual property system see A.A. Latif, Change and Continuity in 
the International Intellectual Property System: A Turbulent Decade in Perspective, W.I.P.O.J. 2011, Vol. 3, No. 1, p. 36. 
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Full study is available at 
http://www.europarl.europa.eu/committees/en/studiesdownload.html?languageDocument=EN&file=4
3731 

EXECUTIVE SUMMARY 

The Anti-Counterfeiting Trade Agreement (‘ACTA’) is motivated by the perceived lack of progress of 
multilateral enforcement of intellectual property rights.152 Building on the equivalent provisions in EU 
and US bilateral and regional free trade agreements (FTAs), the ACTA parties sought to establish best 
practice international standards to which other countries could aspire or adhere. Proponents stressed 
the need to combat the increase in global piracy and counterfeiting, drawing on estimates of the scale 
of the problem, such as those from the OECD that suggested international trade in counterfeit and 
pirated products amounted to some $200 billion in 2005153 (excluding domestically produced goods 
and digital products distributed through the internet). 

Formal negotiations were launched in October 2007 and concluded after 11 rounds in October 2010 in 
Tokyo, Japan. Negotiating parties included: Australia, Canada, Japan, the Republic of Korea, Morocco, 
New Zealand, Singapore, Switzerland, Mexico, the United States, and the European Union. The major 
emerging economies, China, Brazil and India appear not to have been formally invited to participate. 

ACTA was controversial both in terms of the process and the substance of the negotiations. The 
decision to maintain secrecy until the release of draft text in mid-2010 was to prove a significant 
handicap to public understanding and support for the treaty. The secrecy allowed significant 
misapprehensions to develop, while making it difficult for negotiators to communicate the actual scale 
and content of what was being achieved. There were also concerns related to; when documents would 
be made public; whether public interest groups had the same access as business and rightholder 
groups; what effect and relationship ACTA would have with the TRIPS Agreement, when and how much 
time the European parliament would have to exercise its duties and prerogatives to properly evaluate 
the treaty. 

Substantive areas of concern covered a range of issues including: the potential negative effect of ACTA 
on fundamental human freedoms and privacy; the possibility of requiring cut off of internet access to 
consumers that infringe the agreement; imposing liability on internet service providers that carry 

                                                               
152 For more on this see: M Kaminski, ‘Recent Development: The Origins and Potential Impact of the Anti-Counterfeiting 
Trade Agreement (ACTA)’, 34 YALE J. INT’L L. 247 (2009). 
153 OECD, The Economic Impact of Counterfeiting and Piracy, 2008. See 
http://www.oecd.org/document/4/0,3746,en_2649_34173_40876868_1_1_1_1,00.html (Accessed 22.04.2011). 
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content that infringes the agreement; the potential negative effect of ACTA on access to medicines in 
Europe and in third countries. 

Efforts to maintain secrecy did not prevent a heated debate on ACTA generated by leaked texts of 
proposals, evaluations and draft treaties and fuelled the suspicion that ACTA would entail a significant 
shift in the laws of ACTA countries and go significantly beyond the TRIPS Agreement. 

This study finds that, in the case of the EU, ACTA does not entail such a significant shift in the EU Acquis, 
but that, while it is not fundamentally in conflict with the TRIPS Agreement, it is significantly more 
stringent and rightholder friendly than the TRIPS Agreement. Many of the substantive issues that raised 
concerns in the early position papers have been addressed or are entirely absent from the final agreed 
text. On the other hand ACTA also does not appear, on its own, to have a significant impact on the EU’s 
innovative capacity or its global competitiveness. This is partly due to the relatively modest scale of the 
outcome, as well as the fact that ACTA will not require any change in the laws or regulations of 
significant competitor countries such as Brazil, India and China. 

This study addresses two key questions regarding ACTA. Is it in conformity with the EU Acquis; and is it 
in conformity with the existing international obligations of the EU and its member states? 

Conformity with the EU Acquis  

The provisions of ACTA appear to rest, in most cases, within the boundaries of EU law. However, in 
some cases, ACTA is arguably more ambitious than EU law, in that it enables a degree of protection 
that appears to go beyond the limits established in EU law. The primary area of concern is that of 
border measures, especially the expansion of the scope of such measures to all other forms of 
intellectual property, except for patents. Other areas that need clarification include: whether the 
criteria for damages in ACTA (i.e., the value of the goods or services concerned measured by market 
or retail price)154 fully match the criterion of “appropriateness of the damage to the actual prejudice 
suffered” envisaged in the IPR Enforcement Directive.155  

In addition, there are concerns that the criminal measures do not fully reflect the conditions set by the 
European Parliament, in its position of 25 April 2007 on the IPRED2 proposal from the Commission.156 
ACTA extends criminal measures of indirect commercial benefit, which may contradict the Parliaments 
position that acts ‘carried out by private users for personal and not-for-profit purposes’ were to be 
excluded from the scope of the IPRED2. 

Conformity with TRIPS and the Doha Declaration on TRIPS and Public Health 

Parties can implement national legislation that complies with both the ACTA and the TRIPS Agreement. 
However, while ACTA purports to build on the TRIPS Agreement, it does not, except in the most general 
terms (Article 1 ACTA), establish a consistent and workable framework for reading the two agreements 
together. Thus what may first appear to be gaps in ACTA may actually be filled by the TRIPS Agreement. 
That these gaps always seem to be those that establish safeguards or limits on rightholder action only 

                                                               
154 See Article 9.1 of ACTA. See also the ‘Opinion of the European Academics on Anti-Counterfeiting Trade Agreement’, 
supra. 
155 See Article 13 of the IPR Enforcement Directive. 
156 Position of the European Parliament adopted at first reading on 25 April 2007 with a view to the adoption of Directive 
2007/.../EC of the European Parliament and of the Council on criminal measures aimed at ensuring the enforcement of 
intellectual property rights (EP-PE_TC1-COD(2005)0127). 
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emphasize the importance to the EU legislator of ensuring a proper reading of the two agreements 
together. 

Nothing in ACTA requires parties to implement their obligations in ways that violate the Doha 
Declaration on TRIPS and Public Health. Patents are excluded from the ambit of border measures.  It is 
all trademark infringements are covered. The application of in-transit procedures may raise concerns if 
EU member states extend their application to patent and trademark infringements. The permissive 
nature of ACTA means that guidance may be required to ensure that member states implement ACTA 
appropriately. 

The study finds that the letter of the agreement is not incompatible with the Acquis but that there are 
no guarantees that its implementation will be. The Parliament may therefore wish to consider a need for 
a clarification of and guidance on how ACTA will be implemented especially the border and criminal 
enforcement measures as well as the in-transit procedures. 
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PART VI: THE IMPACT OF ACTA ON THE EU ACQUIS AND CIVIL LIBERTIES 
Dr Olivier Vrins 
 

1. INTRODUCTION 

1.1 The EU’s policy in the field of IPR enforcement in a nutshell 

1. The fight against intellectual property rights (IPRs) infringements relies to a large extent on 
the effectiveness of IPR legislation and its enforcement, which is the exclusive responsibility of public 
sector authorities through the development, implementation, and actual enforcement of European 
and domestic legislation, international treaties, and bilateral agreements. 

Since the 1990s, with a view to enhancing European competitiveness, growth and jobs, the European 
Union (EU) has taken important steps to strengthen and harmonize the protection of IPRs in the 
Internal Market. The need to engage the EU in a policy fighting against IPR infringements was first 
addressed in the 1998 Green Paper Combating Counterfeiting and Piracy in the Single Market.157 

2. In a first phase, the action taken by the EU has focused primarily on the harmonization of 
national substantive laws and the creation of unitary rights at the EU level.  

Thus, a number of national IPRs, such as trade marks,158 designs,159 patents for biotechnological 
inventions,160 supplementary protection certificates (SPCs) for medicinal products161 and for plant 
protection products,162 and certain aspects of copyright and related rights163 have been harmonized.  

                                                               
157 COM(98) 569 final. 
158 First Directive 89/104/EEC of the Council of 21 December 1988 to approximate the laws of the Member States relating to 
trade marks [1989] OJ L40/1, codified by Directive 2008/95/EC of the European Parliament and of the Council of 22 October 
2008 to approximate the laws of the Member States relating to trade marks [2008] OJ L299/25. 
159 Directive 98/71/EC of the European Parliament and of the Council of 13 October 1998 on the legal protection of designs 
[1998] OJ L289/28. 
160 Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal protection of 
biotechnological inventions [1998] OJ L213/13. 
161 Council Regulation (EEC) 1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for 
medicinal products [1992] OJ L182/1, codified by Regulation (EC) 469/2009 of the European Parliament and of the Council of 
6 May 2009 concerning the supplementary protection certificate for medicinal products [2009] OJ L152/1. 
162 Regulation (EC) 1610/96 of the European Parliament and the Council of 23 July 1996 concerning the creation of a 
supplementary protection certificate for plant protection products [1996] OJ L198/30. 
163 Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal protection of databases 
[1996] OJ L77/20; Council Directive 93/83/EEC of 27 September 1993 on the coordination of certain rules concerning 
copyright and rights related to copyright applicable to satellite broadcasting and cable retransmission [1993] OJ L248/15; 
Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the harmonisation of certain aspects 
of copyright and related rights in the information society [2001] OJ L167/10; Directive 2001/84/EC of the European 
Parliament and of the Council of 27 September 2001 on the resale right for the benefit of the author of an original work of 
art [2001] OJ L272/32; Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right and on certain 
rights related to copyright in the field of intellectual property [1992] OJ L346/61, codified by Directive 2006/115/EC of the 
European Parliament and of the Council of 12 December 2006 on rental right and lending right and on certain rights related 
to copyright in the field of intellectual property [2006] OJ L376/28; Council Directive 93/98/EEC of 29 October 1993 
harmonising the term of protection of copyright and certain related rights [1993] OJ L290/9, codified by Directive 
2006/116/EC of the European Parliament and of the Council of 12 December 2006 on the term of protection of copyright 
and certain related rights [2006] OJ L372/12; Council Directive 91/250/EEC of 14 May 1991 on the legal protection of 
computer programs [1991] OJ L122/42, codified by Directive 2009/24/EC of the European Parliament and of the Council of 
23 April 2009 on the legal protection of computer programs [2009] OJ L111/16. 
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The European Council has also created unitary rights, which are valid and enforceable throughout the 
EU.  These include geographical indications,164 the Community trade marks,165 the Community 
designs,166 and the Community plant variety rights.167 The creation of a unitary EU patent is under 
discussion.168  

3. In the second phase, in 2004, the EU developed a horizontal policy to fight IPR 
infringements, by adopting a Directive on the enforcement of intellectual property rights (the 
IPRED),169 the aim of which was to create a level playing field for civil enforcement of IPRs. The goal is 
to ensure that IPRs enjoy an equivalent level of protection throughout the EU. 

The increasing and widespread international dimension of the phenomenon of counterfeiting and 
piracy prompted the EU, in 2003, to consolidate its legislation regarding border measures170 and in 
2004 to implement a Strategy for the Enforcement of Intellectual Property Rights in Third Countries.171 
The objective of this strategy was to provide a framework policy for the improvement of the situation 
in third countries and to provide a long-term action plan for the Commission and enhance 
cooperation between public and private entities. 

In 2008, the Commission adopted the ‘Communication on a new industrial property rights strategy 
for Europe’.172 This Communication outlines a number of actions in order to maintain a high quality 
industrial property rights system for the EU and calls for robust repression of counterfeiting and 
piracy. This Communication was complemented, on 25 September 2008, by a ‘Council Resolution on 
a comprehensive European anti-counterfeiting and anti-piracy plan’.173  

One year later, the Commission published a ‘Communication on Enhancing the Enforcement of 
Intellectual Property Rights in the Internal Market’,174 stressing the need to supplement the existing 
legal framework with non-legislative measures, in particular by fostering cooperation throughout 
public enforcement agencies, by facilitating voluntary arrangements between stakeholders, and by 
creating the European Observatory on Counterfeiting and Piracy – a platform for representatives from 
national authorities and stakeholders to exchange ideas and expertise on best practices. 

                                                               
164 Council Regulation (EEC) 1601/1991 of 10 June 1991 laying down general rules on the definition, description and 
presentation of aromatized wines, aromatized wine-based drinks and aromatized wine-product cocktails [1991] OJ L149/1; 
Council Regulation (EC) 510/2006 of 20 March 2006 on the protection of geographical indications and designations of origin 
for agricultural products and foodstuffs [2006] OJ L93/12; Council Regulation (EC) 1234/2007 of 22 October 2007 
establishing a common organisation of agricultural markets and on specific provisions for certain agricultural products 
[2008] OJ L148/1; Regulation (EC) 110/2008 of the European Parliament and of the Council of 15 January 2008 on the 
definition, description, presentation, labelling and the protection of geographical indications of spirit drinks and repealing 
Council Regulation (EEC) 1576/89 [2008] OJ L39/16. 
165 Council Regulation (EC) 40/94 of 20 December 1993 on the Community trade mark [1994] OJ L11/1, codified by Council 
Regulation (EC) 207/2009 of 26 February 2009 on the Community trade mark [2009] OJ L78/1. 
166 Council Regulation (EC) 6/2002 of 12 December 2001 on Community designs [2002] OJ L3/1. 
167 Council Regulation (EC) 2100/94 of 27 July 1994 on Community plant variety rights [1994] OJ L227/1. 
168 See http://ec.europa.eu/internal_market/indprop/patent/index_en.htm (accessed 24 March 2012). 
169 Directive 2004/48/EC of the European Parliament and of the Council on the civil enforcement of intellectual property 
rights [2004] OJ L157/ 45.  
170 Council Regulation (EC) 1383/2003 of 22 July 2003 concerning customs action against goods suspected of infringing 
certain intellectual property rights and the measures to be taken against goods found to have infringed such rights [2003] 
OJ L196/7. 
171 [2005] OJ C129/3. 
172 COM(2008) 465 final. 
173 [2008] OJ C253/1. 
174 COM(2009) 467 final. 
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A new EU Customs Action Plan to combat intellectual property rights infringements for the years 
2009 to 2012 was adopted on 16 March 2009.175 The Action Plan aims to enhance operational 
performance, cooperation with industry, international cooperation and awareness-raising, in line with 
the EU’s long-standing policy and strategy on the protection of IPRs, and as reflected in the 
Commission’s Communication of 11 November 2010 on a Single Market Act.176 A few months later, 
the European Commission conducted a new survey about the situation of IPR protection and 
enforcement outside the EU, following similar surveys done in 2008177 and 2006.178  

On 22 September 2010, the European Parliament adopted a resolution on the enforcement of IPRs,179 
supporting the Commission actions. The Parliament invites the Commission, the Member States, and 
stakeholders to analyse and implement effective public awareness campaigns in relation to the 
impact of counterfeiting and piracy on society and on the economy, and to seek agreements on 
voluntary practical measures aimed at reducing counterfeiting and piracy in the Internal Market, both 
online and offline. 

In its Communication of 13 April 2011 on a Single Market Act,180 the Commission further recalled that 
counterfeit goods may pose serious health and safety risks to consumers, and that customs 
authorities should therefore be empowered to provide greater protection for IPRs through revised 
legislation. In the Commission’s line of attack, the border enforcement of IPRs by Customs 
complements enforcement in the internal market, as well as initiatives with non-EU countries and in 
international forums. 

On 4 May 2011, within the framework of the so-called “Stakholders’ Dialogues” facilitated by the 
Commission,181 a representative group of leading right-holders and internet platforms signed a 
Memorandum of Understanding (MoU) aimed at reducing the sale of counterfeit goods via e-
commerce platforms.182 The MoU sets out a series of joint principles including effective measures to 
prevent offers of counterfeit goods from being listed on internet platforms. However, it does not seek 
to combat illegal sharing of copyright protected works via the internet. 

On 24 May 2011, the Commission proposed a new Regulation on customs enforcement of IPRs, which 
is due to replace Regulation 1383/2003.183 In a Commission of the same day,184 it further recalled the 
need to foster public awareness campaigns, to strengthen the existing legislative framework for IPR 
enforcement (inter alia, through a revision of the IPRED), and to supplement this by voluntary 
arrangements between stakeholders. The Commission also announced its intention to continue its 
efforts, on the basis of the MoU of 4 May 2011, to explore to what extent, in particular, the sale of 
counterfeit goods over the internet can be reduced through voluntary measures, involving the 
                                                               
175 Council Resolution of 16 March 2009 (2009/C 71/01). 
176 Communication from the Commission of 11 November 2010, Towards a Single Market Act. For a highly competitive social 
market economy. 50 proposals for improving our work, business and exchanges with one another, COM(2010) 608 final/2. 
177 ‘IPR Enforcement Report 2009’, SEC(2009) 1360. 
178 See http://trade.ec.europa.eu/doclib/docs/2010/february/tradoc_145795.pdf (accessed 24 March 2012). 
179 Resolution on enforcement of intellectual property rights in the internal market (2009/2178(INI)), cf 
http://www.europarl.europa.eu/sides/getDoc.do?type=TA&language=EN&reference=P7-TA-2010-340 (accessed 24 March 
2012). 
180 Single Market Act. Twelve levers to boost growth and strengthen confidence. Working together to create new growth, COM 
(2011) 206 final. 
181 See http://ec.europa.eu/internal_market/iprenforcement/stakeholders_dialogues_en.htm#Sale (accessed 24 March 
2012). 
182 http://ec.europa.eu/internal_market/iprenforcement/docs/memorandum_04052011_en.pdf (accessed 24 March 2004). 
183 Communication from the Commission of 24 May 2011, A Single Market for IPRs: Boosting creativity and innovation to 
provide economic growth, high quality jobs and first class products and services in Europe, COM(2011) 287 final. 
184 COM(2011) 285. 
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stakeholders most concerned by this phenomenon (right-holders, internet platforms, and 
consumers).  It also emphasized that the EU should ratify the Anti-Counterfeiting Trade Agreement 
(ACTA) once it has been signed by the contracting parties in the course of 2011. The Commission 
stressed that ACTA “is fully in line with the EU acquis” and is “an important step in improving the 
international fight against IPR infringements, in cooperation with countries sharing the same 
concerns and views”. 

1.2 ACTA: State of play in the EU 

4. The EU joined the negotiations of ACTA in the spring of 2008.  

The negotiating directives were adopted by the Council on 14 April 2008. The Commission 
committed that ACTA would not go beyond, and would be compliant with, the EU acquis, and would 
not affect the EU’s obligations with respect to the TRIPS Agreement. The negotiations were launched 
on 3 June 2008, and included the EU and its Member States, Australia, Canada, Japan, South Korea, 
Mexico, Morocco, New Zealand, Singapore, Switzerland, and the United States.  It did not prove 
possible to open negotiations within the existing multinational fora, such as the World Trade 
Organization (WTO) and the World Intellectual Property Organization (WIPO). 

As regards the EU, the Commission led the negotiations on the general provisions of ACTA, while the 
rotating EU Presidency led the negotiations on matters of criminal enforcement on behalf of the 
Member States. 

The Commission claims that the Member States were kept informed of the negotiations orally and in 
writing via the Council’s Trade Policy Committee and the European Parliament’s Committee on 
International Trade (INTA), as well as through Commissioner De Gucht on the occasion of three 
plenary debates in 2010 and of Answers on a number of Parliamentary questions.185 As part of its “DG 
Trade Civil Society Dialogue”, the Commission also held meetings with representatives of non-
governmental organizations.  

However, the lack of transparency has been consistently singled out as one of the major flaws of the 
negotiation process of ACTA.  

5. The conduct of an impact assessment of the implementation of ACTA was deemed 
unnecessary by the Commission. According to Commissioner De Gucht,186 since the Commission is 
bound not to go beyond the EU acquis it has based its assessment of the impact on ACTA on the 
studies made for the IPRED and for the 2006 proposal for a Directive on criminal enforcement of 
IPR.187 According to the Foundation for Free Information Infrastructure (“FFII”) blog, however, those 
impact assessments did not assess possible negative effect on ICT, access to medicines, and diffusion 
of green technology.188 

                                                               
185 Proposals for a Council Decision on the conclusion of the Anti-Counterfeiting Trade Agreement between the European 
Union and its Member States, Australia, Canada, Japan, the Republic of Korea, the United Mexican States, the Kingdom of 
Morocco, New Zealand, the Republic of Singapore, the Swiss Confederation and the United States of America, COM(2011) 
379 final and COM(2011) 380 final. Cf Explanatory Memorandum. para 5.  Cf also the speech delivered by Commissioner De 
Gucht on 29 February 2012, “ACTA – State of Play”, 1st Exchange of Views with the Committee for International Trade of the 
European Parliament, SPEECH/12/136 (available at 
http://europa.eu/rapid/pressReleasesAction.do?reference=SPEECH/12/136; accessed 24 March 2012), p. 5. 
186 Answer given on behalf of the Commission on Parliamentary questions on 27 September 2010. 
187 COM(2006) 168 final. 
188 See http://people.ffii.org/~ante/acta/ACTA-FFII-ICT-Climate.pdf (accessed 24 March 2012). 
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6. In June 2010, China, supported by Brazil and India, argued that ACTA may be contrary to the 
TRIPS Agreement and the Doha Declaration on TRIPS and Public Health.  Further concerns were raised 
by other developing countries at a TRIPS Council meeting in October 2010 and, more recently, on 28-
29 February 2012.189 

On its part, the European Parliament adopted a resolution supporting ACTA on 24 November 2010.190  
The resolution emphasizes that “any agreement reached by the EU on ACTA must comply fully with 
the acquis communautaire” (point K), but also that ACTA will not change the EU acquis in terms of IPR 
enforcement (point 6). It also acknowledges that “after strong representations by Parliament, the 
level of transparency of the ACTA negotiations was fundamentally improved and, since the 
negotiating round in New Zealand, Parliament has been fully informed of the course of the 
negotiations” (point F). 

The negotiations were concluded on 15 November 2010. After 11 rounds of negotiations, the text 
was initialed on 25 November 2010. The final version of the proposed Agreement, dated 3 December 
2010, has been released on the European Commission’s DG Trade’s website.191 

On 15 December 2012, the Council adopted a decision authorizing the signing of ACTA on behalf of 
the EU Member States.192 

ACTA has in the meantime been signed by the United States, Australia, Canada, Korea, and Japan, 
New Zealand, Morocco, Singapore and 22 of the 27 EU member states. 

7. Over the last two years, numerous questions have been raised concerning the compatibility 
between the proposed Agreement and the EU acquis, including on matters of fundamental rights and 
civil liberties. The proposed Agreement has been much criticized by civil society in this regard.193 

On 5 June 2010, the European Data Protection Supervisor (EDPS) issued on Opinion on the 
negotiations of ACTA.  The Opinion dealt with an earlier version of the proposed Agreement, which 
provided for a “three-strike” rule.  As Korff & Brown put it, the EDPS opined that “indiscriminate or 
widespread monitoring of Internet users (and disclosures of their IP addresses – that is: of their 
personal information), in relation to trivial, small-scale, not for gain infringements of IPR, would be 
disproportionate, and thus in violation of Article 8 ECHR, Articles 7 and 8 of the Charter of 
Fundamental Rights, and of the Data Protection Directives”.194  

The “three-strike” provision was removed from the subsequent versions of ACTA. 

In February 2011, a group of academics issued an “Opinion of European Academics on Anti-
Counterfeiting Trade Agreement”.195 The analysis was based on the final text of ACTA. While 
recognizing that “the most controversial enforcement measures proposed in the initial stages of the 
negotiations of ACTA have been narrowed down or abandoned in its final version”, the Opinion 
invites the European and national institutions to withhold consent of ACTA “as long as significant 

                                                               
189 See http://www.wto.org/english/news_e/news12_e/trip_28feb12_e.htm (accessed 24 March 2012). 
190 P7 TA(2010)0432. 
191 http://ec.europa.eu/trade/tackling-unfair-trade/acta/ (accessed 24 March 2012). 
192 http://ec.europa.eu/prelex/detail_dossier_print.cfm?CL=en&DosID=200615 (accessed 24 March 2012). 
193 See, inter alia, Foundation for a Free Information Infrastructure blog at http://acta.ffii.org/wordpress/?p=176 and La 
Quadrature du Net blog at www.laquadrature.net (accessed 24 March 2012). 
194 D Korff and I Brown, ‘Opinion on the compatibility of the Anti-Counterfeiting Trade Agreement (ACTA) with the European 
Convention on Human Rights & the EU Charter of Fundamental Rights’, available at http://www.greens-
efa.eu/fileadmin/dam/Documents/Studies/ACTA_fundamental_rights_assessment.pdf (accessed 24 March 2012). Cf p. 16. 
195 http://www.iri.uni-hannover.de/tl_files/pdf/ACTA_opinion_110211_DH2.pdf (accessed 24 March 2012). 
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deviations from the EU acquis or serious concerns on fundamental rights, data protection, and a fair 
balance of interests are not properly addressed”.   

The Commission services replied to this Opinion in a Working Paper dated 27 April 2011.196 The 
Commission rebuts the findings of the European Academics and maintains that the proposed 
Agreement is fully in line with the EU acquis. 

On 15 June 2011, the results of a study commissioned by the European Parliament’s INTA Committee 
(‘INTA Study’) were made public.197  The study is based on the final text of ACTA. The authors of the 
study opine that “the provisions of ACTA appear to rest, in most cases, within the boundaries of EU 
law. However, in some cases, ACTA is arguably more ambitious, providing for a degree of protection 
that appears to go beyond the limits established by EU law. The primary area of concern is that of 
border measures, especially the expansion of the scope of such measures to all other forms of 
intellectual property, except for patents. In short EU authorities will need to carefully review the very 
few instances in which there may need to be a modification of EU law”.198 They conclude that 
unconditional consent to ACTA would be an inappropriate response from the European Parliament, 
but that unqualified rejection would probably also be inopportune.199 

On 24 June 2011, the Commission referred to the Parliament and the Council two proposals for a 
Council decision on the conclusion of ACTA.200 

On 8 October 2011, Professor Douwe Korff and Dr Ian Brown released an Opinion dealing with the 
compatibility between ACTA and fundamental rights, prepared at the request of The Greens–
European Free Alliance in the European Parliament.201  The authors conclude that ACTA fails to 
comply with several key provisions of the European Convention on Human Rights (ECHR) and the EU 
Charter of Fundamental Rights (the Charter). 

On its part, the Legal Service of the European Parliament provided two Legal Opinions on ACTA, 
respectively on 5 October 2011 (SJ-0501/11) to the INTA Committee on International Trade (INTA)202 
and on 8 December 2011 (SJ-0661/11) to the Committee on Legal Affairs (JURI).203 The Legal Service 
concluded that ACTA could be considered prima facie compatible with the EU Treaties, the general 
principles of EU law and the EU acquis, “in particular as regards Union acts in the area of intellectual 
property rights and their enforcement (including civil, criminal and border protection measures and 
measures relating to the digital environment)”. It also concluded that ACTA is in line with existing 
international obligations of the EU and its Member States, in particular with respect to TRIPS and the 
Doha Declaration on TRIPS and Public Health.  The second Legal Opinion also examines the 
conformity of ACTA with the legal framework concerning the protection of fundamental rights and 
civil liberties in the EU, including the ECHR and the Charter. 

                                                               
196 Commission Services Working Paper ‘Comments on the “Opinion of European Academics on Anti-Counterfeiting Trade 
Agreement”, available at http://trade.ec.europa.eu/doclib/docs/2011/april/tradoc_147853.pdf (accessed 24 March 2012). 
197 A Kamperman Sanders, D B Shabalala, A Moerland, M Pugatch and P Vergano, ‘The Anti-Counterfeiting Trade Agreement 
ACTA: An Assessment’, June 2011; available at http://www.laquadrature.net/files/INTA - ACTA assessment.pdf (accessed 24 
March 2012). 
198 INTA Study (n 41), p. 31. 
199 Ibid, pp. 65 ff. 
200 See above, n 30. 
201 See above, n 38. 
202 Available http://lists.act-on-acta.eu/pipermail/hub/attachments/20111219/59f3ebe6/attachment-0007.pdf (accessed 24 
March 2012). 
203 Available at http://christianengstrom.files.wordpress.com/2011/12/sj-0661-11_legal-opinion.pdf (accessed 24 March 
2012). 



Policy Department DG External Policies 

 70

8. The signing of ACTA by 22 Member States (i.e. all Member States with the exception of 
Estonia, Slovakia, Cyprus – which has recently expressed its intention to sign –, the Netherlands and, 
remarkably, Germany – one of the Member States most involved in the negotiations) and by 
diplomats representing the Commission in Tokyo, on 26 January 2012, resulted in the resignation, on 
the very same day, of French MEP Kader Arif as lead Rapporteur for ACTA for the European 
Parliament. 

The Czech Republic, Poland, Bulgaria, Romania and Latvia did sign the treaty, but suspended the 
ratification process.   

None of the Member States has ratified ACTA so far. 

Following signatures by the Member States, ACTA still has to be submitted to the European 
Parliament for approval.204 

On 10 February 2012, the leader of the Party of European Socialists called ACTA “wrong in both 
content and process”.205 

On 15 February 2012, the Vice-President of the European Commission and EU Commissioner for 
Justice, Fundamental Rights and Citizenship, Mrs. Viviane Reding, issued a statement, in which she 
welcomed the intention of several members of the European Parliament to ask the Court of Justice of 
the European Union (CJEU) for a legal opinion to clarify that ACTA cannot limit freedom of expression 
and freedom of the Internet.206  A week later, on 22 February, the Commission announced that ACTA 
would be referred to the European Court for an opinion concerning the question whether the 
proposed Agreement is compatible with some fundamental rights and freedoms, such as the 
freedom of expression and freedom of information and the right to the protection of personal data.207   

On 28 February 2012, a petition against ACTA, signed by 2.4 million internet users, was handed down 
to the Petitions Committee of the European Parliament.208 

On 15 March 2012, 119 stakeholders’ associations sent a letter to the Ministers of the EU Council, the 
EU’s Danish Presidency and the Council members, the Permanent Representations of all EU Member 
States and the Trade Ministers, Commissioner De Gucht’s Cabinet and the concerned Services at the 
EU Commission, in support of ACTA.209 

On 27 March 2012, the European Parliament’s INTA Committee voted against the referral of ACTA to 
the CJEU and expressed the intention to subject the proposed Agreement to a vote in the next few 
months. 

1.3 ACTA:  Nature and scope 

9. ACTA is an enforcement treaty.   

                                                               
204 The following committees have offered to submit opinions on the Agreement before the parliamentary vote, i.e. DEVE 
(development), ITRE (industry), JURI (legal affairs) and LIBE (civil liberties).  In the light of these reports, the INTA Committee 
will prepare a final report.  If ratified by the European Parliament, ACTA will then be submitted to the Member States for 
ratification at the national level. 
205 EurActiv, 10 February 2012. 
206 Available at http://ec.europa.eu/commission_2010-2014/reding/pdf/quote_statement_en.pdf (accessed 24 March 2012). 
207 See http://europa.eu/rapid/pressReleasesAction.do?reference=MEMO%2F12%2F128 (accessed 24 March 2012). 
208 See http://www.europarl.europa.eu/news/nl/pressroom/content/20120227IPR39322/html/ACTA-events-in-Parliament-
week-starting-27-February (accessed 24 March 2012). 
209 See http://www.ecta.org/IMG/pdf/european_joint_letter_in_support_of_acta_-_march_15_2012_-_4pm.pdf (accessed 
24 March 2012). 
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ACTA aims to introduce a new international framework, building upon the WTO’s TRIPS Agreement.210 
TRIPS does not preclude the WTO Members to enter into plurilateral agreements which restrict the 
use of TRIPS safeguards that are optional.211 Like TRIPS, ACTA functions as a minimum standard 
agreement,212 setting up state-of-the art provisions on IPR enforcement, including provisions on civil, 
criminal, and border enforcement measures, cooperation mechanisms among signatory Parties to 
assist in their enforcement efforts, and the establishment of best practices for effective IPR 
enforcement.   

ACTA is neutral on substantive protection of IPRs. The determination of what should be 
considered an IPR infringement and what should not be, is left to the domestic laws of the Parties.213 If 
an ACTA Party creates an exemption from IPR protection in certain regards, it will not have to apply 
the ACTA enforcement measures to those exempt areas.  Obviously, the Parties who will have created 
such an exemption will be under no obligation to implement the civil, administrative or criminal 
provisions of ACTA in respect of the exempted activity. 

Consequently, ACTA will have no impact whatsoever on the determination of what should be 
regarded as an IPR infringement in any countries. 

10. It is also of paramount importance to note that, with regard to their relationship with other 
WTO Members, the ACTA Parties will remain fully bound by TRIPS and subject to the Dispute 
Settlement Body of the WTO.  On the other hand, ACTA’s provisions are binding only on its 
contracting parties. 

As the preamble expressly states, ACTA aims to “complement” TRIPS. Thus, for example, ACTA has a 
chapter on IPR enforcement in the digital environment, which is not the case of TRIPS.214 The 
substantive provisions of ACTA contain several references to TRIPS, i.e. in Articles 1, 2(3), 8(2) and 13, 
in addition to Article 5 (when defining “intellectual property”).  Article 1 provides that nothing in the 
proposed Agreement shall derogate from any obligation of a Party under existing agreements, 
including TRIPS. Only WTO Members may accede to ACTA.215 Moreover, “the principle of harmonious 
interpretation and systemic integration, which acts as a general presumption against conflict in the 
interpretation of treaties, would seem to require that the TRIPS safeguards continue to bind the 
Parties insofar as there is no attempt to disclaim or remove those standards in the text”.216 

Thus, even though ACTA expressly allows its contracting parties to implement ACTA’s provisions as 
they wish,217 those parties will, of course, continue to be bound by TRIPS, and will therefore have to 

                                                               
210 Agreement on Trade-Related Aspects of Intellectual Property Rights, Annex 1C to the Marrakesh Agreement Establishing 
the World Trade Organization (WTO), signed in Marrakesh on 15 April 1994; approved on behalf of the European Community 
by Council Decision 94/800/EC of 22 December 1994 concerning the conclusion on behalf of the European Community, as 
regards matters within its competence, of the agreements reached in the Uruguay Round multilateral negotiations (1986–
1994) [1994] OJ L336/1. 
211 TRIPS Agreement (n 54), Art 1(1). 
212 ACTA (n 36), Art 2(1). 
213 Ibid, Art 3. 
214 There is no definition of “digital environment” in ACTA.  The concept presumably encompasses all forms of electronic 
information transmission. 
215 ACTA (n 36), Art 43. 
216 K Weatherall, ‘Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement’ (2011) 33(2) Sydney 
Law Review 229, at p. 258 (available at http://sydney.edu.au/law/slr/slr_33/slr33_2/Weatherall.pdf; accessed 24 March 2012). 
Cf pp. 259-260. 
217 ACTA (n 36), Art 2(1). 
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implement ACTA in a way that is TRIPS-compliant.  The repetition of existing rules and “ceilings” from 
the TRIPS Agreement was therefore unnecessary.218 

In other words, the safeguards contained in TRIPS, to the extent that they are mandatory, are in no 
way modified by ACTA.219  

 

2. SCOPE OF THIS STUDY 

11. The following analysis is based on the final version of the proposed Agreement, dated 3 
December 2010.220 

It does not purport to go beyond the legal question of the compatibility of ACTA with the EU acquis 
on IPR enforcement and civil liberties.  It will not touch on political issues, however legitimate they 
might be.  

Thus, the author will not address the questions whether or not: 

 the ACTA negotiations took place in a transparent way; 

 the non-binding (“may”) clauses of ACTA signify international incitement to implement these 
clauses into contracting Party’s law;221 

 the Parties’ intention when concluding ACTA is to exert pressure on other States to also adopt 
the Agreement.222 

Neither will this study: 

 address the question raised about the legitimacy of the EU Presidency negotiating the ACTA 
provisions on criminal measures;  

 address the consequences of postponement or rejection of ACTA; 

 examine in great detail subjects which have been entrusted to other authors and will be dealt 
with in separate papers, such as the likely impact of ACTA on access to medicines. 

12. When assessing the compatibility of ACTA with the EU acquis, the following instruments have 
been taken into consideration: 

 As regards fundamental rights and civil liberties: the EU Treaties, including the Treaty on the 
European Union (TEU), the Treaty on the Functioning of the European Union (TFEU), the 
Charter, and the EHCR; 

 As regards border measures: Council Regulation 1383/2003 concerning customs action 
against goods suspected of infringing certain intellectual property rights and the measures to 

                                                               
218 Admittedly, however, ACTA may seem inconsistent in this regard, insofar as, in several respects, it does restate 
enforcement obligations in TRIPS. Cf K Weatherall, ‘Politics, Compromise, Text and the Failures of the Anti-Counterfeiting 
Trade Agreement” ‘(n 60), p. 260. 
219 Cf K Weatherall, ‘ACTA April 2010 – Analysis of Provisions’ The Selected Works of Kimberlee Weatherall 2010 at 36; 
available at http://works.bepress.com/kimweatherall/20 (accessed 24 March 2012).  
220  See above, n 36. 
221 Cf European Academics Opinion (n 39). 
222 Ibid. 
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be taken against goods found to have infringed such rights223, as well as the recent 
Commission’s Proposal for a new Regulation on customs enforcement of IPRs;224 

 As regards the other provisions of ACTA: 

- The IPRED;225 

- Directive 95/46/EC of the European Parliament and of the Council of 24 October 1995 
on the protection of individuals with regard to the processing of personal data and on 
the free movement of such data (‘the Data Protection Directive’);226 

- Directive 2000/31/EC of the European Parliament and of the Council of 8 June 2000 
on certain legal aspects of information society services, in particular electronic 
commerce, in the Internal Market (‘the E-Commerce Directive’);227 

- Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 
on the harmonisation of certain aspects of copyright and related rights in the 
information society (‘the Copyright Directive’);228  

 The TRIPS Agreement,229 which is binding on the EU (with the exception of the criminal 
measures, which are nevertheless binding on its Member States); 

 The CJEU’s case law. 

 

3. DOES ACTA POSE ANY THREATS TO EU CITIZENS’ RIGHTS AND CIVIL 
LIBERTIES? 

3.1 Fundamental rights in the EU 

13. Pursuant to Article 6(1) TFEU, fundamental rights, as guaranteed by the Charter, form part of 
primary Union law.  The Charter has the same legal value as the EU Treaties.  Moreover, pursuant to 
Article 6(3) TFEU, fundamental rights, as guaranteed by the ECHR,230 and as they result from the 
constitutional traditions common to the Member States, constitute general principles of the Union’s 
legal order.  

These fundamental rights are binding on the Union, which must take them into account when 
concluding and implementing international agreements such as ACTA.  All Union acts, including 
international agreements to which the EU is a party, must respect such rights.231 Those rights are also 
binding on the Member States when implementing Union rules.232 

The Charter takes precedence over all other EU legislation, including international agreements 
concluded by the EU. 
                                                               
223 See above, n 14. 
224 Cf n 28. 
225 See above, n 13. 
226 [1995] OJ L281/31. 
227 [2000] OJ L178/1. 
228 [2001] OJ L167/10. 
229 See above, n 54. 
230 All Member States of the Council of Europe (which includes all EU Member States) signed up to the ECHR. 
231 Joined Cases C-402/05 P and C-415/05 P Kadi [2008] ECR I-6351, para 285. 
232 CJEU, Case C-540/03 Parliament v Council [2006] ECR I-5769, para 105. 
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14. The protection of personal data and privacy, the freedom of expression, the freedom of 
information, and the protection of intellectual property are all recognized as fundamental rights, 
respectively by Articles 7, 8, 11(1), 13 and 17(2) of the Charter.  The right to privacy and to the 
protection of personal data, as well as the right to freedom of expression and the right to property are 
also recognized by the ECHR, respectively in Articles 8 and 10(1), first sentence, and in Article 1 of the 
First Protocol.  

As regards the right to the protection of personal data, the Data Protection Directive, the E-Privacy 
Directive and the E-Commerce Directive are also relevant in the EU.   

The right to fair and due process is also granted protection as a fundamental right under Articles 6 
and 13 ECHR and Article 47 of the Charter.   

The right to conduct a business enjoyed by operators such as internet service providers (ISPs) and 
hosting service providers is equally protected, pursuant to Article 16 of the Charter. 

Finally, Article 21 TFEU provides that “The Union’s action on the international scene shall be guided 
by (…) the rule of law, the universality and indivisibility of human rights and fundamental freedoms”. 

15. It is no secret that the right to property (including the protection of intellectual property), on 
the one hand, and the right to protection of personal data and privacy, and the right to freedom of 
expression and information, on the other hand, are potentially conflicting. 

The European Court of Human Rights applies a “fair balance” test for determining whether an 
interference with a property right is justified. As Korff and Brown emphasize,233 the “fair balance” test 
is quite similar to the “necessity” and “proportionality” criteria applied under the “typical” ECHR 
articles (e.g. Articles 8 and 10). 

In the Promusicae, Scarlet and Netlog cases – which will be further discussed below –, the CJEU 
emphasized, in that framework, that protection of intellectual property is not an absolute 
fundamental right and that EU law requires a fair balance to be struck between the various 
fundamental rights protected by the EU legal order.  The authorities and courts of the Member States 
must not only interpret their national law in a manner consistent with the Directives (such as, inter 
alia, the IPRED), but also make sure that they do not rely on an interpretation which would be in 
conflict with those fundamental rights or with the other general principles of EU law, such as the 
principle of proportionality. 

3.2 The preservation of fundamental rights in ACTA 

3.2.1 General 

16. ACTA will not be directly applicable.  It expressly stipulates that its contracting parties may 
implement ACTA’s provisions as they wish,234 but also that fundamental rights must be protected. 

Specifically with regard to IPR enforcement in the digital environment, paragraph 6 of the preamble 
of ACTA states that the Agreement aims to strike a balance between the rights and interests of the 
relevant right-holders, service providers, and users.  Article 27(2), (3) and (4) mention that the 
measures provided for in ACTA must be implemented in ways that are “consistent with that Party’s 
law, preserve fundamental principles such as freedom of expression, fair process and privacy”. 

                                                               
233 See above, n 38, p. 20. 
234 ACTA (n 36), Art 2(1). 
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On the face of it, the reference to “fundamental principles” in ACTA may be considered to be quite 
vague. However, it seems obvious that “fundamental principles” are a body of (written or unwritten) 
general principles and a wide set of rules which include, at least, the fundamental rights as 
guaranteed by the Charter and the ECHR.  

It would have been illusory to attempt to include in a plurilateral trade agreement an exhaustive list 
of rules and principles common to all Parties, in an area where no international harmonization exists. 
As has been mentioned above, in the EU alone these fundamental principles are set forth in a number 
of Treaties, the Charter, and several Directives. Account should also be taken of the fundamental 
rights and guarantees laid down in the Constitutions of the Member States and of the other ACTA 
Parties. 

17. Article 6 of ACTA is of paramount importance. It has a “horizontal” scope, i.e. it applies 
throughout the entire Chapter II of the Agreement concerning “Legal Framework for Enforcement of 
Intellectual Property Rights”. This includes, inter alia, enforcement in the digital environment. 

Article 6(1) provides that the enforcement procedures implemented by the Parties pursuant to the 
Agreement’s provisions must be applied “in such a manner as to avoid the creation of barriers to 
legitimate trade and to provide for safeguards against their abuse”. 

This provision is consistent with the CJEU’s judgments in the Scarlet and Netlog cases, where the Court 
held that IPRs are to be enforced in a manner that is consistent with the right to conduct a business.235 

Article 6(2) goes on to say that “Procedures adopted, maintained, or applied to implement the 
provisions of this Chapter shall be fair and equitable, and shall provide for the rights of all participants 
subject to such procedures to be appropriately protected. These procedures shall not be 
unnecessarily complicated or costly, or entail unreasonable time-limits or unwarranted delays”. 

This provision is consistent with the CJEU’s judgments in the Scarlet and Netlog cases, where the Court 
held that IPRs are to be enforced in a manner that does not entail excessive costs to third parties, such 
as good-faith service providers.236 

Last but not least, Article 6(3) states that, “In implementing the provisions of this Chapter, each Party 
shall take into account the need for proportionality between the seriousness of the infringement, the 
interests of third parties, and the applicable measures, remedies and penalties.”   

As has been mentioned above (and acknowledged by Korff and Brown237), the proportionality 
criterion is widely used by the CJEU and the Strasbourg to strike a balance between conflicting 
fundamental rights. 

18. In addition, several other provisions of ACTA contain caveats aimed at a fair balance between 
IPR protection and fundamental rights and freedoms.  Those caveats will be further discussed below. 

19. In the light of the above, I agree with the European Parliament’s Legal Service238 and the 
authors of the INTA Study239 that ACTA fully respects the rights of citizens and the concerns of 
important stakeholders such as consumers, ISPs, and partners in developing countries. 

ACTA also appears to be fully in line with the CJEU’s case law. 

                                                               
235 See below, para 53. 
236 Ibid. 
237 See above, n 38, p. 22. 
238 See above, n 47, p. 7. 
239 See above, n 41, p. 60. 
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In the Promusicae case,240 the CJEU held that EU law does not preclude the Member States from laying 
down an obligation to disclose personal data in the context of civil proceedings, provided that certain 
safeguards are in place.   

ACTA does not provide otherwise. 

3.2.2 Breaking the myths around ACTA: “three-strike” mechanisms, general monitoring 
obligations and ISP liabilities (Article 27(3)) 

20. Korff and Brown recognize that the final text of ACTA “no longer requires States to adopt the 
kind of draconian measures – excessive ISP liability, ‘three-strike’ rule, etc. – that were clearly 
originally in the minds of the drafters. To that extent, Article 27.1 – 3. is not in breach of the ECHR and 
the [Charter] per se”.241   

A “three-strike” provision, as well as extended liability rules for ISPs, which were initially considered 
during the negotiations of ACTA and were likely to encroach upon fundamental rights, have been 
deleted from the final version of the Agreement.242 

In a nutshell: Unlike the SOPA and PIPA bills in the US, or the HADOPI law in France, ACTA does not 
require its signatories to provide for judicial or extra-judicial “three-strikes” mechanisms or similar 
systems either.  It does not contain any provision mandating the public authorities of the Parties to 
the Agreement to require ISPs to terminate users’ Internet connections. Nor does the Agreement 
mandate the monitoring of the Internet by private companies.   

21. As Weatherall correctly puts it, the final version of ACTA “almost completely abandoned any 
attempt to dictate the way that enforcement will occur in the digital enforcement or the ways that 
intermediaries in that environment will be regulated”,243 both “through the removal of detailed 
provisions on online service provider liability and the removal of language in the injunction 
provisions that might have required injunctions to be available against non-infringing intermediaries 
in the digital environment”.244 

3.2.2.1 ACTA does not institute a “three-strike” mechanism 

22. Neither Article 27(3) nor any other provision of ACTA confers the power on right-holders or 
the public authorities to cut down Internet access.   

23. Article 27(3) of ACTA introduces a voluntary commitment to encourage cooperation within 
the business community.     

Some stakeholders claim that “[s]uch cooperation is intended to be extensive, including the 
disconnection of end-users on the basis of decisions taken by private industry”.245 These allegations 
rely on a leaked document dated March 2010 released by the European Parliament, stating: ‘An 

                                                               
240 See below, n 131. 
241 See above, n 38, p. 27. 
242 In the EU, a “three-strikes” solution was rejected by the Commission in the debate on the EU Telecoms Package 2009. 
Instead, an “Internet freedom provision” (known as the “Amendment 138”) was included in the final text of this legislation, 
which was adopted by the European Parliament on 24 September 2008. 
243 K Weatherall, ‘Intellectual Property in ACTA and the TPP: Lessons Not Learned’, available at 
http://works.bepress.com/cgi/viewcontent.cgi?article=1026&context=kimweatherall (accessed 24 March 2012), p. 8. 
244 Ibid, footnote 29. 
245 http://edri.org/edrigram/number10.2/faq-acta (accessed 24 March 2012). 
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example of such a policy is providing for the termination in appropriate circumstances of 
subscriptions and accounts in the service provider’s system or network of repeat infringers’”.246   

However, the footnote referred to in this quote has disappeared in the final version of the Agreement, 
which suggests that at least one of the Parties disagreed with it.  It would therefore be inappropriate 
to rely on this footnote to construe Article 27(3). 

These authors’ as well as Korff and Brown’s opinion according to which the agreements referred to in 
Article 27(3) of the Agreement “can almost only relate to the supposedly-dropped ‘three-strike’ 
proposals”247 is not substantiated and is, in our view, speculative. Other voluntary arrangements can 
also be envisaged, such as agreements aimed at specifying the modalities of notice-and-take-down.  
Thus, the cooperation form contemplated by Article 27(3) may, for example, cover agreements or 
policies inviting ISPs to remove or disable access to infringing content or activity, upon receipt of a 
grounded notice of infringement and in the absence of a response to a formal notice from the 
relevant subscriber.248  The cutting-off of users from the Internet is not the inevitable result of the 
voluntary cooperation promoted by Article 27(3).  

There is nothing in ACTA which suggests that what is being contemplated by Article 27(3) is the 
conclusion of agreements allowing to cut off Internet connections.249  

24. Since Article 27(3) does not expressly encourage the implementation of “three-strike” rules by 
the business sector on a voluntary basis, the concerns expressed in the EDPS Opinion of June 2010, 
which (equally) relates to an earlier draft of the proposed Agreement which did contain a mandatory 
“three-strike” provision,250 are no longer relevant. 

                                                               
246 http://www.edri.org/files/acta_disconnection.pdf (accessed 24 March 2012), footnote 6, p. 4. 
247 See above, n 38, p. 27. 
248 In the EU, the E-Commerce Directive, Article 14, provides for such a “notice-and-take down” mechanism towards hosting 
service providers, which can therefore hardly be considered as contrary to the EHCR and/or the Charter.  Similarly, on 6 
March 2012, the UK Court of Appeal held that the UK Digital Economy Act was legal and compatible with EU law (including 
Articles 3, 12 and 15 of the E-Commerce Directive, Article 15(1) of the E-Privacy Directive, the Data Protection Directive, and 
the principle of proportionality), thus bringing to an end almost two years of legal challenges against the legislation by ISPs.  
The aim of the Act is to compel ISPs to send out warning letters to subscribers accused of illegal file sharing and to provide 
the right-holder with the personal data of such subscribers on a case-by-case basis (see the new Articles 124A to 124M of the 
UK Communication Act 2003).  See UK Court of Appeal, British Telecommunications Plc anor v The Secretary of State for 
Business, Innovation and Skill, Case No C1/2011/1437,  [2012] EWCA Civ 232, available at 
http://www.judiciary.gov.uk/Resources/JCO/Documents/Judgments/r-bt-and-talktalk-v-ss-for-culture-and-others.pdf 
(accessed 24 March 2012).  
The Court of Appeal upheld the judgment rendered at first instance by the High Court on 20 April 2011 (High Court of 
Justice (Queen’s Bench), British Telecommunications Plc anor v The Secretary of State for Business, Innovation and Skill, Case No 
CO/7354/2010, [2011] EWHC 1021 (Admin)).  
Interestingly, the system laid down in the Digital Economy Act was found to be proportionate by the High Court inter alia on 
the grounds that voluntary agreements between stakeholders had proved unsuccessful: "It was explained that the 
Government’s preferred solution to the problem of unlawful P2P file sharing had been for ISPs and copyright owners to 
collaborate to produce their own voluntary codes of best practice to reduce its incidence. In the event, no such agreement 
was forthcoming, despite the encouragement given in the Government’s Creative Britain strategy document. There were 
further efforts to reach a voluntary agreement through a MoU. Following consultation the Government favoured a ‘co-
regulatory’ response, in which a voluntary agreement reached by industry would be supervised by Ofcom. After further 
consideration on that proposal, it was found to be impractical. By the time of the publication of the Digital Britain Interim 
Report in January 2009, the MoU process had ceased, and legislation was inevitable” (judgment, paras 222-223). 
249 This is also the opinion of, inter alia, ZDNet. See De Standaard, 27 January 2012, “Is ACTA een gevaar voor het Internet?”. 
250 Earlier negotiating texts of ACTA, both ‘official’ and leaked, are available at 
https://sites.google.com/site/iipenforcement/acta (accessed 24 March 2012). K Weatherall, ‘Intellectual Property in ACTA 
and the TPP: Lessons Not Learned’ (n 87), pp. 5-7, contains an interesting table which illustrates some key changes that 
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Last but not least, the final version of ACTA does not require ISPs to adopt any “policies” or to 
conclude any cooperation agreements at all.  There is no obligation of result on the Parties in Article 
27(3), as clearly appears from the expression “shall endeavour” (as opposed to “shall”).  Moreover, ISPs 
are not a party to ACTA, and therefore they are not bound by it. 

ACTA, Article 27(3), invites the Parties to the Agreement to encourage the conclusion of Memoranda 
of Understanding between stakeholders in order to strengthen IPR enforcement in the digital 
environment.   

This is in no way inconsistent with the EU acquis. Thus, recital 29 of the IPRED emphasizes that “the 
development of codes of conduct in the circles directly affected is a supplementary means of 
bolstering the regulatory framework. The Member States, in collaboration with the Commission, 
should encourage the development of codes of conduct in general. (…)".Article 17 of the IPRED 
obliges the Member States to encourage the development, by trade or professional organisations, of 
codes of conduct at Union level that are aimed at contributing towards the enforcement of IPRs.  The 
same applies under Article 16 of the E-Commerce Directive.  All these provisions encourage 
cooperation between concerned private parties on a voluntary basis. 

The Commission Staff Working Document on the application of the IPRED reveals that, in several 
Member States, associations have made use of such a collaborative approach and have signed 
Memoranda of Understanding or have put in place codes of conducts (voluntary arrangements) to 
combat counterfeiting and piracy.251  It further appears from the Commission’s report that, in the area 
of the sale of counterfeit goods over the Internet, “intermediaries (for example online market places 
such as online shopping sites) have realized that the presence and the sale of counterfeit goods via 
their sites undermines their efforts to be regarded as a safe place to buy and sell products and that 
their reputation is tarnished. In many cases, these intermediaries therefore have adopted 
comprehensive policies on the protection of intellectual property rights which are clearly spelled out 
on their sites. These policies include sanctions for users which breach the rules, in particular for the 
repeat infringers, comprehensive notice and take-down processes and other tools that allow a timely 
elimination of illegal offers, the sharing of information with rightholders and reimbursement schemes 
for consumers who unintentionally bought counterfeit goods on their site. All these measures have 
been applied without affecting the liability status of the intermediaries and have significantly 
contributed towards the elimination of counterfeiting on the Internet; however, problems remain”.252 

                                                                                                                                                                                                        

occurred between January 2010 (the date of the first full leaked text of the agreement) and the final text as published in 
December 2010. 
251 Commission Staff Working Document, ‘Analysis of the application of Directive 2004/48/EC of the European Parliament 
and the Council of 29 April 2004 on the enforcement of intellectual property rights in the Member States’, SEC(2010) 1589 
final, accompanying document to the ‘Report from the Commission to the Council, the European Parliament and the 
European Social Committee on the application of  Directive 2004/48/EC of the European Parliament and the Council of 29 
April 2004 on the enforcement of intellectual property rights in the Member States’, COM(2010) 779 final. Cf p. 25.   
However, the report also emphasizes that in some Member States, such arrangements would seem not to be possible, 
mainly due to the restrictions imposed by privacy laws and protection of personal data, which prevent intermediaries (such 
as ISPs) to forward warning notices to the alleged infringers or to share information about the alleged infringer's identity 
outside the scope of judicial proceedings. 
252 Ibid, p. 15. See also footnote 58: “In Estonia, it has been reported that a Memorandum of Understanding was signed 
between Estonian Organisation of Copyright Protection and several internet service providers to enable the removal of 
material that infringes intellectual property rights. In Denmark, internet service providers together with the Danish IT 
Industry Association (ITB) and the Telecommunication Industries in Denmark (TI) have agreed to collaborate on combating 
piracy on the internet and a Code of Conduct for internet service providers concerning the enforcement of intellectual 
property rights has also been agreed. Similarly in France, the "Charte de lutte contre la contrefaçon sur Internet" was signed 
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Last but not least, in its Resolution of 22 September 2010,253 the European Parliament expressly 
invited the Commission, the Member States, and stakeholders to seek agreements on voluntary 
practical measures aimed at reducing counterfeiting and piracy in the Internal Market, both online 
and offline. 

Further, as already mentioned, on 4 May 2011, a representative group of leading right-holders and 
internet platforms signed a MoU aimed at reducing the sale of counterfeit goods via e-commerce 
platforms.254 The MoU sets out a series of joint principles including effective measures to prevent 
offers of counterfeit goods from being listed on internet platforms. However, it does not seek to 
combat illegal sharing of copyright protected works via the internet. 

As Charlie McCreevy, then European Commissioner for Internal Market and Services, put it in a speech 
he gave on 13 May 2008, “I believe that industry sectors themselves are best placed to lead the battle 
of the fakes. It is industry that has the inherent knowledge to identify the fake products and to 
uncover the production and distribution network used to make and sell the counterfeits. Industry 
could do a lot to help themselves were they to unite in the fight by developing collaboration and 
mutual assistance models on the basis of stakeholder agreements”.255 

25. It should be noted that, even though ACTA does not expressly prohibit the implementation of 
“three-strike” mechanisms in the framework of voluntary agreements, it does preserve fundamental 
rights.  With or without ACTA, stakeholders could always take the liberty to enter into arrangements 
of this kind.  However, whilst such conventions – which would of course be subject to the judicial 
authorities’ scrutiny in all cases – would not be contrary to ACTA, they could still be held as null and 
void by the courts, as the case may be, as contrary to the fundamental freedoms and, hence, to public 
order.256 

3.2.2.2 ACTA does not institute Internet monitoring 

26. Nor does ACTA aim to institute monitoring (let alone filtering) of the Internet usage of ISP 
subscribers.  There is no provision whatsoever to that effect in ACTA.  

Korff and Brown257 consider that the personal data disclosure provisions in Articles 11 and 27(4) of 
ACTA “would be largely useless” if they didn’t build on a general monitoring obligation.  

First, this is not correct. Those provisions are also useful to target concrete and specific infringements 
in the digital environment on a case-by-case basis without there being any need to impose a general 
surveillance obligation on ISPs. As Korff and Brown expressly state, Articles 11 and 27(4) would not be 
entirely useless in this context.  

Secondly, even if it were true that Articles 11 and 27(4) would be “largely useless” in the absence of 
some kind of systematic Internet monitoring, this would still not mean that such monitoring is 
effectively required by ACTA.  

                                                                                                                                                                                                        

between the French online market places and rightholders to advance the fight against the sale of counterfeit goods over 
the internet”. 
253 See above, n 23. 
254 See above, n 26. 
255 Charlie McCreevy, Brussels Conference on Counterfeiting and Piracy, Speech/08/237, available at 
http://europa.eu/rapid/pressreleasesaction.do?reference=speech/08/237&format=doc&aged=1&language=en&guilanguag
e=en (accessed 24 March 2012). 
256 Cf Korff and Brown (n 38), pp. 45-46. 
257 Ibid, p. 36. 
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3.2.2.3 ACTA will not change the role and liabilities of ISPs 

27. Finally, it has often been claimed that ACTA will change the role of ISPs and increase their 
liabilities.   

This is yet another myth: there are no provisions on ISP liability in ACTA other than for direct 
infringement. 

Footnote 13 of ACTA expressly allows the Parties to limit liabilities on ISPs. The view according to 
which “[t]his strongly suggests that, in view of the drafters, States should still impose quite extensive 
liabilities on ISPs, even if, reluctantly, they accept that some State may have to limit this liability”,258 is, 
in our opinion, a political rather than a legal statement, and relies on a speculative interpretation of 
this footnote. 

When implementing the provisions of ACTA, the Parties are expressly required, by both the preamble 
and several provisions, to preserve essential safeguards for fundamental rights, freedoms and civil 
liberties (including the right to fair process, the right to privacy, and the right to freedom of 
expression).   

Therefore, ACTA would not be inconsistent with EU law, insofar as it provides that ISPs cannot be 
imposed general obligations to monitor the information they transmit.259  

Footnote 13 of ACTA provides that limitations on the liability of ISPs are permitted “while preserving 
the legitimate interests of right holder”. This does not mean, however, that this Footnote “shifts” the 
balance struck by the CJEU between the property right, on the one hand, and the freedom to conduct 
business, the right to protection of personal data, etc., on the other hand.  Rather, this footnote 
means, in my opinion, that when the Parties do not entitle right-holders to hold service providers 
liable for an infringement of their rights, due to limitations on the liability of, or on the remedies 
available against, such providers, they must ensure that the right-holders are able to rely on 
alternative remedies to combat those infringements.  This is by no means inconsistent with the EU 
acquis on IPR enforcement. Indeed, Article 12(3) of the E-Commerce Directive expressly provides that 
the ‘safe harbour’ provision of Article 12(1) “shall not affect the possibility for a court or administrative 
authority, in accordance with Member States’ legal systems, of requiring the service provider to 
terminate or prevent an infringement”. 

3.2.2.4 Conclusion  

28. As a conclusion, ACTA does not create new requirements for ISPs, such as the obligation to 
monitor the information they transmit or the obligation to remove Internet access from customers 
without judicial process. ACTA does not affect, and is consistent with, the EU acquis – as interpreted 
by the CJEU – as regards the responsibility and duties of ISPs.  The Agreement is in line with Articles 
12 to 15 of the E-Commerce Directive, Article 8 of the Copyright Directive, the Data Protection 
Directive, the E-Privacy Directive, and the IPRED. Articles 12 and 13 of the E-Commerce provide that 
good-faith access providers or telecom operators, as well as providers of caching, should remain 
immune from any damages liability. Article 14 provides for a similar exemption towards hosting 
providers, provided that, upon becoming aware of an IPR infringement, they act expeditiously to 
remove or to disable access to the infringing content.  ACTA will leave such liability ‘safe harbours’ 
unaffected. 

                                                               
258 Korff and Brown (n 38), p. 27. 
259 E-Commerce Directive, Art 15. 
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29. Since ACTA does not require or even encourage the implementation of “three-strike” 
mechanisms and does not mandate the Parties to oblige, or even encourage, ISPs to perform 
suspicionless monitoring of Internet use of their subscribers, the concerns that have been expressed 
by (a large fraction of) the civil society, as well as by some authors (such as Korff and Brown260) and 
(regarding an earlier draft of ACTA) by the EDPS in this regard – and in relation to the systematic 
recording, processing and disclosure of this subscribers’ use information – are, in our view, 
unjustified.261 

 

4. DOES ACTA EXTEND BEYOND THE EU ACQUIS ON IPR ENFORCEMENT? 

30. As the Legal Service of the European Parliament correctly states, “Article 216(2) TFEU provides 
that agreements concluded by the EU are binding on the institutions of the Union and on Member 
States. This is an expression of the international law principle of pacta sunt servanda – agreements 
must be respected by the parties concluding them. This implies that when the EU concludes 
agreements, it is bound by them in the sense that legislation which the Union will normally adopt has 
to be compatible with their provisions. Moreover, if an international agreement implies a 
modification of existing legislative acts, the latter must be modified accordingly”.262   

Given the Commission’s commitment that ACTA will not extend beyond the EU acquis, and that it will 
therefore not require any changes to the EU’s IPR enforcement provisions, which could otherwise 
possibly affect the rights of the EU’s citizens, it is important to check whether ACTA does not contain 
any provision which would be manifestly inconsistent with EU law. 

4.1 The Copyright Directive 

31. Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001263 
harmonizes certain aspects of copyright and related rights in the information society. 

It defines the scope of the acts covered by the reproduction right with regard to the different 
beneficiaries.264 It also harmonizes the author's right of communication to the public, which includes 
any transmission or retransmission of a work to the public by wire or wireless means, including 
broadcasting.265  The preamble emphasizes that “[t]he objective of proper support for the 
dissemination of culture must not be achieved by sacrificing strict protection of rights or by tolerating 
illegal forms of distribution of counterfeited or pirated works”.266  Copyright protection under the 
Directive further includes the exclusive right to control distribution of the work incorporated in a 
tangible article.267  

                                                               
260 Cf n 38, pp. 35-42. 
261 Incidentally, it should be noted that, as Korff and Brown expressly recognize (n 30, pp. 37-38), the EDPS considered, in its 
Opinion of 5 June 2010, that a monitoring obligation would not necessarily be contrary to the EU data protection law in all 
cases. 
262 Legal Opinion delivered by the European Parliament’s Legal Service on 5 October 2011 (n 46), para 18. 
263 See above, n 7. 
264 Copyright Directive, Art 2. 
265 Ibid, Art 3. 
266 Ibid, recital 22. 
267 Ibid, Art 4. 
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The Directive emphasizes that a fair balance of rights and interests between the different categories 
of right-holders and users of protected subject-matter must be safeguarded.268 It provides for an 
exhaustive enumeration of exceptions and limitations to the reproduction right and the right of 
communication to the public which may be set out by the Member States. 269 

32. Articles 6 and 7 of the Directive require the Member States to provide protection to digital 
rights management information (DRMs), as well as to effective technological measures (TPMs) that 
are used by authors, performers or producers of phonograms in connection with the exercise of their 
rights in, and that restrict acts in respect of, their works, performances, and phonograms, which are 
not authorized by the authors, the performers or the producers of phonograms concerned or 
permitted by law.  

Those provisions “implement” Articles 11 and 12 of the WIPO Copyright Treaty and 18 and 19 of the 
WIPO Performances and Phonogram Treaty.  Those Treaties, adopted by the Diplomatic Conference 
held under the auspices of WIPO in December 1996, update the international protection for copyright 
and related rights significantly, not least with regard to the so-called "digital agenda", and improve 
the means to fight piracy world-wide. 

Article 6 of the Directive provides that the Member States must provide adequate legal protection 
against:  

 the circumvention of any effective technological measures, which the person concerned 
carries out in the knowledge, or with reasonable grounds to know, that he or she is pursuing 
that objective;270 

 the manufacture, import, distribution, sale, rental, advertisement for sale or rental, or 
possession for commercial purposes of devices, products or components or the provision of 
services which: 

(a) are promoted, advertised or marketed for the purpose of circumvention of, or 

(b) have only a limited commercially significant purpose or use other than to 
circumvent, or 

(c) are primarily designed, produced, adapted or performed for the purpose of 
enabling or facilitating the circumvention of, 

any effective technological measures.271 

For the purposes of the Directive, the expression "technological measures" means any technology, 
device or component that, in the normal course of its operation, is designed to prevent or restrict 
acts, in respect of works or other subject-matter, which are not authorized by the right-holder of any 
copyright or any right related to copyright as provided for by law or the sui generis right of database 
makers provided for in Chapter III of Directive 96/9/EC. Technological measures shall be deemed 
"effective" where the use of a protected work or other subject-matter is controlled by the right-
holders through application of an access control or protection process, such as encryption, 
scrambling or other transformation of the work or other subject-matter or a copy control mechanism, 
which achieves the protection objective.272 

                                                               
268 Ibid, recital 31. 
269 Ibid, Art 5. 
270 Ibid, Art 6(1). 
271 Ibid, Art 6(2). 
272 Ibid, Art 6(3). 
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Article 7 provides that Member States must provide for adequate legal protection against any person 
knowingly performing without authority any of the following acts: 

 the removal or alteration of any electronic rights-management information; 

 the distribution, importation for distribution, broadcasting, communication or making 
available to the public of works or other subject-matter protected under this Directive or 
under Chapter III of Directive 96/9/EC from which electronic rights-management information 
has been removed or altered without authority, 

if such person knows, or has reasonable grounds to know, that by so doing he is inducing, enabling, 
facilitating or concealing an infringement of any copyright or any rights related to copyright as 
provided by law, or of the sui generis right of database makers provided for in Chapter III of Directive 
96/9/EC.273 

For the purposes of the Directive, the expression "rights-management information" means any 
information provided by right-holders which identifies the work or other subject-matter referred to in 
the Directive or covered by the sui generis right provided for in Chapter III of Directive 96/9/EC, the 
author or any other right-holder, or information about the terms and conditions of use of the work or 
other subject-matter, and any numbers or codes that represent such information. 

33. Article 8 stipulates that Member States must provide appropriate sanctions and remedies in 
respect of infringements of the rights and obligations set out in the Directive and must take all the 
measures necessary to ensure that those sanctions and remedies are applied. The sanctions thus 
provided for must be effective, proportionate and dissuasive.274 

Moreover, the Member States are required to take the measures necessary to ensure that right-
holders whose interests are affected by an infringing activity carried out on their territory can bring 
an action for damages and/or apply for an injunction and, where appropriate, for the seizure of 
infringing material as well as of circumvention devices.275 

Last but not least, Article 8(3) of the Directive mandates the Member States to ensure that right-
holders are in a position to apply for an injunction against intermediaries whose services are used by 
a third party to infringe a copyright or related right. 

4.2 The E-Commerce Directive 

34. Liability for activities in the digital environment concerns not only copyright and related 
rights but also other areas, such as trade mark infringements, and is addressed horizontally in the E-
Commerce Directive.276  

This Directive clarifies and harmonizes various legal issues relating to information society services 
including electronic commerce.  

35. Article 12(1) of the Directive provides that, where an information society service is provided 
that consists of the transmission in a communication network of information provided by a recipient 
of the service, or the provision of access to a communication network, Member States must ensure 
that the service provider is not liable for the information transmitted, on condition that the provider 

                                                               
273 Ibid, Art 7(1). 
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276 See above, n 71. 



Policy Department DG External Policies 

 84

does not initiate the transmission, does not select the receiver of the transmission, and does not 
select or modify the information contained in the transmission. 

However, Article 12(3) expressly states that Article 12(1) “shall not affect the possibility for a court or 
administrative authority, in accordance with Member States' legal systems, of requiring the service 
provider to terminate or prevent an infringement.” 

36. Article 13(1) provides that, where an information society service is provided that consists of 
the transmission in a communication network of information provided by a recipient of the service, 
Member States shall ensure that the service provider is not liable for the automatic, intermediate and 
temporary storage of that information, performed for the sole purpose of making more efficient the 
information's onward transmission to other recipients of the service upon their request (“caching”), 
on condition that the provider: 

 does not modify the information,  

 complies with conditions on access to the information and with rules regarding the updating 
of the information, specified in a manner widely recognized and used by industry; 

 does not interfere with the lawful use of technology, widely recognized and used by industry, 
to obtain data on the use of the information; and 

 acts expeditiously to remove or to disable access to the information it has stored upon 
obtaining actual knowledge of the fact that the information at the initial source of the 
transmission has been removed from the network, or access to it has been disabled, or that a 
court or an administrative authority has ordered such removal or disablement (notice-and-
take down). 

However, Article 13(1) does not affect the possibility for a court or administrative authority, in 
accordance with Member States' legal systems, of requiring the service provider to terminate or 
prevent an infringement.277 

37. Similarly, Article 14(1) of the Directive requires the Member States to ensure that hosting 
service providers are not liable for the information stored at the request of a recipient of the service, 
on condition that: 

 they do not have actual knowledge of illegal activity or information and, as regards claims for 
damages, are not aware of facts or circumstances from which the illegal activity or 
information is apparent; or 

 upon obtaining such knowledge or awareness, they act expeditiously to remove or to disable 
access to the information. 

Again, Article 14(1) is without prejudice of the possibility for a court or administrative authority, in 
accordance with Member States' legal systems, of requiring hosting service providers to terminate or 
prevent an infringement.  Nor does it affect the possibility for Member States of establishing 
procedures governing the removal or disabling of access to information.278 

38. Article 15(1) further provides that Member States may not impose a general obligation on 
providers, when providing the services covered by Articles 12, 13 and 14, to monitor the information 
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which they transmit or store, nor a general obligation actively to seek facts or circumstances 
indicating illegal activity. 

However, Member States may establish obligations for information society service providers 
promptly to inform the competent public authorities of alleged illegal activities undertaken or 
information provided by recipients of their service or obligations to communicate to the competent 
authorities, at their request, information enabling the identification of recipients of their service with 
whom they have storage agreements.279 

39. Finally, Article 16 provides that the Member States and the Commission must encourage the 
drawing up of codes of conduct at EU level, by trade, professional, and consumer associations or 
organizations, designed to contribute to the proper implementation of Articles 5 to 15 of the 
Directive. 

40. The Copyright Directive is without prejudice to provisions relating to liability in the E-
Commerce Directive.280 

4.3 The IPR Enforcement Directive (IPRED) 

4.3.1 Nature and scope 

41. The Enforcement Directive is the key instrument for civil enforcement of IPRs in the EU, laying 
down minimum protection standards,281 aimed at ensuring the effective enforcement of IPRs in the 
Union through civil remedies. This means that the Member States may provide for stronger 
protection, but not for lower standards than those provided for in the Directive. However, the 
Commission Staff Working Document of 22 December 2010 on the application of the IPRED282 reports 
that very few Member States have opted for measures going beyond those laid down in the Directive. 

The IPRED is a ‘TRIPS plus’ instrument, in that it goes beyond the principles enshrined in the TRIPS 
Agreement in many respects. 

The Directive was to be implemented by 29 April 2006. However, only 5 Member States complied 
with the deadline. Due to the late transposition of the Directive in many Member States and the fact 
that some Member States did not provide the application report required by the Directive, the 
information available on its impact has remained rather limited so far. 

42. The IPRED has a horizontal scope: it covers all IPR infringements, without containing any 
definition of “intellectual property rights”. The scope is not limited to those rights harmonized at EU 
level, but also covers rights protected as IPRs by national law.  According to the Statement by the 
Commission concerning Article 2 of the Directive,283 the following titles at least are deemed to be 
covered by the Directive: copyright, rights related to copyright, sui generis rights of database makers, 
rights of the creator of topographies of a semiconductor product, trade mark rights, design rights, 
patent rights (including rights derived from SPCs), geographical indications, utility models, plant 
variety rights, and trade names (insofar as these are protected as exclusive property rights in the 
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282 See above, n 95. 
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national law concerned).284  However, recital 13 provides that the IPRED does not preclude the 
Member States from extending, for internal purposes, the provisions of this Directive to include acts 
involving unfair competition, including parasitic copies, or similar activities. 

43. Like ACTA, the IPRED expressly provides that it does not affect substantive law on intellectual 
property.285 It is without prejudice to the exceptions contained in EU legislation concerning copyright 
and rights related to copyright.286   

Neither does it affect Member States' provisions on criminal law and their international obligations 
(including those under the TRIPS Agreement),287 the application of the rules of competition, and in 
particular Articles 81 and 82 of the Treaty,288 the Data Protection Directive, the E-Commerce Directive, 
and a few other instruments.289 

The IPRED is also without prejudice to the other statutory provisions which govern the protection of 
confidentiality of information sources or the processing of personal data, or the use in civil or criminal 
proceedings of the information communicated pursuant to Article 8, or which afford an opportunity 
for refusing to provide information which would force the person providing such information to 
admit to his own participation in an IPR infringement.290   

Like several provisions of ACTA, Article 6(1) and (2) and Article 7(1) of the IPRED further preserve the 
protection of confidential information, whereas recital 2 expressly states that the protection of IPRs 
should not hamper freedom of expression, the free movement of information, or the protection of 
personal data, including on the Internet.  The Directive also “respects the fundamental rights and 
observes the principles recognised in particular by the Charter of Fundamental Rights of the 
European Union”.291 In particular, it seeks “to ensure full respect for intellectual property, in 
accordance with Article 17(2) of that Charter”.292 

44. The IPRED does not deal with the penal enforcement of IPRs.  Nevertheless, it does emphasize 
that “[i]n addition to the civil and administrative measures, procedures and remedies provided for 
under this Directive, criminal sanctions also constitute, in appropriate cases, a means of ensuring the 
enforcement of intellectual property rights”.293  Article 16 further provides that, “[w]ithout prejudice 
to the civil and administrative measures, procedures and remedies laid down by this Directive, 
Member States may apply other appropriate sanctions in cases where intellectual property rights 
have been infringed”. 

 

 

 

                                                               
284 The Commission has commissioned a study in order to assess whether new legislative initiatives are needed in the areas 
of parasitic copying and trade secrets. The results of the study were published on 13 January 2012 (see 
http://ec.europa.eu/internal_market/iprenforcement/documents_en.htm#bgdoc2; accessed 24 March 2012). 
285 IPRED (n 13), recital 15. 
286 Ibid, recital 16; Art 2(1). 
287 Ibid, recital 5; Art 2(3). 
288 Ibid, recital 12. 
289 Ibid, recital 15; Art 2(3). 
290 Ibid, Art 8(3).  
291 Ibid, recital 32. 
292 Ibid. 
293 Ibid, recital 28. 
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4.3.2 Overview of the core provisions of the Directive 

4.3.2.1 General obligations (Article 3) 

45. Article 3 of the Directive mandates the Member States to provide for the measures, 
procedures and remedies necessary to ensure the enforcement of IPRs.  Those measures, procedures 
and remedies must be fair and equitable, and must not be unnecessarily complicated or costly, or 
entail unreasonable time-limits or unwarranted delays.294  They must also be effective, proportionate 
and dissuasive, and must be applied in such a manner as to avoid the creation of barriers to 
legitimate trade and to provide for safeguards against their abuse.295 

4.3.2.2 Evidence (Articles 6 and 7) 

46. Article 6(1) states that on application by a party which has presented reasonably available 
evidence sufficient to support its claims, and has, in substantiating those claims, specified evidence 
which lies in the control of the opposing party, the competent judicial authorities may order that such 
evidence be presented by the opposing party, subject to the protection of confidential information.  

When implementing the Directive, Member States have not specifically transposed provisions related 
to the protection of confidential information, claiming that their previous laws already contained 
sufficient safeguards for that purpose.296 

Article 6(2) provides that, in the case of an infringement committed on a commercial scale, the 
disclosure of banking, financial, or commercial documents under the control of the opposing party, 
subject to the protection of confidential information, may be ordered. According to recital 14 of the 
Directive, “‘commercial scale’ refers to acts ‘carried out for direct or indirect economic or commercial 
advantage’, and ‘would normally exclude acts carried out by end-consumers acting in good faith’”. 

47. While orders requiring an alleged infringer to disclose samples and documents are necessary 
to ensure proper enforcement of IPRs, the reality is that many infringers can close down their 
operations on short notice and are likely to destroy evidence before it can be disclosed. This is 
particularly true in the internet environment, as digital evidence is particularly vulnerable to quick 
deletion, obfuscation or destruction. 

Provisional measures are needed to address these risks, by enabling right-holders to secure evidence 
before it can be destroyed or dissipated.  

Therefore, Article 7(1) of the IPRED provides that the Member States must ensure that their judicial 
authorities be empowered, even before the commencement of proceedings on the merits of the 
case, to order prompt and effective provisional measures to preserve relevant evidence, subject to 
the protection of confidential information. Such measures may include a ‘search‘ or a ‘seizure‘ of the 
infringing goods and, in appropriate cases, of materials and implements used in the production 
and/or distribution of these goods and the documents relating thereto. Where necessary, these 
measures shall be taken inaudita altera parte.  This is consistent with Article 50(2) of the TRIPS 
Agreement. 

Seizure and/or search orders granted in ex parte proceedings are very common in IPR infringement 
cases in many Member States. 
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Gathering and preserving evidence in the digital environment proves very difficult in practice. 
Websites selling fake goods or facilitating infringing activities can often hardly be identified, and 
cross-border gathering of evidence is also problematic. 

4.3.2.3 Right of information (Article 8) 

48. The right of information is crucial for right-holders, since it enables them to determine the 
identity of the infringer to take legal steps against the latter. Information about distribution networks 
can enable right-holders to track down infringing products or services and ensure that they are 
removed from the supply chain and that wholesalers/retailers are notified before the product goes to 
market or the services are rendered. It is critical that this information can be obtained from 
intermediaries; thus, as regards infringements committed on the Internet, for example, ISPs are the 
only possible source of information regarding the identity of the infringer. 

49. Article 8 enables the right-holders to obtain information about the persons involved in the 
infringing activities, as well as information about the price and quantities of the goods. It is directed 
towards the infringers, but also towards intermediaries, provided the infringement has been 
committed on a commercial scale.  It is without prejudice to other statutory provisions which grant 
the right-holder rights to receive fuller information.297 

It is not clear from the wording of the Directive – and has therefore resulted in discrepancies in the 
practice, and even in the implementation tools of the Member States – whether the right of 
information can be applied as a provisional measure, before the determination of an infringement, or 
only thereafter.  The reference in Article 8(1) to “infringing goods or services” might suggest that 
disclosure orders are subject to the prior determination of an IPR infringement. On the other hand, 
the expression “in the context of infringement proceedings” might mean that disclosure orders are also 
possible before a decision on the merits of the case has been issued.298   

The Commission Staff Working Document of 22 December 2010 mentions that “[s]ome Member 
States provide for the right of information only in the context of judicial proceedings, as foreseen by 
the Directive, other Member States have gone beyond the Directive and provide for a right of 
information even before the formal proceedings, as a provisional measure”.   

50. In practice, many requests for information from third parties are directed towards ISPs. In 
some Member States, however, the right of information seems to be granted very restrictively, mainly 
due to national laws on the protection of personal data.299 For example, in cases of copyright 
infringement in the digital environment, when right-holders try to identify the infringers, their 
requests are often superseded, and therefore blocked, by the privacy laws. The rules regarding data 
retention are also unclear, and are often restricting the ability of right-holders to apply for an order 
against ISPs requiring them to disclose the identity of the account holder through which infringing 
material has been made available.300 This is particularly the case for IPR infringements committed via 

                                                               
297 IPRED (n 13), Art 8(3)(a). 
298 B Michaux and E De Gryse (“De handhaving van intellectuele rechten gereorganiseerd”, [2007] Tijdschrift voor Belgisch 
Handelsrecht, p. 639, para 37), among others, are in favour of the latter interpretation. 
299 “Study on Online Copyright Enforcement and Data Protection in Selected Member States”, commissioned by the 
European Commission’s DG MARKT, Hunton & Williams Brussels, available at 
http://ec.europa.eu/internal_market/iprenforcement/docs/study-online-enforcement_en.pdf (accessed 24 March 2012). 
300 Report on “Evidence and Right of Information” drafted by the Sub-Group on Legal Framework of the European 
Observatory on Counterfeiting and Piracy, available at 
http://ec.europa.eu/internal_market/iprenforcement/docs/evidence_en.pdf (accessed 24 March 2012).  The Legal Sub-
Group’s reports provide for a high-level analysis of the implementation of the IPRED in the Member States.  
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the Internet.301 Consequently, ISPs and other parties do not know whether they have a legal basis to 
store the data, or for how long they should store it. National laws have been adopted in this area in a 
number of Member States, but these are sometimes limited to the data to be provided to the public 
authorities, and primarily for the purposes of prosecuting criminal offences.  

The issue of the compatibility between Article 8 of the IPRED and the Data Retention Directive302 has 
been referred to the CJEU in Case C-461/10 Bonnier Audio AB. The CJEU is being asked, in essence, 
whether the Data Retention Directive, and in particular Articles 3, 4, 5 and 11 thereof, preclude the 
application of a national provision which is based on Article 8 of the IPRED and which permits ISPs in 
civil proceedings, in order to identify a particular subscriber, to be ordered to give a copyright holder 
or its representative information on the subscriber to whom the ISP provided a specific IP address, 
which address, it is claimed, was used in the infringement. The question is based on the assumption 
that the applicant has adduced evidence of the infringement of a particular copyright and that the 
measure is proportionate.  In his Opinion of 17 November 2011 in this case,303 Advocate General Niilo 
Jääskinen first confirmed that the names and addresses of the alleged infringers who are to be 
identified on the basis of their IP addresses are personal data. The legislation governing the 
protection of personal data was therefore applicable.  Next, he found that the Data Retention 
Directive was not applicable to the case; indeed, it only deals with information disclosure orders at 
the request of public authorities, as opposed to individuals, and with a view to prosecuting criminal 
offences. He further found that neither the E-Privacy Directive,304 nor the IPRED contained any 
provision which would permit the retention of personal data by ISPs for the purposes of protecting 
IPRs.  

He considered that ISPs can retain (and be ordered to disclose) personal data of their subscribers for 
the purposes of the protection of IPRs only if it is provided for by specific national legislation, which 
would respect EU laws on the protection of personal data.  This is a consequence of Article 8(3) of the 
IPRED, which expressly provides that Article 8(1) and (2) is without prejudice to other statutory 
provisions governing the processing of personal data.   

The Advocate General recalled that, in the Promusicae case,305 the CJEU had held that, although the E-
Privacy Directive, the E-Commerce Directive and the Copyright Directive do not require the Member 
States to lay down an obligation to disclose personal data in the context of civil proceedings, they do 
not preclude them from doing so either, provided that certain safeguards are in place. 

He concluded that in the absence of specific national legislation, it would be against EU data protection 
laws to process personal data collected for a different purpose than that for which they were 
collected. Hence, even if the data have been lawfully stored in accordance with Article 6 of the E-
Privacy Directive, this does not mean that they can be disclosed for the purposes of Article 8 of the 
IPRED. 

                                                               
301 Commission Staff Working document on the application of the IPRED (n 95), p. 12. 
302 Directive 2006/24/EC of the European Parliament and of the Council of 15 March 2006 on the retention of data generated 
or processed in connection with the provision of publicly available electronic communications services or of public 
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communications) [2002] OJ L201/37. 
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4.3.2.4 Injunctions (Articles 9 and 11) 

51. The IPRED distinguishes between interlocutory injunctions (Article 9) and permanent 
injunctions (Article 11).  The former are aimed at preventing an imminent infringement, or 
forbidding the continuation of an alleged infringement, or to make such continuation subject to the 
lodging of guarantees pending the proceedings on the merits of the case; by contrast, the latter are 
issued at the outcome of the proceedings on the merits of the case, i.e. after the determination of the 
infringement.  

Both types of injunctions are available towards infringers and towards intermediaries “whose services 
are being used by a third party to infringe an intellectual property right”.  The notion of “intermediaries” 
has been broadly interpreted in the Member States, and includes, inter alia, carriers, freight 
forwarders, shipping agents, landlords, online market places, ISPs, etc. There does not need to be a 
contractual relationship or connection between the (alleged) infringer and the intermediary for the 
right-holder to be entitled to seek an injunction against an intermediary.306 Neither is injunctive relief 
against such parties subject to their being directly or indirectly liable for the infringement.  This is not 
inconsistent with the liability ‘safe harbour’ provisions of the E-Commerce and Copyright Directives.307 

Injunctions against intermediaries are used relatively often in the Member States as the infringers are 
often unknown. Such remedies have been successfully used in order to block access to the sites 
which facilitate works protected by copyright or related right without the consent of the right-holder. 
Such injunctions often encourage the infringing party to engage in settlement discussions.308   

52. Concerning the scope of permanent injunctions granted towards the operator of an online 
marketplace under Article 11 of the IPRED, the CJEU held that Article 11 of the Directive had to be 
interpreted as requiring the Member States to ensure that the national courts with jurisdiction in 
relation to the protection of IPRs are able to order that operator to take measures which contribute, 
not only to bringing to an end specific infringements of those rights by users of that marketplace, but 
also to preventing further infringements of that kind. Those injunctions must be effective, 
proportionate, and dissuasive and must not create barriers to legitimate trade.309  In Cases C-70/10 
Scarlet v SABAM310 and C-360/10 SABAM v Netlog,311 the CJEU came to the same conclusion regarding 
ISPs and hosting service providers. 

53. With regard to filtering by online intermediaries, the CJEU held, in Scarlet and Netlog, that:  

                                                               
306 Staff Working Document on the application of the IPRED (n 95), p. 14. “Therefore not only intermediaries used (directly) 
by the infringer are covered by the Directive, but also intermediaries used by a third party to infringe an intellectual property 
right” (ibid, footnote 36). 
307 Indeed, recital 45 of the E-Commerce Directive provides that: "The limitations of the liability of intermediary service 
providers established in this Directive do not affect the possibility of injunctions of different kinds; such injunctions can in 
particular consist of orders by courts or administrative authorities requiring the termination or prevention of any 
infringement, including the removal of illegal information or the disabling of access to it."  Similarly, recital 59 of the 
Copyright Directive provides that: "In the digital environment, in particular, the services of intermediaries may increasingly 
be used by third parties for infringing activities. In many cases such intermediaries are best placed to bring such infringing 
activities to an end. Therefore, without prejudice to any other sanctions and remedies available, rightholders should have 
the possibility of applying for an injunction against an intermediary who carries a third party's infringement of a protected 
work or other subject-matter in a network. This possibility should be available even where the acts carried out by the 
intermediary are exempted under Article 5. The conditions and modalities relating to such injunctions should be left to the 
national law of the Member States." 
308 Staff Working Document on the application of the IPRED (n 95), p. 15. 
309 CJEU, Case C-324/09 L’Oréal v eBay, 12 July 2011 (available at www.curia.eu). 
310 CJEU, 24 November 2011 (available at www.curia.eu), para 31. 
311 CJEU, 16 February 2012 (available at www.curia.eu), para 29. 
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 the rules for the operation of the injunctions for which the Member States must provide 
under Article 11 of the IPRED (and Article 8(3) of the Copyright Directive), such as those 
relating to the conditions to be met and to the procedure to be followed, are a matter for 
national law;312  

 Nevertheless, the rules established by the Member States, and likewise their application by 
the national courts, must observe the limitations arising from both Directives and from the 
sources of law to which those Directives refer;313 

 Thus, in accordance with recital 16 in the preamble to the Copyright Directive and Article 
2(3)(a) of the IPRED, those rules may not affect the provisions of the E-Commerce Directive.314  
Consequently, those rules must, in particular, respect Article 15(1) of the E-Commerce 
Directive, which prohibits national authorities from adopting measures which would require 
an ISP or a hosting service provider to carry out general monitoring of the information that it 
transmits/stores.315  That prohibition applies in particular to national measures which would 
require an intermediary provider, such as an ISP or a hosting service provider, to actively 
monitor all the data of each of its customers in order to prevent any future IPR infringement. 
Furthermore, such a general monitoring obligation would be incompatible with Article 3 of 
the IPRED, which states that the measures to ensure the respect of IPR referred to by the 
Directive must be fair and proportionate and should not be unnecessarily complicated or 
costly.316 

The Court concluded that the E-Commerce Directive, the Copyright Directive, the IPRED, the Data 
Protection Directive, and the E-Privacy Directive, read together and construed in the light of the 
requirements stemming from the protection of the applicable fundamental rights (such as the right 
to conduct a business, the right to protection of personal data and the freedom to receive or impart 
information) preclude a national court from issuing an injunction against an ISP or a hosting service 
provider which requires it to install a system of filtering all electronic communications passing 
through the ISP’s services (in particular, those involving the use of peer-to-peer software) or 
information which is stored on the hosting service provider’s servers by its service users, which 
applies indiscriminately to all of those users, as a preventive measure, exclusively at its expense and 
for an unlimited period, which is capable of identifying electronic files containing works in respect of 
which the plaintiff claims to hold copyright protection. 

The Court held that an injunction requiring the installation of the contested filtering system would 
involve monitoring all (or most) of the electronic communications made through the network of the 
ISP concerned or all (or most) information stored on the hosting service provider’s servers, in the 
interests of the right-holders. Moreover, that monitoring would have no limitation in time, would be 
directed at all future infringements and would not be intended to protect not only existing works, 
but also future works that have not yet been created at the time when the system is introduced.   
Accordingly, such an injunction would result in a serious infringement of the freedom of the service 
providers concerned to conduct their business since it would require them to install a complicated, 
costly, permanent computer system at their own expense, which would also be contrary to the 
conditions laid down in Article 3(1) of the IPRED, which requires that measures to ensure the respect 
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of IPRs should not be unnecessarily complicated or costly.  The Court concluded that the injunction 
to install the contested filtering system was to be regarded as not respecting the requirement that a 
fair balance be struck between, on the one hand, the protection of the IPR enjoyed by copyright 
holders, and, on the other hand, that of the freedom to conduct business enjoyed by operators such 
as ISPs or hosting service providers.  Moreover, the effects of that injunction would not be limited to 
the operators concerned, as the contested filtering system could also infringe the fundamental rights 
of those operators’ customers, namely their right to protection of their personal data and their 
freedom to receive or impart information, which are rights safeguarded by Articles 8 and 11 of the 
Charter respectively; indeed, that system might not distinguish adequately between unlawful 
content and lawful content, with the result that its introduction could lead to the blocking of lawful 
communications.317 

4.3.2.5 Corrective measures (Articles 10 and 12) 

54. Article 10 of the IPRED mandates the EU Member States to ensure that their judicial 
authorities may order the recall, or the definitive removal, from the channels of commerce, or the 
destruction of goods which they have found to infringe IPRs. 

Since the IPRED requires the Member States to provide for corrective measures which are dissuasive 
(see Article 3(2)), destruction of infringing goods has, generally, been the preferred (and most 
commonly used) corrective measure in the Member States.318 This destruction always takes place after 
the decision of the court finding an infringement.  

The measures of “market recall” and/or “definitive removal from the market” of the infringing 
products are often considered in strict relationship with the destruction.  It is normally necessary to 
collect the items that should be destroyed, otherwise only the infringing products already seized or 
still present at the infringer’s premises at the outcome of the proceedings on the merits would be 
destroyed. Recourse to the measures of “market recall” and/or “definitive removal” allows to save the 
costs of multiple seizures at several different locations.319 

The issue of “secondary use” of goods infringing IPRs (which consists, for example, in the removal of 
the infringing signs, logos or trade marks from the goods, in their recycling or their donation to 
charity) is not harmonized by the IPRED. Consequently, practices in Member States seem to differ 
considerably. In some Member States it seems that goods are destroyed only if their secondary use is 
not possible. In other Member States secondary use appears to be permitted only in exceptional 
cases, and there are Member States where secondary use of goods infringing IPRs does not seem to 
be permitted at all.320 

Less than half of the Member States have implemented Article 12 of the IPRED, which provides for an 
option for Member States to introduce alternative measures in the form of a pecuniary 
compensation to the injured party if the person that infringed the IPR acted unintentionally and 
without negligence, if execution of other measures would cause disproportionate harm and if 
pecuniary compensation appears reasonably satisfactory. Furthermore, in some of these Member 
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States the conditions for an “unintentional infringement without negligence” are interpreted very 
narrowly given that the standards to act with due care are set at a relatively high level.321 

4.3.2.6 Damages and legal costs (Articles 13 and 14) 

55. Article 13 of the Directive requires the Member States to enable the competent judicial 
authorities to order the infringer who knowingly, or with reasonable grounds to know, engaged in an 
infringing activity, to pay the right-holder damages appropriate to the actual prejudice suffered by 
him as a result of the infringement. Where the infringer acted in good faith, judicial authorities 
should, at the very least, be empowered to order the recovery of profits or the payment of damages. 
56. As a general principle, damages for IPR infringements are intended to accomplish two ends. 
First, they should compensate the right-holder for the damages suffered as a result of the 
infringement, i.e. they should put the right-holder in the position he would have been in had the 
infringement not been committed.  Infringement proceedings are expensive. Right-holders must 
often invest substantial sums to detect an infringement, identify the infringer, investigate his or her 
activities, gather evidence of infringement, secure seizure, storage and ultimately destruction of 
infringing goods, and litigate a civil infringement action. Inability to recover the full range of such 
costs is a disincentive to pursue IPR infringements for all right-holders, but is a particular concern for 
SMEs.  

Secondly, Article 3(2) of the IPRED also requires that damage awards, as with all civil enforcement 
measures, be “dissuasive”. 

57. There appears to be broad consensus among the Member States that damage awards in 
principle should result in complete indemnification of the injured right-holder, at least in cases where 
the infringer knew or should have known that his conduct was infringing.322 
Nevertheless, it appears from the Communication and the Staff Working Document on the 
Application of the IPRED323 that the damages granted by the courts in IPR cases remain rather limited. 
Consequently, most cases end at the stage of granting an injunction and do not reach the stage of 
requesting damages.  
The Communication and the Staff Working Document on the Application of the IPRED further 
acknowledges that, “[s]ince the pecuniary value of intellectual property may be rather difficult to 
measure, also due to its 'abstract' nature, practice has shown that assessing damages for 
infringements of intellectual property rights is often complicated. Damages from sales of counterfeit 
goods over the Internet are even more difficult to assess, and it often happens that after having been 
discovered, infringers quickly re-appear under a different name. This situation has not changed 
significantly through the entry into force of the Directive. In most cases only slight adjustments of 
national laws governing the calculation and award of damages were needed to make Member States 
comply with the Directive. However, due to the relatively low number and the considerable length of 
the judicial proceedings, there is not yet an established case law on the evaluation and assessment of 
damages since the transposition of the Directive in the Member States. At the same time it seems that 
existing judgements have not been overly explicit and detailed on how awarded damages have been 
calculated”.324 

58. The IPRED provides for two methods of calculating damages: they can either be calculated on 
the basis of the actual prejudice suffered (e.g., by taking the right-holder’s lost profits, the infringer’s 
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unfair profits, and/or the moral prejudice and other negative economic consequences incurred by the 
right-holder, into consideration); or they can be awarded as a lump sum based on at least the (single) 
amount of royalties which would have been due if the infringer had requested authorization to use 
the IPR in question. 
When awarding damages, it appears that all Member States take the right-holders' lost profits into 
account. Lost profits are usually defined as profits which would have been earned by the right-holder, 
in the absence of the infringement, or which could have been justifiably expected (excluding the 
infringer's profits). Nevertheless, in some Member States it seems unclear whether the price of the 
original product or the price of a counterfeit/pirated product (which may be substantially lower in 
some cases) should be taken into account when assessing the right-holder's lost profits. Moreover, 
lost profits can be difficult to prove, in particular where infringing activities undermine the value of 
legal sales. Extensive infringing activities often make the branded goods lose their “exclusivity” which 
leads to a decline in consumer demand, damage to goodwill etc. 

Article 13(1)(a) of the IPRED also allows the courts to take the profits unlawfully made by the infringer 
(“unjustified enrichment”) into account when awarding damages.  Thus, for example, Hungary, 
Estonia, The Netherlands, Belgium, Luxembourg, Austria, and Italy permit disgorgement of the 
infringer’s unjust enrichment.  The Communication and the Staff Working Document on the 
Application of the IPRED325 stress that infringer’s profits constituted a new aspect for assessing 
damages in some Member States and it has been implemented into the national legislation in very 
different ways. Many Member States require a right-holder to prove that profits were made with or as 
a result of the infringing products (causal link). Infringers may sometimes make higher profits with the 
infringing products than the right-holders with their branded goods. Right-holders appear to find it 
very difficult to prove that they would have earned the same profits as the infringers, particularly 
where the infringers offer their products under conditions that significantly differ from those of the 
legal channels (e.g. lower prices, lower manufacturing costs, absence of related services etc.). 

In some countries, it is possible to take the right-holder’s losses, as well as the infringer’s profits into 
account when calculating damages (in particular in cases of infringements committed in bad faith). In 
other countries, only the one or the other can be claimed.326  
59. Because of the difficulty to assess the economic losses and moral prejudice suffered by right-
holders in IPR infringement cases, many national courts opt for awarding lump-sum damages in such 
cases. The tool of “lump sum” damages, however denominated, is a very useful way for courts to 
approximate the full extent of such damages that they reasonably believe have been incurred. 
It appears that, in respect of specific infringements (mostly infringements of copyright and rights 
related), a significant number of Member States have introduced lump-sum damages set as multiple 
(mostly double) amounts of royalties (licensing fees) due.327  This is because even lump-sum damages 
calculations can be difficult to quantify precisely or consistently.  Multiple damages are seen not as 
“punitive measures” or as an undeserved windfall for right-holders, but rather as a proportionate and 
convenient way of estimating of estimating and compensating for all of the various types of 
economic and moral detriment that a right-holder suffers by reason of an IPR infringement.328   

In some Member States, damages related to the infringer’s turnover can also be awarded.  Thus, for 
example, Estonia allows for damage awards of the full retail price of the infringing goods in 
appropriate cases, while Spain allows for damage awards calculated as a percentage of the infringer’s 
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turnover in certain cases.329 Again, these measures of value are properly viewed not as “punitive” 
provisions but rather as proportionate remedies that recognize that in order to achieve the IPRED’s 
requirement that damages awards be dissuasive, none of the profit or other economic benefit of 
infringement should be left as a “reward” with the infringer.  Far from being a deterrent to 
infringement, those damages systems which refuse to relieve infringers of some of their profits or 
other economic benefits of infringement – such as by letting the infringer in some cases keep the part 
of a licence fee or distribution profit that a legitimate purchaser would have had to pay to the 
legitimate distribution channel – actually encourage infringers to take the risk of infringement, with 
little greater “downside” than the normal licence fee even if the infringement is detected and proven. 

60. Article 14 of the IPRED provides that the successful party should, in principle, be able to 
recover the costs of proceedings necessary for the effective protection or enforcement of IPRs. The 
costs of litigation concerning IPRs are often significant. Internet-based infringements often require 
costly and time-consuming investigations. Test purchases are sometimes necessary. “Furthermore, 
given the (often) cross-border nature of the infringing activities, experts from several jurisdictions 
may be required to assist. These costs are not always fully taken into consideration by the courts. In 
some jurisdictions, only the fees of the experts appointed by the court are reimbursed”. The 
possibility of a 100 per cent reimbursement of legal and enforcement costs was reported only in a 
limited number of countries, mostly in Central and Eastern Europe. The reimbursement of legal costs 
and other expenses in a successful litigation usually remains far below the actual legal costs 
incurred.330 

4.4 The Border Measures Regulation 

61. Regulation 1383/2003331 mandates the customs authorities of the Member States to take 
detain or suspend the release of goods which are suspected of infringing IPRs. The Regulation applies 
whenever such goods cross one of the EU’s external borders, irrespective of their customs status. In 
other words, it applies not only to goods which are being exported from, or released for free 
circulation in, the EU, but also to in-transit or trans-shipped goods – provided, again, that the goods 
can in such case be reasonably suspected of infringing IPRs. 

The Regulation extends border measures to all forms of patent, SPC, plant variety right, designations 
of origin, and geographical indication infringements.  In the field of trade marks, copyright and 
related rights, however, it only applies to “counterfeit goods” and “pirated goods”, which are defined 
in a restrictive way in Article 2(1)(a) and (b).   

The Regulation does not apply to parallel-imported genuine goods.332  

“Counterfeit goods” are “goods, including packaging, bearing without authorisation a trade mark 
identical to the trade mark validly registered in respect of the same type of goods, or which cannot 
be distinguished in its essential aspects from such a trade mark”, and which thereby infringes the 
trade mark-holder’s rights under national or EU trade mark law.  “Pirated goods” are “goods which are 
or contain copies made without the consent of the holder of a copyright or related right or design 
right, regardless of whether it is registered in national law, or of a person authorized by the right-
holder in the country of production” in case where the making of those copies would constitute a 
copyright or related right infringement under national law. 
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It is commonly accepted that those definitions do not cover all types of trade mark, copyright or 
related right infringements. 

4.5 ACTA 

4.5.1 General 

62. Stakeholders such as EDRI explicitly admit that “[m]any of the provisions (…) in ACTA come 
from the Intellectual Property Enforcement Directive (IPRED)”.333 

However, ACTA is written in more general terms than the IPRED and contains exceptions and 
procedural safeguards that are overall less precise and less specific. 

The Commission explains this by the fact that “an international agreement negotiated by parties with 
different legal traditions will be drafted in more general terms than is the case for EU legislation. 
Nevertheless, ACTA does, in fact, contain the necessary safeguards to allow its Parties, including the 
EU, to strike an appropriate balance between all the rights and interests involved. Obviously, not all 
ACTA parties share exactly the same view on how to put this balance into practice, which is why, 
rather than setting out every detail, ACTA provides the Parties with the necessary flexibility to 
establish a balance which takes account of their economic, political and social objectives, as well as 
their legal traditions”.334 

63. Pursuant to Article 5(h) of ACTA, the proposed Agreement would cover the same IPRs as the 
IPRED, with the exception of sui generis rights of database makers, utility models and plant variety 
rights.  Beside, ACTA also includes protection of undisclosed information.  However, Article 3(2) of 
ACTA provides that nothing in this Agreement creates an obligation on a Party to apply measures 
where an IPR is not protected under its laws and regulations.  In the EU, this would apply to 
protection of undisclosed information;335 in the United States, this would apply to, for example, 
protection of geographical indications. 

Hence, ACTA does not go beyond the IPRED in terms of the IPRs which require protection. 

As a general rule, the ACTA provisions are to be implemented in respect of all types of IPRs. As will be 
seen below, however, some provisions only relate to counterfeit trade mark goods and pirated 
copyright goods, which are narrowly defined in Article 5(d) and (k). 

4.5.2 The compatibility between ACTA and the EU acquis 

4.5.2.1 Right of information (Articles 11 and 27(4)) 

64. Article 11 of ACTA requires (“each Party shall provide”) the Parties to provide a right of 
information towards the courts or the right-holders.336  Disclosure orders are possible against both 
“infringers” and “alleged infringers”. A number of safeguards have been put in place, however.  First, 
access to information can only be granted by a judicial authority. Secondly, when examining a 

                                                               
333 http://edri.org/book/export/html/2853 (accessed 24 March 2012). 
334 Commission Services Working Paper ‘Comments on the “Opinion of European Academics on Anti-Counterfeiting Trade 
Agreement” (n 40), p. 1. 
335 Trade secrets are generally protected under the laws of unfair competition in the Member States. Labour laws may, 
likewise, contain provisions on trade secrets protection. 
336 By contrast, Article 47 of the TRIPS Agreement was merely optional (“Members may provide”). Article 11 of ACTA also 
expands the list of information that can be requested. 
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request for access information, the courts will have to examine whether such request is “justified”. The 
ACTA leaves it entirely to the courts to decide when a request is justified.  

The situation is comparable under Article 9 of the IPRED.  

As a result of the proportionality requirement laid down in Article 6(3) of ACTA, when the request 
relies on an alleged infringement, the courts will have to be more severe in the assessment of the 
question whether or not a disclosure order is reasonably justified.337 This concretely means that the 
courts will have to carry out a preliminary assessment of the likely validity or existence of the IPR 
relied on and of the alleged infringement. Similarly, although Article 11 entitles the courts to order 
disclosure directly to the right-holder if they deem fit, they will retain full discretion to dismiss such 
requests if the information provided to them by the right-holder is not sufficiently concrete in terms 
of indicating an infringement. The fact that the courts “have the authority” to issue information 
disclosure orders does not mean that they have the duty to do so whenever requested to. In all cases, 
the safeguard set out in Article 6(1) to (3) will have to be taken into consideration. 

The standard laid down in Article 11 of ACTA is not unreasonable when compared to Article 9(3) of 
the IPRED, which provides that the courts of the Member States should be able to order 
precautionary measures without being obliged in each case to require the applicant to provide any 
reasonably available evidence in order to satisfy themselves with a sufficient degree of certainty that 
the applicant is the right-holder and that the applicant’s right is being infringed, or that such 
infringement is imminent.338  Under Article 9 of the IPRED, the level of evidence required to satisfy the 
courts that the applicant is the right-holder and that his rights are being infringed, or that such 
infringement is imminent, is generally at the courts’ discretion.339   

65. It is somewhat unclear whether Article 11 of ACTA is in line with Article 8(1) of the IPRED.  
This is because it is unclear in the first place whether or not Article 8(1) of the Directive permits the 
disclosure of information prior to the effective determination of the infringement. It simply provides 
that such orders should be made “in the context of proceedings concerning an infringement”.  As has 
been pointed out in paragraph 38, whilst a number of EU Member States provide for the right of 
information only in the context of judicial proceedings, others also provide for a right of information 
before the formal proceedings (i.e. based on alleged infringements), as a provisional measure.340   

On the other hand, Article 8(1) of the IPRED extends far beyond Articles 11 and 27(4) of ACTA insofar 
as it applies not only to (alleged) infringers but also to “any other person who was found in 
possession of the infringing goods on a commercial scale, was found to be using the infringing 
services on a commercial scale, was found to be providing on a commercial scale services used in 

                                                               
337 The IPRED, Art 8(1) also uses the expression “in response to a justified request”. In addition, it expressly reaffirms the 
proportionality requirement already laid down in Article 3(2). According to the Commission, “[d]uring the negotiations, it 
was agreed among the Parties that making additional references to the proportionality principle in other provisions of ACTA 
was not only unnecessary but could also give rise to questions as to the applicability of the general requirement whenever a 
specific reference was lacking”; Commission Services Working Paper ‘Comments on the “Opinion of European Academics on 
Anti-Counterfeiting Trade Agreement” (n 40), p. 8. 
338 The IPRED, Article 9(3), provides that the courts should “have authority” to require the applicant to provide such 
evidence.  
339 Report on “Injunctions” drafted by the Sub-Group on Legal Framework of the European Observatory on Counterfeiting 
and Piracy, available at http://ec.europa.eu/internal_market/iprenforcement/docs/injunctions_en.pdf (accessed 24 March 
2012). 
340 In should be noted that Article 57 of TRIPS and Article 9(3) of Regulation 1383/2003 also allow the communication by 
Customs to the right-holder of personal data prior to the determination of an infringement.  A request to a judicial body is not 
even required in such case. See, by analogy, under the previous Border Measures Regulation (3295/94), CJEU, Case C-223/98 
Adidas AG [1999] ECR I-7081. 
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infringing activities, or was indicated by the above persons as being involved in the production, 
manufacture or distribution of the goods or the provision of the services”. 

66. Article 27(4) contains a provision which is similar to Article 11, in relation to the digital 
environment. The scope of this provision is broader as regards the determination of the authority 
competent to order the disclosure of information, insofar as it refers to any “competent authorities”.341 
Pursuant to Article 5(c), this does not only includes judicial authorities, but also administrative and 
law enforcement authorities (as defined by the Parties’ legislations).   

Article 15(2) of the E-Commerce Directive equally provides that the EU Member States may provide 
for ISPs to inform the competent public authorities of alleged illegal activities undertaken or 
obligations to communicate to the competent authorities, at their request, information enabling the 
identification of recipients of their service with whom they have storage agreements. However, no 
disclosure is foreseen to right-holders.   

On its part, Article 8(1) of the IPRED only refers to the civil authorities.342 

In any instance, unlike Article 11, Article 27(4) is not binding on the Parties (“may” clause).  Therefore, 
it will not affect the EU acquis. 

67. Article 4 of ACTA, which applies to the entire Agreement, also contains a number of 
safeguards regarding the disclosure of confidential information and personal data. However, we 
agree with Korff and Brown343 that this provision only relates to the disclosure of information by the 
Parties, i.e. by the States, and not by individuals or companies (including ISPs). 

Nevertheless, both Article 11 and Article 27(4) are expressly subject to compliance with the laws and 
regulations of the ACTA Parties, with the former provision expressly referring to the laws governing 
privilege, the protection of confidentiality of information sources, or the processing of personal data.  
Article 27(4) expressly states that it is to be implemented “in a manner that avoids the creation of 
barriers to legitimate activity, including electronic commerce” and “preserves fundamental principles such 
as freedom of expression, fair process and privacy”.  

Besides, should any ACTA Party decide to implement Article 27(4), it would have to do so in a manner 
that complies with the safeguards provided for in Article 47 of TRIPS.344 

68. Specifically in relation to the digital environment, the CJEU held, in the Promusicae case,345 
that the EU acquis (including the Data Protection Directive, the E-Commerce Directive, the E-Privacy 

                                                               
341 Pursuant to Article 5 of ACTA, “competent authorities” includes the appropriate judicial, administrative, or law 
enforcement authorities under a Party’s law.  It has been argued, inter alia by ARTICLE19, that “[s]uch bodies are not 
independent from government and, especially in the case of law enforcement authorities, do not grant the same 
protections as the judiciary would to the due process rights of those subject to information requests” 
(http://www.article19.org/resources.php/resource/2901/en/european-parliament:-reject-anti-counterfeiting-trade-
agreement-%28acta%29; accessed 24 March 2012).  It has also been alleged that “[t]he required burden on the rights holder 
for attaining an information disclosure order is unclear”, as ACTA only requires them to make a “legally sufficient” claim of an 
“alleged” infringement” (ibid). Reference can be made in this regard to the comments made in paragraph 52 concerning the 
requirement for a “justified request” in Article 11. 
342 Article 27(4) of ACTA is also broader than Article 47 of TRIPS insofar as it provides for the possibility of disclosing 
subscribers’ data both on infringing and non-infringing ISPs. 
The nature of the “expeditious” proceedings referred to in Article 27(4) of ACTA have also raised questions.  This may include 
ex parte proceedings, which must then be subject to the safeguards provided in, inter alia, Article 6 of ACTA and Article 50(6) 
of TRIPS. 
343 Cf n 38, p. 27. 
344 ACTA (n 36), Art 1. 
345 See above, n 131. 
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Directive, and the IPRED) does not require the Member States to lay down an obligation to 
communicate personal data in order to ensure effective protection of copyrights in the context of 
civil proceedings. However, it does not preclude them from doing so, provided that some safeguards 
are put in place. 

ACTA does not provide otherwise.  Article 6 of ACTA provides for general obligations which apply 
throughout the entire Agreement and expressly stipulates that IPR enforcement proceedings 
(including any request for subscriber information in relation to accounts allegedly used for 
infringement) must be subject to safeguards. Article 6(2) requires that procedures adopted, 
maintained or applied to implement ACTA provisions shall be fair and equitable.  The word “process” 
in Article 27 covers, without limitation, the term “procedures” in Article 6(2), and the expression “fair 
process” in Articles 27(2) and 27(4) encompasses the reference to fair and equitable procedures in 
Article 41 of TRIPS. This applies to both Articles 11 and Article 27(4).  In addition, when deciding to 
implement Article 27(4), the Parties are required to do so in a manner that is consistent with their 
laws. These include the EHCR and the Charter. Articles 27(2) and 27(4) expressly preserve a number of 
fundamental rights, including freedom of expression, privacy, and fair process. The expression “such 
as” suggests that this list is not limitative.   

As the authors of the INTA Study put it,346 the mechanisms to ensure that these rights are maintained 
have to be put in place outside of ACTA. 

69. Consequently, neither Article 11 nor Article 27(4) (which is merely optional) will affect in any 
way the safeguards provided for in Article 8(3) of the IPRED. The protection of privacy, which is 
expressly preserved by Article 11 of ACTA, commands that effective provisions are made against 
misuse of acquired information.  

Article 11 as well as Article 27(4) (insofar as it is not mandatory) of ACTA appear to be in line with the 
EU acquis – at least as it has been understood and implemented by most Member States. 

4.5.2.2 Injunctions (Articles 8(1), 12 and 27(1)) 

70. Unlike Article 12 of the IPRED, Article 8(1) of ACTA does not expressly contain an option to 
order pecuniary compensation to be paid to the right-holder instead of applying injunctions. 

In fact, Article 8(1) of ACTA only requires Parties to provide their judicial authorities with the option to 
issue injunctions (subject to the proportionality requirement mentioned in Article 6(3)).  ACTA does 
not preclude the Parties to provide their judicial authorities with the possibility to impose alternative 
measures, such as the award of pecuniary compensation. Moreover, Article 8(2) expressly provides 
that where the remedies set out in the “civil enforcement” section of the Agreement would be 
inconsistent with a Party’s law, declaratory judgments and adequate compensation shall be available. 

Consequently, Article 8(1) of ACTA will leave Article 12 of the IPRED unaffected. 

71. Article 8(1) of ACTA stipulates that each Party must provide that its judicial authorities have 
the authority to issue an injunction against “any third party over whom the relevant judicial authority 
exercises jurisdiction” to prevent goods that infringe an IPR from entering into the channels of 
commerce.  ACTA does not impose any explicit limitation on the type of third party on which 
injunctions can be ordered. 

Article 11 of the IPRED contains a similar provision vis-à-vis intermediaries whose services are used for 
committing the infringement. Article 8(3) of the Copyright Directive also provides that the Member 

                                                               
346 Cf n 41, p. 59. 
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States are to ensure that right-holders are in a position to apply for an injunction against 
intermediaries whose services are used by a third party to infringe a copyright or related right. 

As has been pointed out above,347 the concept of “intermediaries” has traditionally been interpreted 
very broadly in the EU.  Contrary to FFII,348 we believe that this notion would include, inter alia, 
suppliers of raw materials and software, depending on the circumstances. 

72. Article 12 of ACTA contains provisional measures inaudita altera parte – which are essentially 
identical to those mentioned in Article 50(1) of TRIPS. However, ACTA does not at the same time 
expressly take up all the provisional guarantees which have been introduced in Article 9(4) and (5) of 
the IPRED.349  

However, the express reference to the TRIPS Agreement in Article 1 of ACTA entails that the 
mandatory safeguards provided for in TRIPS have been taken over by ACTA. The TRIPS Agreement 
obviously remains binding on all countries member of the WTO, including the ACTA Parties. This 
includes, inter alia, Articles 50(4) and (6) of TRIPS.  In addition, the safeguards mentioned in Article 6(2) 
of ACTA apply to Article 12 of ACTA.  The procedural guarantees provided for in Articles 9(4) and 9(5) 
of the IPRED, which reflect the requirements laid down in Articles 50(4) and 50(6) of TRIPS, would 
therefore be unaffected by ACTA. In addition, Article 12(5) of ACTA does contain a reference to the 
possibility for the defendant to later on challenge provisional measures which have been granted 
inaudita altera parte (cf. “where the provisional measures are revoked”). 

73. Further, Article 12 of ACTA extends the scope of materials that may be seized by the courts 
beyond just the infringing goods (subject in all cases to the proportionality requirement and other 
safeguards provided in Article 6). By contrast, there is no express reference to materials and 
implements in Article 9(1) of the IPRED. However, Article 50 of TRIPS provides that the judicial 
authorities of the WTO-Members must have authority to order prompt and effective provisional 
measures to preserve relevant evidence in regard to the alleged infringement. Depending on the 
circumstances, this may include materials and implements. Article 8 of the IPRED also permits the 
seizure of implements and materials as a provisional measure to preserve evidence. 

74. Article 27(1) of ACTA provides that the Parties must ensure that enforcement procedures, to 
the extent set forth in, inter alia, Article 8 and 12 of the Agreement, are available under its law so as to 
permit effective action against IPR infringements which take place in the digital environment, 
“including expeditious remedies to prevent infringement and remedies which constitute a deterrent to 
further infringements”. 

This provision is in line with Articles 12(3), 13(2) and 14(3) of the E-Commerce Directive, Article 8 of 
the Copyright Directive and Articles 3 and 9 of the IPRED.  These Directives all provide the possibility 
for national authorities or courts, on a case-by-case basis, to order interim injunctions to prevent or 
terminate an IPR infringement.  Under the above provisions, a court could, for example, order an ISP 
to remove advertisements promoting the sale of infringing goods. Article 27(1) of ACTA does not 
impose on ISPs to implement technical measures in order to prevent their customers from 
committing infringements.   

                                                               
347 Cf para 50. 
348 http://people.ffii.org/~ante/acta/acta-acquis2.pdf (accessed 24 March 2012). 
349 Article 9(4) provides for the possibility to review a decision granting a provisional measure “with a view to deciding (…) 
whether those measures shall be modified, revoked or confirmed”. Article 9(5) provides that the provisional measures must 
cease to have effect if the applicant does not institute proceedings leading to a decision on the merits within a reasonable 
period of time. 
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4.5.2.3 Corrective measures (Article 10) 

75. The European Academics Opinion,350 amongst others, regrets that Article 10(1) of ACTA would 
shift the focus from “disposal outside the channels of commerce” to outright destruction (“except in 
exceptional circumstances”), while under Article 10 of IPRED destruction is only one option.  

In the case of counterfeit and pirated goods destruction is often the only option to effectively secure 
the removal of the goods from the channels of commerce. As regards counterfeit goods, for example, 
both Article 17 of Regulation 1383/2003 and Article 46 of TRIPS provide that, except in exceptional 
circumstances, simply removing infringing signs from counterfeit goods does not render the latter 
legitimate. The courts in the Member States have widely ordered the destruction of such goods; 
indeed, when goods are simply removed from commercial channels, the question occurs what to do 
with them. Forfeited goods cost a fortune to the exchequer in terms of storage. 

As already mentioned,351 destruction of goods has been the preferred (and most commonly used) 
corrective measure in the Member States.  In some Member States, orders for definitive removal of 
the goods from the channels of commerce are often used as a precondition for destruction.352 

In any instance, Article 10 of ACTA does not deprive the courts from the possibility not to order 
destruction, and to favour alternative remedies in specific cases (i.e. subject to the requirements set 
out in Article 6(3) of ACTA, which include “the need for proportionality between the seriousness of the 
infringement, the interests of third parties, and the applicable measures, remedies and penalties”).  
Accordingly, the rights of non-infringing third parties (such as the property rights in the infringing 
goods, materials or implements which may have been acquired by a bona fide consumer) will have to 
be taken into account.  

To that extent, Article 10 of ACTA is not incompatible with Article 10 of the IPRED. 

As a matter of fact, the possibility afforded to the courts by Article 10 of the IPRED to order the recall 
of infringing goods could be regarded as extending far beyond the provisions of ACTA, which does 
not provide for such a possibility.   

Similarly, the EU acquis goes far beyond ACTA in that it allows the Member States to provide, on 
certain conditions, for the destruction of goods suspected of infringing IPRs which have been blocked 
by Customs, without a determination of the infringement by the judicial authorities, notably based 
on an implied consent from the importer, owner, declarant or holder of the goods.353 

76. By its very nature, destruction is a corrective measure which aims to apply primarily, if not 
exclusively, with respect to physical goods.  Hence, Article 10 of ACTA will presumably have very little 
impact on IPR infringements in the digital environment. 

4.5.2.4 Damages (Article 9) 

77. Article 9 of ACTA provides for the possibility for the courts to award damages in IPR 
infringement cases. This provision only applies to knowing infringements and infringements due to 
negligence, as opposed to so-called innocent infringers.  

 

 

                                                               
350 Cf n 31. 
351 Cf para 53. 
352 Commission Staff Working Document on the application of the IPRED (n 95), p. 19. 
353 Regulation 1383/2003 (n 14), Art 11. 
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(i)    Article 9(1) 

78. Pursuant to Article 9(1) of ACTA, when awarding damages, the judicial authorities of the ACTA 
Parties shall have to consider, inter alia, any “legitimate” measure of value the right-holder submits. 
The list of what this may include is, however, by way of examples.   

Article 13 of the IPRED obliges the judicial authorities to take all “appropriate” aspects into 
consideration; the list of what this may include (“such as the negative economic consequences, 
including lost profits, which the injured party has suffered, any unfair profits made by the infringer 
and, in appropriate cases, elements other than economic factors, such as the moral prejudice caused 
to the rightholder by the infringement”) is, however, by way of examples.   

Both provisions are, therefore, not inconsistent. 

79. The reference in Article 9(1) of ACTA to the “value of the infringed goods or services measured 
by the market price, or the suggested retail price”354 in the context of the calculation of damages has 
been criticized by many stakeholders and NGOs, as well as in the European Academics Opinion and 
the INTA Study. It has been said that under ACTA the Parties would be able to award “almost limitless 
damages (…) based on retail price rather than actual damage incurred”.355 The criteria relating to the 
“value of the infringed goods or services measured by the market price, or the suggested retail price” 
would be inconsistent with the criterion of “appropriateness of the damage to the actual prejudice 
suffered” envisaged in Article 13 of the IPRED. 

This would only be true if right-holders never suffered other damages than lost profits as a result of 
IPR infringements. However, it is commonly accepted that this is not the case.  

It is correct that under current EU law, damages are to be based on actual loss suffered.  The idea of 
providing for punitive damages in the IPRED was rejected by the European Parliament before the 
adoption of the Directive.   

As FFII rightly states, “actual loss suffered” includes lost profits, which are by definition less than gross 
revenue. However, the “actual loss” suffered by right-holders is generally not limited to lost sales. 
Case law in the EU Member States shows that various elements are generally taken into consideration 
for the calculation of damages awarded to right-holders to compensate for the sale of infringing 
goods; lost profits is only one of them. Those elements include: damage to reputation (in trade 
mark infringement cases: “dilution by tarnishment”), devaluation of the commercial value of the IPR 
concerned (in trade mark infringement cases: dilution of the distinctive character of the trade mark, or 
“dilution by blurring”), lost profits and loss of market shares, and enforcement costs (including 
investigation costs).   

The IPRED expressly recognizes that the prejudice suffered by right-holders is not always limited to 
lost profits. Article 13(a) provides that, when the judicial authorities set the damages, “they shall take 
into account all appropriate aspects, such as the negative economic consequences, including [but 
not necessarily limited to] lost profits, which the injured party has suffered, any unfair profits made by 
the infringer and, in appropriate cases, elements other than economic factors, such as the moral 
prejudice caused to the rightholder by the infringement”.    

                                                               
354 The retail price or market value of the infringed goods may not only be considered by the courts pursuant to Article 9(1) 
of ACTA, but also, as an alternative, under Article 9(3)(b) (presumption-based damages). 
355 http://www.edri.org/book/export/html/2852 (accessed 24 March 2012). 
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The Commission Staff Working Document on the application of the IPRED356 expressly acknowledges 
that “damages appropriate to compensate the actual prejudice suffered by the rightholder” do not 
only include the right-holder’s lost profits, but also damages for other “negative economic 
consequences (as part of material damages; for example price erosion, tarnishment of a trademark, 
etc.)” and “moral damages (as part of immaterial damages)”. 

Article 13(1)(b) and (2) of the IPRED further states that a lump-sum award can be used as a proxy for 
the measurement of such elements, which are mostly not limited to lost profits.  The scope of the 
prejudice, and therefore the amount of the damages, will usually depend on: 

 the degree of distinctiveness of the concerned IPR; 

 the degree of similarity between the original and the infringing goods; 

 the degree of visibility of the infringing signs or materials; 

 the intensity of use of the infringing signs or materials; 

 the market value of the original goods; 

 the level of investment made by the right-holder in advertising its products. 

Whilst a precise calculation of lost profits is sometimes (though not always) possible based on 
concrete sale figures, an exact evaluation of the injury suffered by the right-holder on the basis of the 
other elements is often impracticable.  Therefore, the courts generally award a lump sum to right-
holders in IPR infringement cases.  

In light of the above, it would not be unreasonable to allow the courts, in relatively serious IPR 
infringement cases, to consider the market value or the retail price of the infringed goods (exceeding 
the mere lost profits suffered by the right-holder) when calculating the damages.357  Such a 
calculation would not always be disproportionate to the actual harm incurred and the seriousness of 
the infringement.   

80. In those cases where this would be disproportionate, the courts in the Member States will by 
no means by obliged, under Article 9(1) of ACTA, to rely on the retail price of the infringed goods as a 
basis for calculation of the damages. Indeed, this criterion is not mandatory (Article 9 uses the 
wording “may include”). Instead, they will retain entire discretion to rely on the alternative criteria set 
out in Article 13 of the IPRED.  Pursuant to Article 9(1) of ACTA, reference to the value of the infringed 
goods will only be permitted provided it is “legitimate”.  Article 9 does not aim to ensure that the 
judicial authorities of the Parties will be allowed to award punitive damages; it clearly provides that 
the courts should have the authority to award damages “adequate to compensate for the injury 
the right holder has suffered as a result of the infringement”. 

Article 9 of ACTA does not mandate the courts to award damages beyond actual loss suffered.  On the 
contrary, it specifically refers to “adequate” damages. 

81. In this regard, it should be pointed out that the fact that, pursuant to Article 9(1) of ACTA, the 
courts should be allowed to “consider” the value of the infringed goods when determining the 
amount of the damages does not mean that they will in all (or even in some) cases have to regard the 

                                                               
356 See above, n 95, p. 23. 
357 For a recent application of these principles, see Brussels Court of Commerce, 23 June 2011, Converse Inc v Blue Factory 
International BV.  In this case, the Court estimated the damage suffered by Converse at €50 for each pair of counterfeit shoes 
sold by the defendant, and also ordered the defendant to transfer to Converse the profits made from the infringing 
products. 
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damages as being equal to the value of the infringed goods. It is worthwhile to observe in this 
respect that the wording of Article 9(1) strongly contrasts with that of Footnote 3 to Article 9(3) (“The 
presumptions referred to in subparagraph 3(b) may include a presumption that the amount of 
damages is: (i) the quantity of the goods infringing the right holder’s intellectual property right in 
question and actually assigned to third persons, multiplied by the amount of profit per unit of goods 
which would have been sold by the right holder if there had not been the act of infringement (…)” 
(emphasis added)).  

Thus, for example, the low retail value of goods infringing a “luxury” trade mark, compared to the 
market value or retail price of the corresponding authentic goods, may be worthwhile to consider in 
order to evaluate the negative impact of the sale of those goods on the goodwill and reputation of 
the trade mark. Again, Article 9(1) refers to the “injury” the right-holder has suffered as a result of the 
infringement, which does not only include the lost profits. 

82. In light of the above, Article 9(1) of ACTA is not inconsistent with Article 13 of the IPED.  
Neither does Article 9(1) of ACTA violate the right to property and the right to a fair trial. 

(ii)    Article 9(2) 

83. Article 9(2) of ACTA provides that at least in cases of copyright or related rights infringement 
and trade mark counterfeiting, the ACTA Parties must provide that, in civil judicial proceedings, their 
judicial authorities have the authority to order the infringer to pay the right-holder the infringer’s 
profits that are attributable to the infringement.  

The European Academics Opinion considers that, in the absence of a clear rule on the alternative 
application of Article 9(1) or Article 9(2) of ACTA, it could be argued that compensatory damages and 
infringer’s profit may be ordered cumulatively, which is not explicitly stated in Article 13 of the IPRED. 

In my opinion, however, such an interpretation would be inconsistent with the last sentence of Article 
9(2), which provides that a Party may presume the infringer’s profits to be the amount of damages 
referred to in Article 9(1).  In any instance, the courts will be bound by the proportionality 
requirement laid down in Article 6(3) of ACTA when calculating the damages.  

(iii)    Article 9(3) 

84. Article 9(3) of ACTA provides that, at least with respect to infringement of copyright or related 
rights protecting works, phonograms, and performances, and in cases of trade mark infringements, 
the Parties must adopt “one or more” of the following alternative forms of damages, i.e. (a) “pre-
established damages”,358 (b) “presumptions for determining the amount of damages sufficient to 
compensate the right holder for the harm caused by the infringement”, or (c) “at least for copyright, 
additional damages”. 

The second category (presumption-based damages) appears to be based on Article 13(1)(b) of the 
IPRED. As recital 26 of the Directive clearly states, it is not intended to provide for punitive damages, 
but rather to provide “compensation based on an objective criterion”, e.g. where “it would be difficult 
to determine the amount of the actual prejudice suffered”.  

The first category (pre-established damages) is explicitly recognized by Article 13(2) of the IPRED. 

As to the third category (additional damages), the Member States will by no means be obliged to 
provide for such form of damages. As has already been pointed out, however, several Member States 

                                                               
358 Pre-established (or statutory) damages involves the legislature setting figures for damages in legislation, on which right-
holders may choose to rely rather than seeking to prove the actual prejudice incurred or the defendant’s profits. 
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have already done so.  Additional damages would not be contrary to Article 13 of the IPRED.  As 
Weatherall acknowledges, “as with statutory [or pre-established] damages, there is nothing in the 
terminology of ‘additional damages’ that requires that such damages must contain a punitive 
element”.359  Just like damage awards based on presumption under the IPRED offer an alternative to 
proof of harm, all of the three alternative forms of damages provided in Article 9(3) of ACTA allow a 
right-holder to seek the grant of damages in the absence of showing the amount of the actual 
prejudice suffered.360 

85. In the light of the above, it appears that Article 9 of ACTA is not incompatible with Article 13 
of the IPRED.  

4.5.2.5 TPMs and DRMs (Article 27(5) to (7)) 

86. Article 27(5) to (7) of ACTA requires the Parties to provide protection to DRMs, as well as to 
TPMs that are used by authors, performers, or producers of phonograms in connection with the 
exercise of their rights in, and that restrict acts in respect of, their works, performances, and 
phonograms, which are not authorized by the authors, the performers or the producers of 
phonograms concerned or permitted by law.  

The definition of “effective technological measures” in Article 27(5), Footnote 14, is in line with the 
definition provided for in Article 6(3) of the Copyright Directive.361  In line with Article 6(2) of the 
Directive, Article 27(5) and (6) of ACTA also prohibits both acts of circumvention as well as 
preparatory acts, and covers technological measures having dual (both legal and illegal) functions. 

Article 27(7) of ACTA is equally consistent with Article 7 of the Copyright Directive.362 

Footnote 14 of ACTA provides that Article 27(5) to (7) is “[w]ithout prejudice to the scope of copyright 
or related rights contained in a Party’s law”, while Article 27(8) expressly stipulates that the 
obligations set forth in paragraphs (5) to (7) are without prejudice to the rights, limitations, 
exceptions, or defences to copyright or related rights infringement under a Party’s law. The ACTA 
Parties will therefore have the right to maintain such limitations or exceptions to rights and to adopt 
new ones. Such an explicit reference to these “limitations, exceptions and defences”, which was in 
fact superfluous having regard to Article 3(1) of ACTA, was deemed appropriate in the digital chapter 
of ACTA, “an area where the Parties have different national legislations with no common basis. This is 
in contrast with the other chapters of ACTA, where the domestic laws of all the Parties had as a 
common denominator the minimum standards of TRIPS (not all the ACTA Parties have ratified the 
WIPO internet treaties and they have widely different systems of exceptions and limitations)”.363  

4.5.2.6 Border measures (Articles 13 to 22) 

87. Chapter II, Section 3, of ACTA contains provisions on border measures, which go beyond the 
TRIPS Agreement. 

It should be recalled here that the TRIPS provisions on border measures were inspired by the EU’s 
first-generation Border Measures Regulation 3842/86. The scope of the current Border Measures 
Regulation (Regulation 1383/2003) is significantly broader than that of Regulation 3842/86, and 
therefore also extends beyond TRIPS. 

                                                               
359 K Weatherall, “Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement” (n 60), pp. 257-258. 
360 Ibid. 
361 See above, para 32. 
362 Ibid. 
363 Commission Services Working Paper ‘Comments on the “Opinion of European Academics on Anti-Counterfeiting Trade 
Agreement” (n 32). 
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The reason why the ACTA provisions on border measures are ‘TRIPS plus’ provisions, is precisely 
because they take onboard, to a large extent, the provisions of Regulation 1383/2003. As will be seen 
in the next paragraph, the only noteworthy deviation between ACTA and Regulation 1383/2003 
concerns the scope of the border measures regime regarding trade mark and copyright 
infringements. 

(i)  The scope of the border measure provisions under ACTA and EU law 

88. Article 13 of ACTA encourages the Parties to provide for effective border enforcement of IPRs, 
“as appropriate” and “in a manner that does not discriminate unjustifiably between intellectual 
property rights and that avoids the creation of barriers to legitimate trade”.   

According to some authors, Article 13 is not mandatory, given the use of “should” rather than the 
mandatory “shall” or “must”.364 This would mean that ACTA leaves the scope of border measures 
entirely in the hands of individual countries.365 Weatherall considers that, on the face of the text, no 
particular kinds of IPRs are required to be protected.366   

In my opinion, however, Chapter II, Section 3, of the proposed Agreement does require from the 
Parties that they provide for effective border enforcement of IPRs, even though the Parties remain 
free to do so in the way they deem appropriate. Thus, they do not necessarily covers need to provide 
for border measures in respect of all IPRs or all forms of IPR infringements, provided however, in such 
case, that they do not “discriminate unjustifiably” between IPRs. 

It results from the prohibition on discrimination in Article 13 of ACTA that, if it decided to ratify ACTA, 
the EU could not, without justification, limit the scope of ACTA’s border measures in terms of trade 
mark, copyright or related right infringements only to those infringements mentioned in Article 
2(1)(a) and (b) of Regulation 1383/2003.  It should in principle provide for the possibility to apply 
border measures against any non-authentic goods infringing such rights.  

It is unclear what “justifications” the EU could invoke to reduce the scope of application of border 
measures only to counterfeit trade mark goods and to pirated goods under Article 13 of ACTA.367 

Further, it should be recalled that the scope of ACTA also covers topographies of semiconductor 
products, which are not expressly included in Regulation 1383/2003. 

89. ACTA, Footnote 5, provides that the contracting parties may exclude parallel imports from the 
scope of the border measure provisions.  As already mentioned, Regulation 1383/2003 does not apply 
to parallel-imported genuine goods. 

                                                               
364 K Weatherall, “Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement” (n 60), p. 247. 
365 K Weatherall, ‘Intellectual Property in ACTA and the TPP: Lessons Not Learned’ (n 87), p. 7. 
366 K Weatherall, “Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement” (n 60), p. 247.  The 
author emphasizes that “[n]owhere in the text are ‘suspect goods’ defined, which, on one interpretation, suggests that it is 
for Parties to adopt their own view on what will count as suspect goods”. She further stresses that Article 6 of ACTA, which 
states that ‘[e]ach Party shall ensure that enforcement procedures are available under its law so as to permit effective action 
against any act of infringement of intellectual property rights covered by this Agreement’ (emphasis added), only requires that 
enforcement procedures be available – not that (all of) the specific procedures set out in the ACTA text be available. 
367 European Academics Opinion (n 31); INTA Study (n 33). 
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90. Although the scope of ACTA’s border measures provisions do, in my opinion, extend beyond 
that of Article 2(1)(a) and (b) of Regulation 1383/2003, it should be borne in mind that, on 24 May 
2011, the European Commission released a Proposal for a new Regulation on customs enforcement of 
IPRs, which is due to replace Regulation 1383/2003.368  The Proposal aims to widen the scope of the 
current Regulation to all forms of trade mark, copyright and related right infringements.  

The scope of the new EU Border Measures Regulation would also be widened so as to cover, inter alia, 
goods infringing topographies of semiconductor products. 

This is a logical development. Indeed, whereas the first-generation Border Measures Regulation 
(Regulation 3842/86) only applied to “counterfeit goods”, in the narrow sense, the scope of the EU 
border measures system was later on gradually widened so as to cover goods infringing, inter alia, 
patents, SPCs, plant variety rights and geographical indications of origin.  Whilst all goods suspected 
of infringing any of these rights are currently caught by Regulation 1383/2003, as regards trade marks 
only the most obvious infringements fall within the scope of the Regulation. Hence, Regulation 
1383/2003 discriminates unjustifiably between IPRs.  

The Commission’s Proposal is now under discussion in the European Parliament.  It seems that no (or 
at least no major) objections have been raised so far against the widening of the EU border measures 
regime contemplated by the new draft Regulation. 

It appears that the Commission itself insisted, during the ACTA negotiations, on a broad definition of 
trade mark infringements in Section 3 of Chapter II, “in order to keep the necessary flexibility in view 
of the on-going review of the applicable EU legislation”.369 

(ii)  Border measures and access to medicines 

91. Concerns have been raised regarding the possible consequences of a broadening of the 
scope of border measures in the EU so as to include all forms of trade mark, copyright or related right 
infringements, as required by Article 13 of ACTA.  It has been said that such could cause the EU to 
impede free access to medicines, and therefore to violate its international obligations under the Doha 
Declaration on TRIPS and Public Health.370 

The Doha Declaration was adopted on 14 November 2001 by the Fourth Ministerial Conference of the 
WTO.  It recognizes that each WTO Member has the right to grant compulsory licences relating to the 
manufacture of pharmaceutical products in order to address the needs of WTO Members with 
insufficient manufacturing capacity in the pharmaceutical sector.  Subject to certain conditions, the 
Decision of 30 August 2003 on the implementation of paragraph 6 of the Doha Declaration waives 
certain obligations concerning the issue of compulsory licences set out in TRIPS.  

We believe that the concerns raised regarding the risks linked to Article 13 of ACTA are nonexistent, 
or at least widely exaggerated, for the following reasons:  

92. First, the preamble of ACTA expressly provides that ACTA recognizes the principles set forth 
in the Doha Declaration.  The preamble also refers twice to the TRIPS Agreement, which includes the 
Doha Declaration. Though non-binding per se, the preamble is important when interpreting the main 

                                                               
368 Cf n 23. 
369 Commission Services Working Paper ‘Comments on the “Opinion of European Academics on Anti-Counterfeiting Trade 
Agreement” (n 40), p. 32. 
370 European Academics Opinion (n 31); INTA Study (n 33). 
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body of the Agreement.371  Article 1 of ACTA is important in this respect, since it provides that nothing 
in ACTA shall derogate from any obligation of a Party under existing agreements, including the TRIPS 
Agreement.  Finally, ACTA takes onboard the objectives and principles of Articles 7 and 8 of TRIPS,372 
which also refer to the safeguarding of public health. 

Accordingly, the provisions of ACTA should be interpreted as much as possible in a way that ensures 
compliance with the Doha Declaration.  

In addition, Article 13 of ACTA expressly stresses that the ACTA provisions on border measures are 
“without prejudice to the requirements of the TRIPS Agreement”. 

93. Next, a widening of the scope of the EU border system so as to cover all goods suspected of 
infringing in any way a trade mark, copyright or related right is not likely to affect the legitimate trade 
in generic medicines or access to medicines, for yet two other reasons:  

 In our experience, access to medicine is mostly affected by patents, not by trade marks.  

In this regard, we find Médecins Sans Frontières’ statement according to which “civil 
trademark disputes will likely remain a common occurrence in the pharmaceutical field as 
companies will often choose brand names for medicines that sound inevitably similar, in that 
they are derived from the drugs international non-proprietary name (INN)” surprising.   

First, trade mark disputes in the pharmaceutical sector are very exceptional, except in the 
context the repackaging of parallel-imported genuine goods. ACTA, Footnote 5, expressly 
allows the Parties to exclude parallel imports from the scope of its border measures 
provisions.  

Secondly, Article 1(20) of the Community code relating to medicinal products for human 
use373 provides that the name of a medicinal product may be either an invented name not 
liable to confusion with the common name, or the common name or scientific name 
accompanied by a trade mark or the name of the marketing authorization. “Common 
name” is defined in Article 1(21) as “the international non-proprietary name recommended by 
the World Health Organization, or, if one does not exist, the usual common name”. Therefore, 
pharmaceutical companies are not allowed to choose for a brand with could be confusingly 
similar to an INN. As to the use of an INN or scientific name by itself, it is not actionable under 
EU trade mark law.  

                                                               
371 Vienna Convention on the Law of Treaties 1969, Art 31(1) and (2). It should be noted that the United States consider that 
ACTA is not legally enforceable as such and is therefore not subject to the Vienna Convention. However, the other Parties to 
the proposed Agreement disagree. 
372 ACTA (n 36), Art 2(3).  TRIPS, Article 7, provides that “[t]he protection and enforcement of intellectual property rights 
should contribute to the promotion of technological innovation and to the transfer and dissemination of technology, to the 
mutual advantage of producers and users of technological knowledge and in a manner conducive to social and economic 
welfare, and to a balance of rights and obligations” (emphasis added). Article 8(1) further states that: “Members may, in 
formulating or amending their laws and regulations, adopt measures necessary to protect public health and nutrition, and 
to promote the public interest in sectors of vital importance to their socio-economic and technological development, 
provided that such measures are consistent with the provisions of this Agreement.” Finally, Article 8(2) stresses that 
“appropriate measures, provided that they are consistent with the provisions of this Agreement, may be needed to prevent 
the abuse of intellectual property rights by right holders or the resort to practices which unreasonably restrain trade or 
adversely affect the international transfer of technology” (emphasis added).  
373 Directive 2001/83/EC of the European Parliament and of the Council of 6 November 2001 on the Community code 
relating to medicinal products for human use [2001] OJ L311/67. 
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We are not aware that generic medicines would ever have been detained at the EU borders 
based on suspicions of ‘ordinary’ trade mark infringements so far.  Legitimate generic 
medicine producers use their own trade marks. As far as we are aware, all consignments of 
generic medicines which have ever been detained by Customs in the EU have been so 
detained based on suspicion of a patent infringement.  Since ACTA does not require the 
Parties to provide for border measures374 (or criminal measures375) with respect to goods 
infringing patents or undisclosed information,376 it does not represent a danger for the 
international trade of generic medicines; 

 Even if the border measures provisions of ACTA, insofar as they relate to trade mark 
infringements, could be relevant at all to the sector of generic medicines, it should be pointed 
out that the definition of what constitutes trade mark infringement is left to the substantive 
legislation of the Parties to the Agreement. ACTA does not affect this definition in any way.377  
In the EU, the CJEU has consistently emphasized that goods cannot be suspected of infringing 
trade mark rights in the EU when there are no indications that the goods are actually 
intended for the EU market.378  Hence, when no such indications exist, in-transit or trans-
shipped goods cannot be detained at the EU borders under intellectual property law.379  ACTA 
would not change this situation. 

94. As regards the safeguards (or “ceilings”) put in place by Articles 53(2)380, 55381 and 56382 of 
TRIPS they will continue to be binding on the ACTA Parties pursuant to Article 1 of ACTA. Again, when 
implementing the border measures provisions of ACTA, the Parties will have to do so in a manner 
which is TRIPS-compliant.  

95. The border measures provisions of ACTA are also in line with EU Regulation 816/2006.383  

Regulation 816/2006 sets up a specific border measures system to prevent re-importation into the EU 
of pharmaceutical products manufactured pursuant to the Decision of the General Council of the 
WTO of 30 August 2003 on the implementation of paragraph 6 of the Doha Declaration on the TRIPS 
Agreement and Public Health (“the Decision”).  

On the one hand, Regulation 816/2006 establishes a procedure for the grant of compulsory licences 
in relation to patents and SPCs concerning the manufacture and sale of pharmaceutical products, 

                                                               
374 ACTA (n 36), Footnote 6. 
375 Ibid, Art 23. 
376 The ACTA Parties may even exclude patents from the civil enforcement sections of the Agreement, see Footnote 2. 
377 See ACTA (n 36), Art 3. 
378 CJEU, 1 December 2011, Joined Cases C-446/09 Koninklijke Philips Electronics NV v Lucheng Meijing Industrial Company Ltd 
& ors and C-495/09 Nokia Corporation v Her Majesty’s Commissioners of Revenue and Customs (available at www.curia.eu).  
379 It should be added that ACTA does not require the Parties to implement border measures with respect to in-transit or 
trans-shipped goods; Article 16 is only a “may” provision. Cf the definition of “in-transit goods” in Article 5(i) of ACTA. 
380 Article 53(2) provides that the goods owner/importer should be able to seek the release of certain types of goods on 
provision of a security, subject to a number of conditions, which are only rarely fulfilled. Article 18, fourth sentence, of ACTA 
contains a similar provision but provides that release of goods should only be possible “in exceptional circumstances”. 
381 Article 55 contains mandatory limits to the duration of the initial detention of goods suspected of infringement within 
which proceedings leading to a decision on the merits of the case have to be initiated or the goods released. 
382 Article 56 provides that relevant authorities (which, unlike the European Academics Opinion states, are obviously not the 
customs authorities, but the courts or equivalent bodies) have “authority to order to impose the applicant to pay the 
importer, the consignee and the owner of the goods appropriate compensation for any injury caused to them through the 
wrongful detention of goods”. 
383 Regulation (EC) 816/2006 of the European Parliament and of the Council of 17 May 2006 on compulsory licensing of 
patents relating to the manufacture of pharmaceutical products for export to countries with public health problems [2006] 
OJ L157/1.   
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when such products are intended for export to eligible importing (non-EU) countries in need of such 
products.  It also determines the conditions for the granting of such licences. It is intended to be part 
of a wider European and international action to address public health problems faced by least 
developed countries, and in particular to improve access to affordable medicines which are safe and 
effective.  

On the other hand, the Regulation also makes provisions for customs action at the EU’s external 
borders to deal with products manufactured and sold for export under a compulsory licence which a 
person attempts to re-import into the EU. Thus, Article 13(1) provides that the import into the EU of 
products manufactured under a compulsory licence granted pursuant to the Decision and/or the 
Regulation for the purposes of release for free circulation, re-export, placing under suspensive 
procedures or placing in a free zone or free warehouse shall be prohibited. However, Article 13(2) 
further specifies that “[p]aragraph 1 shall not apply in the case of re-export to the importing country 
cited in the application and identified in the packaging and documentation associated with the 
product, or placing under a transit or customs warehouse procedure or in a free zone or free 
warehouse for the purpose of re-export to that importing country” (“importing country” meaning the 
country to which the pharmaceutical product is to be exported384).  Article 14(1) provides that, “[i]f 
there are sufficient grounds for suspecting that products manufactured under a compulsory licence 
granted pursuant to the Decision and/or this Regulation are being imported into the Community 
contrary to Article 13(1), customs authorities shall suspend the release of, or detain, the products 
concerned for the time necessary to obtain a decision of the competent authority on the character of 
the merchandise. Member States shall ensure that a body has the authority to review whether such 
importation is taking place. The period of suspension or detention shall not exceed 10 working days 
unless special circumstances apply, in which case the period may be extended by a maximum of 10 
working days. Upon expiry of that period, the products shall be released, provided that all customs 
formalities have been complied with”. The patentee and the manufacturer or exporter of the 
products concerned shall be informed without delay of the suspended release or detention of the 
products and shall be given all information available with respect to the products concerned. Article 
14(2) provides that due account shall be taken of national provisions on the protection of personal 
data and commercial and industrial secrecy and professional and administrative confidentiality.  If it is 
confirmed that products were intended for import into the EU contrary to the prohibition in Article 
13(1), the competent authority shall ensure that the products are seized and disposed of in 
accordance with national legislation.385 The procedure of suspension or detention or seizure of the 
goods shall be carried out at the expense of the importer. If it is not possible to recover those 
expenses from the importer, they may, in accordance with national legislation, be recovered from any 
other person responsible for the attempted illicit importation.386 If the products suspended for release 
or detained by customs authorities are subsequently found not to violate the prohibition in Article 
13(1), the customs authorities shall release the products to the consignee, provided that all customs 
formalities have been complied with.387  

Those provisions are in line with ACTA, but go far beyond, since ACTA does not require the Parties to 
apply border measures in the field of patents. 

                                                               
384 Ibid, Art 2(3). 
385 Ibid, Art 14(3). 
386 Ibid, Art 14(4). 
387 Ibid, Art 14(5). 
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(iii)  Border measures and “iPhone” seizures 

96. Just like Regulation 1383/2003388 and Regulation 816/2006,389 ACTA contains a clause that 
allows the Parties to exclude from the application of border measures small quantities of goods of a 
non-commercial nature contained in travellers’ personal luggage.390  No action can be taken against 
individual citizens unless there is a suspicion that they intend to carry on trade in the infringing 
materials.391   

The definition of what constitutes “commercial nature” under Article 14(2) is apparently left to the 
Parties.392  

Although there is no definition of “commercial nature” in Regulations 1383/2003 and 816/2006, 
imports of a non-commercial character have been defined in Article 6 of Council Directive 
2007/74/EC393  as those which “take place occasionally”, and consist “exclusively of goods for the 
personal or family use of the travellers, or of goods intended as presents”. “The nature or quantity of 
the goods must not be such as to indicate that they are being imported for commercial reasons”. 
Article 45 of Council Regulation 1186/2009394 provides a similar definition.   

Regulation 1383/2003 has been in force since 1 July 2004 and, to our knowledge, has never raised any 
concern regarding so-called “iPhone seizures”. Since the border measures provisions of ACTA are in 
line with the Regulation on this issue, this should not be the case either under ACTA. In the absence of 
any grounded suspicion of a commercial intent, ACTA could not be relied on to check personal 
devices such as private laptops or smart phones at the borders. 

(iv)  Border measures and preservation of third parties’ rights 

97. Article 19 of ACTA requires the Parties to adopt and maintain procedures by which their 
competent authorities may determine, “within a reasonable period of time”, whether or not goods 
which have been detained by Customs infringe IPRs. As the INTA Study rightly states, Article 10 of 
Regulation 1383/2003 requires that such determination be dealt with under EU Member States’ laws. 
The authors of the Study conclude that it is therefore “not evident how the EU acquis ensures that the 
determination of the IPR violation is completed within a reasonable period of time”.  

However, Article 3(1) of the IPRED requires the Member States to ensure that the procedures aimed to 
ensure the enforcement of IPRs will not entail unreasonable time-limits or unwarranted delays. They 
must also be applied in such a manner as to avoid the creation of barriers to legitimate trade and to 
provide for safeguards against their abuse.  

Moreover, Article 19 of ACTA should be read in conjunction with Article 55 of TRIPS, which will remain 
binding on the Parties and requires the filing of infringement proceedings within 10 days of the 
customs action and an opportunity for the defendant to challenge the suspension of the goods. 

                                                               
388 Art 3(2). 
389 Art 15. 
390 ACTA (n 36), Art 14(2). 
391 The recent Commission Proposal for a new Regulation on customs enforcement of IPRs maintain the exemption of 
“goods of a non-commercial nature contained in travellers’ personal luggage” from the scope of the proposed instrument 
(cf n 23, Article 1(4)). 
392 The definition of “commercial scale” in Article 23(1) of ACTA is not relevant here, since it is only specific to the latter 
provision (“for the purposes of this Section”). 
393 Council Directive 2007/74/EC of 20 December 2007 on the exemption from value added tax and excise duty of goods 
imported by persons travelling from third countries [2007] OJ L346/6. 
394 Council Regulation (EC) 1186/2009 of 16 November 2009 setting up a Community system of reliefs from customs duty 
[2009] OJ L324/23. 
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98. Finally, from an EU perspective, the criticism according to which the border measure 
provisions of ACTA are excessive insofar as they would oblige the customs authorities to deal with 
subtle infringements, is not convincing. Indeed, this is also the case under Regulation 1383/2003, 
which covers, inter alia, all forms of patent, SPC, and plant variety right infringements.  Statistics show 
that the subtlety of the risk analysis in those areas simply result in a small number of customs 
actions.395 

4.5.2.7 International cooperation and cross-border data exchanges (Articles 11 and 28 to 34) 

99. Chapters III and IV of ACTA do not require the Parties to effectively exchange personal data 
with other Parties’ authorities or stakeholders.  Even if they did, such information sharing would be 
subject to Article 4, which states that ACTA shall not require a Party to disclose information the 
disclosure of which would be contrary to its laws, and provides for safeguards that apply to the 
information thus shared.  The caveats in Article 4 applies to both Inter-State and public-sector to 
private-sector data transfers. 

As regards data exchanges between private entities, they are not dealt with by ACTA.  In the EU, such 
data transfers are governed by the Data Protection Directive, which is not affected in any way by 
ACTA. Articles 25 and 26 of the Directive imposes restrictions on such information sharing if the entity 
sending the data resides in the European Economic Area (EEA) and the recipient resides in a non-EEA 
country which does not provide adequate data protection.  Hence, an EEA-based entity which would 
be requested by the courts of a non-EEA country where no such adequate protection exists to 
disclose personal data pursuant to Article 11 of ACTA should refuse to communicate such data. This 
would not be contrary to Article 11, since the latter provision expressly states that it is without 
prejudice to the Parties’ laws governing the protection of confidentiality and the processing of 
personal data. 

100. We agree with the authors of the INTA Study that, given the broad formulation of the ACTA 
provisions on information sharing and cooperation, their real impact on EU data protection rules will 
basically depend on how cooperation between Parties will be implemented.  Account should be 
taken in this context of the recommendations made by the EDPS regarding the safeguards that 
should apply to data transfers made in accordance with ACTA.396 

Article 33(3) of ACTA provides, in this respect, that cooperation under Chapter IV of the Agreement 
shall be conducted consistent with relevant international agreements and subject to the laws and 
policies of each Party. 

 

                                                               
395 Almost 95% of the goods detained at the EU borders in 2010 related to counterfeit and pirated goods. See European 
Commission, DG Taxation and Customs Union, ‘Report on EU customs enforcement of intellectual property rights. Results at 
the EU border—2010’ (14 July 2011), p. 20, available at 
http://ec.europa.eu/taxation_customs/resources/documents/customs/customs_controls/counterfeit_piracy/statistics/statist
ics_2010.pdf (accessed 24 March 2012). 
396 Cf INTA Study (n 41), pp. 30-31. 
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5. THE PENAL ASPECTS OF ACTA FALLING UNDER THE EU MEMBER 
STATES’ REMIT 

101. The most sensitive section of ACTA with regard to fundamental rights probably concerns the 
criminal enforcement of IPRs. 

5.1 Introduction 

102. ACTA does not mandate the EU itself to adopt provisions on penal enforcement of IPRs.  
Neither did TRIPS, which does also contain several provisions on criminal sanctions.  

As can be seen from the title of the Agreement, which refers to both the EU and the Member States, 
the Commission has proposed ACTA to be concluded as a “mixed agreement”. 

A large part of ACTA (a “trade agreement”) falls under the common commercial policy.  Pursuant to 
Article 3(1) TFEU, the EU has exclusive competence to legislate in this area. Therefore, the 
Commission has proposed ACTA to be concluded on the basis of Article 207(4), first subparagraph, in 
conjunction with Article 218(6)(a)(v) TFEU.  Hence, the ordinary legislative procedure applies, and a 
decision by the European Council is required following consent of the Parliament. 

However, Article 207(6) TFEU provides that the exercise of the competences conferred by Article 207 
in the field of the common commercial policy shall not affect the delimitation of competences 
between the Union and the Member States, and shall not lead to harmonization of legislative or 
regulatory provisions of the Member States insofar as the Treaties exclude such harmonization. 

Since the entry into force of the Lisbon Treaty on 1 December 2009, either the EU or the Member 
States may legislate and adopt legally binding acts with regard to criminal measures.  Indeed, Article 
83(2) TFEU provides that “[i]f the approximation of criminal laws and regulations of the Member 
States proves essential to ensure the effective implementation of a Union policy in an area which has 
been subject to harmonization measures, directives may establish minimum rules with regard to the 
definition of criminal offences and sanctions in the area concerned. (…)”.  Article 83(2) TFEU falls 
under Title V (Area of Freedom, Security and Justice) of the Treaty.  According to Article 4(2)(j) TFEU it 
is an area which falls under the shared competence (as defined in Article 2(2) TFEU) of the Union and 
its Member States. 

As far as ACTA is concerned, the Commission has opted not to propose that the EU exercise its 
potential competence in the area of penal enforcement under Article 83(2) TFEU.  This position is 
justified by the fact that the Commission has never intended, as regards the negotiation of ACTA, to 
modify the EU acquis on IPR enforcement.  No such acquis exists in the filed of penal enforcement of 
IPRs as of today.397   

Consequently, it will belong to the Member States to implement the provisions of Chapter II, Section 
4, of ACTA in their domestic criminal laws, in compliance with their respective constitutional 
standards.  

The negotiations of Chapter II, Section 4, of ACTA were therefore led by the rotating EU Presidency, 
based on positions agreed by the Council in COREPER.   

                                                               
397 Proposals for a Council Decision on the conclusion of the Anti-Counterfeiting Trade Agreement (n 29), Explanatory 
Memorandum, para 6. Nevertheless, the Commission has emphasized that its position regarding ACTA is without prejudice 
to the possible exercise by the EU of the shared competences pursuant to Article 83(2) TFEU as regards other initiatives in 
the future (ibid, para 7). 
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In case a number of Member States would refuse to ratify the criminal measures of ACTA, and the 
European Parliament would ratify the rest of the Agreement, this would not prevent the latter from 
entering into force, provided that it would be ratified by at least six parties.398  

5.2 Compatibility between the penal provisions of ACTA and EU law 

103. Since there is no EU acquis on criminal enforcement of IPRs, ACTA cannot be inconsistent with 
EU law in this area. 

104. It is true that, in 2005, the Commission issued a proposal for a Directive on criminal measures 
aimed at ensuring the enforcement of IPRs (IPRED2).399  The European Parliament adopted its 
position, amending the Commission proposal, on 25 April 2007.400  

However, the proposal was subsequently withdrawn by the Commission.401  Hence, ACTA does not 
have to be compatible with the position adopted by the Parliament in order to be “compatible with 
the EU acquis”. 

Nevertheless, the question remains whether the penal provisions of ACTA, assuming that they would 
ever be implemented in the Member States, would substantially and unreasonably affect the EU 
citizens’ civil liberties.  This question will be further addressed below. 

5.2.1 Scope of ACTA’s penal provisions 

105. The final version of ACTA “significantly watered down the provisions on criminal 
enforcement.”402 

 

5.2.1.1 ACTA’s criminal measures only apply to trade mark counterfeiting and copyright piracy, 
as opposed to patent infringements and parallel-imported genuine goods, and are 
therefore unlikely to affect access to generic medicines 

106. ACTA’s criminal measures are limited to trade mark counterfeiting and copyright piracy.403  

ACTA is therefore compatible with the Parliament’s Position, which had called for the IPRED2 not to 
apply to goods infringing patent rights. 

The definition of counterfeit trade mark goods and pirated copyright goods is identical to the 
definition provided for in the Footnote to Article 61 of the TRIPS Agreement. 

Since ACTA only mandates the Parties to provide for criminal measures as regards wilful trade mark 
counterfeiting of identical or indistinguishably similar signs and to copyright piracy, there are no real 
concerns regarding generic market entry into the EU market.404 

107. It has often been said that Article 23 of ACTA does not expressly exclude parallel imports from 
criminal liability, whilst such an exclusion would be crucial to preserve access to medicines.405   
                                                               
398 ACTA (n 36), Art 40(1). 
399 The proposal was revised in 2006: see Amended proposal for a Directive of the European Parliament and of the Council 
on criminal measures aimed at ensuring the enforcement of intellectual property rights, COM/2006/0168 final – COD 
2005/0127. 
400 P6_TA(2007)0145. 
401 [2010] OJ C252/7. 
402 K Weatherall, ‘Intellectual Property in ACTA and the TPP: Lessons Not Learned’ (n 87), p. 8. 
403 ACTA, Art 23(1). 
404 Cf para 78 above. 
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In our view, this is incorrect.  Article 23 only criminalizes trade mark counterfeiting or copyright piracy. 
Goods that are genuine in terms of their production process cannot qualify as counterfeit or pirated 
goods.  Indeed, counterfeit trade mark goods and pirated copyright goods, as defined in Article 2(d) 
and (k), clearly refer to goods “bearing a trade mark without authorization”, respectively “copies made 
without authorization” from the right-holder. Unauthorized imports of legitimate goods are therefore 
not caught by Section 4 of Chapter II of ACTA. Similarly, Article 23(2), which only relates to “labels” or 
“packaging”, clearly specifies that it is only applicable in those cases where a mark “has been applied 
without authorization”.  By definition, in the case of goods which have been lawfully marketed in the 
exporting country, the mark has been applied to the goods (i.e. the goods bear the trade mark) with 
the right-holder’s consent.  Hence, Article 23 does not apply to such goods.   

ACTA is therefore compatible with the Parliament’s Position, which had called for the IPRED2 not to 
apply to parallel imports of original goods. 

5.2.1.2 ACTA’s criminal measures are limited to wilful trade mark counterfeiting and copyright 
piracy on a commercial scale 

108. ACTA’s criminal measures are limited to wilful trade mark counterfeiting and copyright piracy 
on a commercial scale.  For the purpose of Article 23, “commercial scale” is defined as including at 
least acts “carried out as commercial activities for direct or indirect economic or commercial 
advantage”. 

The criteria provided for in Article 23 of ACTA, i.e. wilful intent and commercial-scale infringement, are 
identical to those set out in Article 61 of TRIPS.  Consequently, they have also been implemented into 
the criminal laws of the Member States.  

The draft IPRED2 was much criticized due to the lack of definition of “commercial scale”. Thus, the 
Max Planck Institute, for example, regretted that restricting the application of the Directive to 
infringements carried out “on a commercial scale” would have failed to provide for an appropriate 
and sufficiently precise definition of the elements of a crime.406   

It is noteworthy that this criticism should then also apply, mutatis mutandis, to the TRIPS Agreement, 
which does not contain a definition of “commercial scale”. This concept was eventually defined, 
fifteen years (!) after the adoption of TRIPS, by the WTO Dispute Settlement Panel in the US v China 
case, as referring to any “typical or usual commercial activity with respect to a given product in a 
given market”.407 

109. The European Academics Opinion408 considers that the definition of “commercial scale” 
provided for in Article 23(1) of ACTA is presumably not compatible with the definition adopted by the 
WTO Dispute Settlement Panel in the US v China case.  Most stakeholders and the authors of the INTA 
Study also argue that both definitions are not synonymous.409   

However, it is not because ACTA would possibly go beyond TRIPS on the definition of criminal 
offences that it would per se be incompatible with the latter.  After all, TRIPS only aims to set minimum 

                                                                                                                                                                                                        
405 European Academics Opinion (n 31), p. 4; INTA Study (n 33), p. 55. 
406 Hilty, Kur, Peukert: Stellungnahme des Max-Planck-Instituts für Geistiges Eigentum, Wettbewerbs- und Steuerrecht zum 
Vorschlag für eine Richtlinie des Europäischen Parlaments und des Rates über strafrechtliche Maßnahmen zur Durchsetzung 
der Rechte des geistigen Eigentums, KOM(2006)168 endgültig; GRUR Int, 55. Jahrgang, 1.9.2006 (see §14). 
407 China – Measures Affecting the Protection and Enforcement of Intellectual Property Rights, WT/DS362/R,09/0240, 
26.01.2009. 
408 Cf n 39. 
409 INTA Study (n 41), p. 23. 
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standards for the protection of IPRs.  WTO Members are therefore free to opt for a definition of 
commercial-scale infringements which would, as the case may be, extend beyond the definition 
provided for in TRIPS. 

The INTA Study opines that the expression “indirect economic or commercial advantage” in ACTA 
focuses on the intent of the alleged counterfeiter or pirate, and merely seems to further elaborate the 
term “wilful”.410  

Whether this is correct is doubtful.  Indeed, as will be seen below, the definition of “commercial scale” 
in Article 23(1) of ACTA is essentially similar to the one provided for in the IPRED. The IPRED does not 
require wilful intent. 

110. Since there is no EU acquis in the field of criminal enforcement of IPRs, the definition of 
“commercial scale” laid down in ACTA cannot be compared with a definition under EU penal law. 
However, a comparison is possible with the IPRED, whose Recital 14 provides that “[a]cts carried out 
on a commercial scale are those carried out for direct or indirect commercial advantage”.411 This 
definition is not substantially different from the definition provided in Article 23(1) of ACTA.412   

The notion of “direct or indirect economic or commercial advantage” is also contained in the Rental 
and Lending Rights Directive.413 

Recital 14 of the IPRED explicitly provides that the above definition “would normally exclude acts 
carried out by end-consumers acting in good faith” (assuming that such acts could ever be said to 
constitute an IPR infringement in the first place, which is not evident, for example, under trade mark 
law414).  Hence, the same should also be true under Article 23(1) of ACTA. 

ACTA is therefore compatible with the Parliament’s Position, which had called for the IPRED2 not to 
apply to “acts carried out by private users for personal and not-for-profit purposes”. 

The definition of “commercial scale” laid down in Article 23(1) of ACTA is, in any instance, in line with 
the domestic laws of several Member States.  Thus, in Belgium, for example, any IPR infringement is 
penalized where it has been committed either with a malicious intent, or with a view to providing an 
illegitimate advantage, whether direct or indirect, financial or not, to the author of the offence or a 
third party.415  In Germany, it appears that any intentional or unintentional trade mark infringement is 

                                                               
410 Ibid. 
411 It should be noted, however, that when implementing the IPRED, only a few Member States provided for a legal 
definition of “commercial scale”, which was therefore left to the interpretation of the courts. Cf Staff Working Document on 
the application of the IPRED (n 95), p. 9. 
412 The concept of “direct or indirect commercial benefits” was also used by the EDPS in its Opinion of 5 June 2010 for the 
determination of the legitimacy of Internet monitoring (and of the subsequent disclosure of data by ISPs to right-holders) in 
cases of clear-cut copyright infringement: “Pursuant to this criterion, monitoring may be proportionate in the context of 
limited, specific, ad hoc situations where well-grounded suspicions of copyright abuse on a commercial scale exist. This 
criterion could encompass situations of clear copyright abuse by private individuals with the aim of obtaining direct or 
indirect economic commercial benefits” (EDPS Opinion, para 44). 
413 Directive 2006/115/EC of the European Parliament and of the Council of 12 December 2006 on rental right and lending 
right and on certain rights related to copyright in the field of intellectual property (n 7 above), cf recital 11 and Article 2(1)(a) 
and (b). 
414 Under Article 5 of Directive 2008/95/EC (n 2), which defines the exclusive rights of trade mark owners in the EU, trade 
mark protection is limited to preventing the use of the trade mark “in the course of trade”.  In relation to copyright, Member 
States can exclude reproductions “for private use” pursuant to Article 5(2)(b) of Directive 2001/29/EC (n 7). 
415 Explanatory Memorandum to the Law of 15 May 2007 on the repression of counterfeiting and piracy of IPRs (Ch. Repr., 
sess. ord. 51-2852/1, p. 36). 
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a criminal offence, which is subject to a fine and/or an imprisonment term.416  In France, any 
intentional trade mark infringement is penalized.417 The same applies in the United Kingdom, where 
the infringement has been committed with a view to gain for the offender or a third party, or with 
intent to cause loss to another.418  In most EU Member States, for the author of an IPR to be 
prosecuted, the infringement must have been committed with a criminal intent, which is usually 
defined as “intentional” or “knowingly”. In some Member States, even gross negligence is penalized. 
Only half of the Member States require that the infringement must have been committed for profit or 
commercial advantage. In 10 Member States, “commercial-scale” infringement is (only) an 
aggravating factor.  

5.2.1.3 The penal provisions of ACTA preserve the statutory exceptions and limitations provided 
for under the national law of the Parties 

111. Article 5(d) of ACTA defines “counterfeit trademark goods” as “goods, including packaging, 
bearing without authorization a trademark which is identical to the trademark validly registered in 
respect of such goods, or which cannot be distinguished in its essential aspects from such a 
trademark, and which thereby infringes the rights of the owner of the trademark in question 
under the law of the country in which the procedures set forth in Chapter II (Legal Framework for 
Enforcement of Intellectual Property Rights) are invoked” (emphasis added).  By analogy with a recent 
judgment of the CJEU regarding the definition of “counterfeit goods” in Regulation 1383/2003, it 
appears that this provision, although introduced by the expression “thereby”, does not create an 
autonomous definition of “counterfeit goods”, unconnected to the substantive legislations of the 
ACTA Parties concerning the definition of “trade mark infringement”.419  

Similarly, Article 5(k) of ACTA defines “pirated goods” as “goods which are copies made without the 
consent of the right holder or person duly authorized by the right holder in the country of production 
and which are made directly or indirectly from an article where the making of that copy would 
have constituted an infringement of a copyright or a related right under the law of the country 
in which the procedures set forth in Chapter II (Legal Framework for Enforcement of Intellectual 
Property Rights) are invoked” (emphasis added). 

Consequently, ACTA does not extend criminal liability to infringements which are not already defined 
as such by the national legislations of the Member States.  Article 23(1) and Footnote 9 simply specify 
that those infringements which are wilful and on a commercial scale are to be treated as a criminal 
offence also when they take the form of an importation or exportation (cf the main text of Article 
23(1)). 

Much criticism has been raised regarding the fact that the penal provisions of ACTA would allegedly 
go beyond what had been deemed to be acceptable by the European Parliament under the draft 
IPRED2. Unlike in the draft IPRED2, there are no express exceptions for private copying and “fair use” 
for activities such as criticism, comment, news reporting, teaching, scholarship or research in ACTA.  
In its position of 25 April 2007, the European Parliament expressed the wish to exclude acts “carried 
out by private users for personal and not-for-profit purposes” and declared that “fair use of a 
protected work, including such use by reproduction in copies or audio or by any other means, for 
                                                               
416 Research Institute of Intellectual Property Rights of Zhongnan University of Economics and Law, “Comparative Study on 
Criminal Protection of Intellectual Property Rights in the EU and China”, p. 75.  Available at http://ipr2.org/document-
centre/document.php?id=244# (accessed 12 March 2012). 
417 Ibid, pp. 75-77. 
418 Ibid, pp. 77-79. 
419 Cf CJEU, 1 December 2011, Joined Cases C-446/09 en C-495/09 (n 222), en the Opinion of Advocate Cruz Villalón of 3 
February 2011, at paras 81–85 (www.curia.eu). 
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purposes such as criticism, comment, news, reporting, teaching (including multiple copies for 
classroom use), scholarship or research, does not constitute a criminal offence”.  

In the EU, the Member States may provide for such exceptions or limitations pursuant to Article 5 of 
the Copyright Directive. 

There is, as a matter of fact, an implicit reference in ACTA to the statutory exceptions and limitations 
provided for under national law, since the Agreement is without prejudice to provisions in the Parties’ 
laws governing, inter alia, the scope of IPRs (Article 3(1)). The fact that ACTA does not contain any 
express reference to exceptions or limitations in relation to criminal measures is, therefore, 
understandable. As already mentioned, ACTA is not about defining what should be considered an IPR 
infringement. The ACTA Parties are sole competent to make such determinations. They therefore 
remain entirely free to provide for such exceptions or limitations.  The provisions on criminal 
measures only apply to counterfeiting and piracy as defined in Article 5. This supposes that an 
infringement has taken place in the first place (which, in addition, must have been committed wilfully 
and on a commercial scale). Therefore, those provisions do not apply to goods or content benefiting 
from a statutory exception or limitation under EU or national law.   

Moreover, ACTA expressly preserves fundamental rights. To criminalize newspapers revealing a 
document under any circumstances, for example, would violate Article 10 ECHR and Article 11 of the 
Charter. It will be up to the ACTA Parties to strike a fair balance between the right to freedom of 
expression and freedom of information and the right to property.  With or without ACTA, this will 
always be one of their duties.  As Korff and Brown put it, in Europe there is no generally-accepted “fair 
use” and “fair comment” doctrines, but “it is clear that when the unrestricted application of IP 
restrictions would disproportionally restrict freedom of expression, States have a duty under the 
ECHR to provide exemptions from them”.420 

In the light of the above, it is not correct to state that ACTA encourages the Parties – let alone third 
countries – to implement Article 23 without including “fair use” or “fair comment” exceptions to the 
substance of IPR.  As Article 3 of ACTA expressly provides, ACTA is neutral on substantive protection 
of IPR and only addresses enforcement matters.  If an ACTA Party creates an exemption from IPR 
protection in certain regards, it will not have to apply the enforcement measures (including the penal 
provisions) of the Agreement to those exempt areas. 

5.2.1.4 The penalties provided for in ACTA are by no means excessive 

112. The penal provisions of ACTA do not provide for any de minimis exception.  Such exceptions 
are exceptional in the legal traditions of the EU Member States. 

However, pursuant to Article 6(3) of ACTA, in implementing the provisions of Chapter II (thus 
including the provisions pertaining to criminal enforcement), each Party must take into account the 
need for proportionality between the seriousness of the infringement, the interests of third parties 
and the applicable measures, remedies and penalties.  Consequently, the penalties must be 
proportional to the seriousness of the infringement. This is not inconsistent with Articles 24, 
which provides that offences under Articles 23(1) and 23(4) should be punished with imprisonment 
and monetary fines sufficiently high to provide a deterrent to future acts of infringement.  Since 
Footnote 12 expressly states that there is no obligation for the Parties to provide for the possibility of 
imprisonment and monetary fines to be imposed in parallel, one can assume that for minor 
infringements a monetary fine will be sufficient to meet the standards set by Article 24.   

                                                               
420 Cf n 38, p. 24. 
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Furthermore, ACTA provides that the courts should have the possibility to impose an imprisonment 
term or monetary fines, but does to does not affect the courts’ discretion not to pronounce a penalty 
(e.g. by suspending the sentence). Having regard to Article 6(3), not every infringer will incur penal 
sanctions under ACTA.421   

Article 24 does not establish a minimum amount of years or amount, as the text of the draft IPRED2 
approved by the Parliament in 2007. 

113. In the EU, Article 18 of Regulation 1383/2003 on customs enforcement of IPRs also provides 
that the Member States are to introduce penalties in case of violation of the Regulation, which 
penalties must be “effective, proportionate and dissuasive”.422 There is no reference to any “wilful 
intent” or “commercial scale” requirements in this provision. 

Moreover, it appears that all EU Member States already provide for fines and imprisonment terms in 
cases of wilful trade mark counterfeiting or copyright piracy.423 

5.2.1.5 The penal provisions of ACTA do not affect the Parties’ freedom to determine under what 
conditions “aiding” and “abetting” should be subject to criminal liability 

114. According to La Quadrature du Net, the criminal sanctions set forth in ACTA would apply to, 
inter alia, service providers "aiding" an infringement.  This would potentially include ISPs, search 
engines, and as a matter of fact, anyone.424  EDRI even claims that companies would incur criminal 
sanctions “if they are deemed (possibly as a result of failing to take repressive measures, for example) 
to have ‘aided’ and ‘abetted’ one or more infringements”.425 

This is not correct.  Under Article 23(4) of ACTA, the Parties are free to determine under what 
conditions “aiding” or “abetting” should be subject to criminal liability. It is therefore incorrect to state 
that ACTA aims to criminalize innocent infringers. It is not unreasonable to anticipate that only 
deliberate/wilful acts of aiding/abetting committed for direct or indirect commercial gain will be 
criminalized. It is far from uncommon in the Member States to penalize acts of aiding or abetting a 
crime.  This does not mean, however, that such acts are systematically punished by imprisonment or 
even significant fines. As already mentioned, having regard to Article 6(3), not every infringer will 
incur penal sanctions under ACTA. 

5.2.1.6 The penal provisions of ACTA do not affect the Parties’ freedom not to penalize 
camcording 

115. Article 23(3) of ACTA, which provides that the Parties may implement criminal measures for 
the unauthorized copying of cinematographic works. The Parties will therefore be under no 
obligation to implement this provision. Consequently, ACTA complies with the European Parliament’s 
Resolution of 24 November 2010,426 which stipulated that the Member States should not be obliged 
to provide for criminal procedures and penalties with regard to camcording.  

Should any of the Parties decide to implement Article 23(3), it will be free to determine how it wishes 
to implement this provision.  Therefore, although there is no express reference in Article 23(3) to the 

                                                               
421 ZDNet (n 93). 
422 According to the CJEU, this would include criminal penalties; see, under the previous Border Measures Regulation 
(3295/94), Case C-60/02 Criminal proceedings against X [2004] ECR I-651.  Article 18 of Regulation 1383/2003 is identical to 
Article 11 of Regulation 3295/94. 
423 “Comparative Study on Criminal Protection of Intellectual Property Rights in the EU and China” (n 260), p. 16. 
424 Cf n 37. 
425 Cf n 89. 
426 See n 34, point 10. 
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commercial scale and wilful intent requirements, the Parties will be free to provide for such 
requirements.  

5.2.1.7 Article 26 of ACTA is not excessive 

116. Pursuant to Article 26 of ACTA, the Parties must provide that their competent authorities may 
act upon their own initiative to initiate investigation or legal action with respect to the criminal 
offences specified in the Agreement.  

However, ex officio powers are only required “in appropriate cases”, the Parties being free to 
determine what is appropriate.427 

Ex officio criminal measures as regards wilful counterfeiting and piracy on a commercial scale are 
already provided for in the domestic legislation of numerous EU Member Sates.  

5.3 Procedural safeguards 

117. The European Academics Opinion regrets that, “while strengthening criminal enforcement 
measures, ACTA at the same times does not provide any of the safeguards needed to ensure the 
balance of interests between parties and guarantee of a due process. In comparison, art. 7 of the EP 
Position of 25 April 2007 required the prohibition of the misuse of criminal procedures and sanctions, 
especially when they are employed for the enforcement of the requirements of civil law. (…) Also, art. 
8 of the EP Position required that the rights of infringers are duly protected and guaranteed. 
Meanwhile, art. 25 ACTA authorizes judicial national authorities to issue seizure, forfeiture and 
destruction orders. However, it does not guarantee the infringer’s right to be heard in these 
procedures”.428 

As already mentioned,429 procedural safeguards are expressly provided for in Article 6(2) of ACTA. 
Article 6(2) is fully consistent with Article 41(1) of TRIPS. In addition, ACTA does not affect in any way 
the existing guarantees and safeguards already in place in the Member States.  This includes 
fundamental principles such as the right to be heard and, more generally, the right to a fair and due 
process. Article 6(1) further provides that the Parties must provide safeguards against abuse of 
enforcement procedures. 

Consequently, when implementing the penal provisions of ACTA, the EU Member States will have to 
do so in a manner that is fully consistent with the fundamental rights guaranteed by, inter alia, the 
Charter and the ECHR, as well as their own Constitutions.  

5.4 Conclusion 

118. In light of the above, the penal provisions of ACTA are not only compatible with the EU 
acquis, but also with the European Parliament’s position of 25 April 2007 regarding the draft of the 
IPRED2. 

In case the European Parliament would be willing to give its consent to ACTA but would nevertheless 
have concerns as to the risk that the Member States might decide to implement the Agreement’s 
provisions on criminal measures in a way that would by-pass its position of 25 April 2007, the 
recommendation made by the authors of the INTA Study430 that the Parliament should then make it 
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clear that such consent is conditional on Member States, represented by the Council, committing to 
implement ACTA in a manner that maintains the safeguards and scope that the Parliament outlined 
in the framework of the draft IPRED2, would seem sensible to us. 

 

6. POTENTIAL BENEFITS POSED BY ACTA IN THE EU  

119. Even though the provisions of ACTA do not manifestly extend beyond the EU acquis (subject 
to the on-going review of Regulation 1383/2003), one may reasonably expect that ACTA will 
contribute to some extent to the decline of IPR infringements, insofar as it promotes, for example, 
international cooperation between enforcement bodies, the adoption of codes of conducts or best 
practices, public awareness campaigns, and the development and exchange of specialized expertise. 

The need to update the international legal framework in terms of IPR enforcement set up by TRIPS in 
order to take account of the new shape and challenges of the world economy is real. The ever 
increasing role and significance of the digital environment, giving rise to cross-border infringements 
that are ever more complex and difficult to deal with, requires tailored solutions. The TRIPS 
Agreement does not contain provisions specifically related to the Internet. Disparate sets of rules 
have been adopted in the member countries of the WTO, which it would be worthwhile to harmonize 
to an acceptable level.  Back in 2004, the EU legislature acknowledged that “[i]ncreasing use of the 
Internet enables pirated products to be distributed instantly around the globe”.431  Six years later, in 
the framework of the analysis of the application of the IPRED, several Member States concluded, in 
their national reports addressed to the Commission, that “greater attention needs to be given to the 
infringements of intellectual property rights on the Internet and that the Directive does not 
sufficiently address this constantly growing, serious problem”.432 

IPRs mean nothing if they cannot be enforced. 

120. The European Commission claims that ACTA, by encouraging the EU’s trading partners to 
implement higher protection standards to tackle IPR infringements, will provide benefits for EU 
exporting right-holders operating in the global market who suffer widespread infringements of their 
IPRs abroad.433  The European Parliament also acknowledged, in its Resolution of 24 November 
2010,434 that ACTA, as a tool for making the existing standards more effective, would benefit EU 
exports and protect right-holders operating in the global market. 

Right-holders will undoubtedly benefit from the implementation by the ACTA contracting parties of 
the enforcement mechanisms provided for in the Agreement.  This will be the case, in particular, as 
regards the provisions relating to border measures, which will contribute to jugulating worldwide 
trade in infringing goods.  However, the benefits of the Agreement will remain limited, since the 
ACTA Parties will be under no obligation to carry out checks on in-transit or trans-shipped goods; the 
proposed Agreement only contains information sharing provisions in this regard,435 which are, again, 
non-mandatory.  The benefits of ACTA on the customs front will therefore concentrate on goods 
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imported into ACTA countries, or produced in the ACTA contracting countries. It is no secret that 
counterfeit and pirated goods mainly originate in countries which do not intend to join ACTA.  

121. It is not seriously disputable that at least some forms of IPR infringements put consumer 
health and safety at risk.  This is the case nowadays more than ever before, due to the increasing 
diversification of counterfeiting activity. The latest statistics compiled by DG TAXUD have allowed to 
conclude that, in 2010, “products that would be potentially dangerous to the health and safety of 
consumers (i.e. suspected trade mark infringements concerning food and beverages, body care 
articles, medicines, electrical household goods, and toys) accounted for a total of 14.5% of the total 
amount of detained articles” at the EU’s borders.436 Counterfeit spare parts for cars or aircrafts are no 
longer uncommon.  These days, such goods, which mislead consumers and can have devastating 
consequences, are widely offered for sale on the Internet.  The latest customs statistics published by 
the European Commission on cross-border flows of counterfeit goods to date reveal that 
counterfeiters are increasingly using air freight and postal parcels. In 2010, nearly 50,000 items of mail 
containing articles infringing IPRs were intercepted by Customs in the EU. The increase in the amount 
of counterfeit goods travelling through the postal system is spectacular: from 2009 to 2010, the 
number of cases concerning detentions of postal packages tripled from 15,000 to over 48,000. The 
increase is also striking when compared to the volumes travelling by other means in recent years. In 
2010, 62 per cent of the cases of detentions by Customs related to postal traffic. This upward trend 
reflects a growing number of online purchases, 60% of which relate to counterfeit pharmaceutical 
products.437  

In this regard, a strengthened set of standards for IPR enforcement building on the TRIPS Agreement 
would therefore also benefit the EU’s citizens. 

122. Non-ACTA parties would also benefit from the enforcement measures that the ACTA 
contracting states, including the EU, would be obliged to provide for their citizens. This is a 
consequence of the national-treatment and most-favoured-nation clauses in Articles 3 and 4 of the 
TRIPS Agreement. 

 

7. CONCLUSION 

123. The provisions of ACTA are not worded in exactly the same way as the corresponding 
provisions of EU law – which is due to the fact that ACTA, like any other international agreement, is a 
compromise between different legal systems.   

Similarly, while ACTA limits the flexibility afforded to the Parties by the TRIPS Agreement when 
enforcing IPRs in some respects, it does not appear to contain any provision which is inconsistent 
with the provisions of TRIPS.  Should any such incompatibility exist, then Article 1 of ACTA mandates 
the courts to give precedence to TRIPS. 

Admittedly, the wording of several provisions of ACTA is opaque. It is a fact that several concepts and 
provisions are subject to interpretation. However, this is also the case for the TRIPS Agreement and, as 
a matter of fact, the EU acquis itself. As has been pointed out above and has been acknowledged in 
the Commission Staff Working Document of 22 November 2010,438 some of the provisions of the 
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IPRED have been implemented and/or interpreted in different ways in the Member States, which 
makes it quite difficult in some cases to assess the compatibility between ACTA and the EU acquis. 

The relative opacity of a number of provisions has resulted in contradictory stances regarding the 
“impact” which the Agreement might have on the EU acquis and civil liberties – with some authors 
claiming that ACTA actually fails to provide ‘state of the art’ IP enforcement standards at all, with 
which Parties may be expected to comply,439 and others maintaining that the Agreement goes 
beyond the EU acquis and seriously jeopardizes fundamental rights. 

124. On the face of it, however, ACTA is not incompatible with the EU acquis on IPR enforcement 
and civil liberties, and would not require the adoption of new legal acts of the Union or the 
amendment of existing ones, subject, however, to the on-going review of Regulation 1383/2003. 

As Professor Daniel Gervais – an authority in the field of TRIPS – rightly opines, “very few if any 
changes to EU (…) law would be required to comply with ACTA”.440 “A number of small differences 
can be found but it is not clear that they amount to a departure from the acquis”.441 

ACTA does not appear to be inconsistent with the IPRED, which provides for minimum protection 
standards regarding the civil enforcement of IPRs which are to be implemented in all Member States. 
Consequently, ACTA will not require changes to the national laws of the Member States in this area. 

As far as border measures are concerned, ACTA is not, in my opinion, in line with Regulation 
1383/2003. However, the new Regulation on customs enforcement of IPRs proposed by the 
Commission on 24 May 2011, if adopted, will be compatible with the Agreement. In fact, this new 
Regulation, just like Regulation 1383/2003 today, will go far beyond ACTA in several respects. Since 
EU Regulations are directly applicable and effective in the Member States, the EU border measures 
system forms an integral part of the national legislation of those countries. ACTA will therefore have 
no impact on the national legal systems of the Member States in this area. 

By and large, the ACTA standards are not as extensive as the standards that the EU has been pushing 
in its bilateral FTAs.442 

125. The criticisms of ACTA are due, to a large extent, to distorted interpretations of its provisions, 
most of which are not supported by the wording.  It is worth recalling here that ACTA will have to be 
construed in accordance with the Vienna Convention on the Law of Treaties 1969 (VCLT), whose 
Article 31(1) provides for the principle of good-faith interpretation in accordance with the ordinary 
meaning given to the terms of the treaty in their context and in the light of its object and purpose.  I 
should, nevertheless, concede to Kimberlee Weatherall443 that “[w]ith the ordinary meaning of the 
text unclear, a general preamble that offers little specific guidance as to the intended scope of ACTA, 
and no travaux preparatoires to offer clues, the usual means for treaty interpretation offer little help”. 

It appears, in any instance, clear to me that ACTA does not: 

                                                               
439 See, inter alia, K Weatherall, “Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement” (n 
60). 
440 D Gervais, ‘The International Legal Framework of Border Measures in the Fight Against Counterfeiting and Piracy’, in: O 
Vrins and M Schneider, Enforcement of Intellectual Property Rights through Border Measures. Law and Practice in the EU (Oxford 
University Press, 2nd ed, 2012), p. 72, para 3.87 (emphasis added). 
441 Ibid, footnote 155. 
442 INTA Study (n 41), p. 16. 
443 “Politics, Compromise, Text and the Failures of the Anti-Counterfeiting Trade Agreement” (n 60), p. 254. 
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 require a “three strikes” or “graduated response” system, account termination, or domain 
blocking. ACTA does not contain any provision that provides for, or even encourages or 
allows, the cutting of Internet access; 

 require the implementation of systematic Internet monitoring mechanisms; 

 extend liabilities on ISPs or other Internet operators; 

 mandate the contracting parties to provide for the possibility of EU citizens being subject to 
search of their personal luggage and electronic devices such as MP3 players at the borders, 
unless there are grounded suspicions that such luggage or devices contain goods or material 
aimed for a commercial traffic. 

126. Neither will ACTA impair freedom of expression, the right to privacy and, more generally, 
fundamental rights. ACTA does not appear to impose any obligation on the EU or its Member States 
that would be incompatible with fundamental rights. ACTA expressly mandates the Parties to respect 
such rights when implementing the provisions of the Agreement.  The implementation and 
application of those provisions by the EU institutions and by the Member States and its interpretation 
by the CJEU will have to be done in conformity with the fundamental rights guaranteed by the 
Charter of Fundamental Rights and the ECHR, and will have to strike a fair balance between the 
conflicting positions of both right-holders and third parties, in accordance with the principles set out 
in Article 6 of ACTA.   

The legality of the implementation in the Member States of the measures provided for by ACTA, in 
the light of these fundamental rights, will be subject to the CJEU’s scrutiny. ACTA will not affect the 
CJEU’s case law in the Promusicae, Scarlet and Netlog cases, for example.   

127. As already mentioned, the imprecise wording used in some provisions of ACTA has been 
criticized and is responsible for the speculations which have surrounded the negotiations and are still 
surrounding the final text now.  ACTA does not set up any WTO-like dispute resolution system. The 
role of the ACTA Committee, referred to in Article 36, remains unclear. The Parties to the treaty will 
have to be adamant that this Committee be transparent and neutral.  Article 36(4) of the Agreement 
already provides for a valuable safeguard in that it stipulates that all decisions of the Committee shall 
be taken by consensus. 

128. Even though ACTA appears to be in line with the EU acquis, it will have some impact on it. 
Most stakeholders and commentators recognize that many provisions of ACTA come from the IPRED. 
Once ACTA is adopted, the EU will be under an international legal obligation not to change these 
provisions in the Directive in a way which would run against the mandatory provisions of ACTA. 
Furthermore, we agree with the authors of the INTA Study444 that ACTA might have an impact on the 
direction of the EU debate on the future of IPR right protection. For example, the criminal measures 
will set a new floor for the discussion between Member States.   

However, the influence of ACTA will be limited merely to issues related to IPR enforcement.  It will 
not have any impact on the scope of protection of IPRs, nor on the definition of infringement, 
limitations and exceptions. The EU and national legislatures will remain entirely free to address 
these issues, to amend their respective legislations, and therefore to indirectly influence the ambit of 
the enforcement measures provided for in ACTA. 

                                                               
444 See n 41, p. 9. 
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129. In the worst-case scenario, withdrawal from the Agreement would not be burdensome.  
Indeed, Article 41 of ACTA provides that each Party may withdraw from the Agreement by means of a 
simple notification in writing to the Depositary.  

130. The referral of ACTA to the CJEU would, in my opinion, have been a welcome move.  It would 
presumably have helped support a calm, reasoned, open and democratic discussion on ACTA. 
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PART VII THE IMPACT OF THE ANTI-COUNTERFEITING TRADE 
AGREEMENT (ACTA) ON ACCESS TO MEDICINES IN DEVELOPING COUNTRIES 
Dr Meir Perez Pugatch and dr David Torstensson 

1. INTRODUCTION 

The role played by Intellectual Property Rights (IPRs) in pharmaceutical innovation and access to 
medicines is a topic that has long been hotly debated in both the academy as well as in the 
international community. Discussions range from the extent to which IPRs can lead to greater 
investment and transfer of health technologies to whether they actually impede or enhance access to 
medicines in developing countries.  

Proponents argue that strong intellectual property (IP) protection encourages innovation in developing 
countries and that patent protection does not hinder access to medicines.445 Conversely, critics of the 
international IP system (as established by the 1995 TRIPS Agreement) claim it is too stringent, and has 
effectively created a market failure in terms of the ability of many developing countries to access 
affordable medicines.446 They also point to the wider market failure of developing new medicines and 
vaccines for diseases that disproportionately affect lower and middle income countries.  

1.1 Access and R&D 

The access to medicines debate can be viewed both in the context of encouraging further research and 
development into those diseases that disproportionately affect developing world countries – including 
HIV/AIDS, malaria and neglected and tropical diseases (NTDs) –as well as overcoming the financial and 
logistical challenges in ensuring that these counties have an adequate supply of drugs for which 
medicine and treatments exist. 

The overriding intention of ACTA is “to provide effective and appropriate means, complementing the 
TRIPS Agreement, for the enforcement of intellectual property rights”.447 ACTA will not affect the R&D 
efforts of developing new medicines and vaccines. Instead, the agreement’s potential impact – and 
consequently the scope of this paper – is limited to the supply of existing drugs.  

1.2 Counterfeit and substandard medicines – a growing challenge to effective access in 
developing and least developed countries 

With regard to the supply of medicines to developing countries, part of the access to medicines debate 
which is often overlooked is the challenge of ensuring that drugs and medical devices meet the highest 
quality and safety standards. Often this is not the case as the pharmaceutical supply chain in many 
middle and lower income countries is permeated by counterfeited and substandard medicines. The 
Food and Drug Administration (FDA) and World Health Organization (WHO) have both estimated that in 
many developing countries between 25-50% of the supply chain could be made up of substandard 

                                                               
445 See: Dutta, A & Sharma, S (2008), Intellectual Property Rights and Innovation in Developing Countries: Evidence from India, 
Léger, A. (2006), “Intellectual Property Rights and Innovation in Developing Countries: Evidence from Panel Data”, 
Proceedings of the German Development Economics Conference, Berlin, and Attaran, A. (2004), “How Do Patents and 
Economic Policies Affect Access to Essential Medicines in Developing Countries?”, Health Affairs, Vol.23, No.3, pp. 155-66  
446 See for example: Correa, C. (1999) "Intellectual Property Rights and the Use of Compulsory Licenses: Options for 
Developing countries", T. R. A. D. E Working Papers 5 
447 Anti-Counterfeiting Trade Agreement, Finalized Text, pre-amble 
http://register.consilium.europa.eu/pdf/en/11/st12/st12196.en11.pdf  
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and/or counterfeit drugs.448 Similarly, the European Medicines Agency (EMA) has also warned over the 
rise in counterfeit and falsified medicines.449 

Low income countries are particularly vulnerable as drug regulatory authorities face massive challenges 
in establishing, verifying and enforcing drug quality and safety standards.450 While in developed 
countries the penetration of counterfeit and substandard drugs is usually much lower, it is nevertheless 
not an insignificant percentage of the total drug market. Indeed, there are a number of examples every 
year of substandard and counterfeit medicines being discovered in both the EU and North America.451 

1.3 Paper outline 

The process of ratifying ACTA in national and regional legislatures has raised certain concerns with 
regards to its appropriate implementation, including of its border and criminal provisions for 
counterfeited medicines. The key concern in this respect is that new laws introduced in line with ACTA 
could allow border enforcement agents to examine and perhaps dispose of not only counterfeit 
medicines but also patent and trademark infringing products, and as such, restrict global flows of 
legitimate medicines, especially to the developing world. These concerns have been at the forefront of 
discussions in the European Parliament concerning ACTA.452 

The purpose of this paper is to consider whether ACTA or its implementation is likely to hinder access to 
new medicines or generic drugs in the developing world. It will do so by discussing the three following 
elements: 

1. ACTA in the context of the global IP architecture. 
2. The access to medicines debate and how this is treated in TRIPS and other international 

agreements. This includes discussion of current and past Free Trade Agreements (FTAs).  

3. The impact of ACTA’s border measures on substandard and counterfeited medicines. 

Finally, the paper will offer some concluding remarks based on the evidence examined and presented. 

2. ACTA IN THE CONTEXT OF THE GLOBAL IP ARCHITECTURE 

Generally speaking, international IP agreements aim to achieve two major goals. The first is to level the 
playing field and establish the ground rules according to which trade in IP-related products will take 
place. The second is to standardize the level of IP protection granted by signatories to international IP 
agreements.  

In this context, the most significant step towards the harmonization of international trade in IP-related 
goods and services was the creation of the Agreement on Trade Related Aspects of Intellectual Property 

                                                               
448 Statement of Lutter, Randall W., (2005) Acting Associate Commissioner for Policy and Planning, FDA, before US Congress, 
November 1, 2005, http://www.fda.gov/newsevents/testimony/ucm112670.htm (Accessed February 2012). 
449 See: 
http://www.ema.europa.eu/ema/index.jsp?curl=pages/special_topics/general/general_content_000186.jsp&murl=menus/s
pecial_topics/special_topics.jsp&mid=WC0b01ac058002d4e8 (Accessed February 2012) 
450 For a full discussion of substandard and counterfeit drugs in emerging markets and developing countries and the 
challenges that drug regulatory authorities face see Torstensson, D. and Pugatch, M. (2010), Keeping Medicines Safe, 
Stockholm Network. 
451 See, for example, the BBC report, “How fake drugs got into the NHS”, 3 February 2009, 
http://news.bbc.co.uk/2/hi/health/7865569.stm and USA Today, ‘Growing problem of fake drugs hurting patients, 
companies’, September 13 2010, http://www.usatoday.com/money/industries/health/2010-09-12-asia-counterfeit-
drugs_N.htm (Both Accessed February 2012). 
452 Kamperman Sanders, A, Bafana Shabalala, D, Pugatch, M, and Vergano, PR (2011), The Anti-Counterfeiting Trade Agreement 
( ACTA): An Assessment, DG External Policies, Policy Department, 2011, pp.23-4 
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Rights (TRIPS) by the WTO. In short, the TRIPS agreement established the international IP architecture 
that subsequent international treaties and agreements (such as ACTA) must adhere to. 

2.1 A short overview of the TRIPS Agreement 

Signed in Marrakesh (15 April 1994) as Annex 1C to the Final Act establishing the WTO, the TRIPS 
agreement came into effect in January 1995. At the time, it was one of the most innovative and 
important subjects to be included in the multilateral negotiations of the Uruguay Round. With respect 
to IPRs specifically, the TRIPS Agreement represented a significant increase in the global level of IP 
protection. 

Three aspects should be emphasised here. Firstly, the TRIPS Agreement specifies the minimum 
protection standards that WTO member countries must adopt under their domestic IP legislation.453 
Most importantly, TRIPS provides a detailed 'technical guide' for member countries with regard to the 
protection of IPRs, including copyrights, trademarks and patents. 

Secondly, the TRIPS Agreement specifies the minimum measures necessary for the adequate 
enforcement of its provisions.454 According to the Agreement each WTO member is required to 
introduce civil and judicial procedures in order to prevent, or at least inhibit, the infringement of IPRs. 
Members’ remedies must include:  

 injunctions, “to prevent the entry into channels of commerce in their jurisdiction of imported goods 
that involve the infringement of an intellectual property right”,  

 damages for injuries, and  

 the destruction of infringed goods without compensation of any sort.455  

Member countries are also required to adopt adequate border measures, aimed at preventing the 
importation and circulation of counterfeit and pirated IP-related goods. In order to combat the illegal 
trade in pirated products involving copyright or trademark rights infringements, WTO members are 
required to adopt criminal procedures, and to allow for penalties to be applied, under their domestic IP 
legislation. 

Thirdly, the TRIPS Agreement relies on the WTO's built-in Dispute Settlement Body, which is the main 
body responsible for settling disputes between member countries. 

2.2 The rise and fall of the TRIPS Framework 

The fifteen years during which TRIPS has been in existence can roughly be divided into three periods.  

During the first period – 1995 to early 1999 – developed countries were positively convinced about 
TRIPS' ability to provide a long-term platform for the protection and enforcement of their IP rights 
world-wide. Yet, at the same time, developing and least developed countries became increasingly 
resentful of TRIPS. This sentiment reached a climax at the 1999 Seattle Ministerial Conference and the 
debate on patented AIDS medicines in South Africa.  
                                                               
453 See Art.1.1. The TRIPS Agreement incorporates four major international treaties: the 1883 Paris Convention for the 
protection of industrial property, as revised by the Stockholm Act of this convention (14 July 1967), the 1886 Berne 
Convention for the protection of literary and artistic works, as revised in the Paris Act of this convention (24 July 1971), the 
Rome Convention for the protection of performers, producers of phonograms and broadcasting organisations (26 October 
1961) and the Treaty on intellectual property in respect of integrated circuits (IPIC) of 26 May 1989. See also: Blakeney, M. 
(1996), Trade Related Aspects of Intellectual Property Rights: A concise Guide to the TRIPs Agreement, London: Sweet and 
Maxwell, 1996. 
454 (Art. 41 to 61) 
455 Ibid. 
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In the second period – November 1999 to November 2001– some developing countries continued to 
resent their obligation to implement TRIPS, saying it was too one-sided and offered limited prospects 
for their interests.  

The third period – November 2001 to date – may be described as the period of ‘flexibility’, though not 
necessarily in a positive sense for all parties concerned.   

This final period has brought two major changes.  First, the subject matter of the discussion on TRIPS 
has narrowed down to an almost exclusive focus on pharmaceutical IPRs.  

Second, the focus has no longer been on implementation, but rather on the ‘flexible’ interpretation of 
TRIPS - the manner in which developing and least developed countries (LDCs) could use the built-in 
flexibilities in the agreement to ensure that access to medicines is not hindered by having to implement 
higher standards of IP protection. In particular, the discussion has centred on access to medicines by 
LDCs, and the extent to which patents may hinder such access. The roots of this issues can be tracked 
back to 1997, to the famous clash between the pharmaceutical industry and the government of South 
Africa on the issue of patents and access to medicines against HIV/AIDS. This debate essentially created 
the grounds of the debate which we are witnessing to this present day.456 

The discussion intensified quickly, spilling over into other countries, such that at the 2001 Doha 
Ministerial Meeting in which authorities were calling for a way to reconcile the implementation of TRIPS 
with these public health concerns. The resulting 2001 Declaration on the TRIPS Agreement and Public 
Health introduced the second fundamental shift of the period towards a greater use of TRIPS built-in 
flexibilities.. Specifically, the Declaration provided for a few exceptions to TRIPS, especially in Paragraph 
6, which focused on the manner in which LDCs with no manufacturing capacities can import generic 
substitutes to existing patented pharmaceutical drugs.457 The August 2003 Agreement on the 
implementation of Paragraph 6, further dealt with the way in which developed  countries can produce 
and export generics to LDCs.458  

In practice, however, these trends have resulted in a visible stagnation in the negotiating agenda of 
TRIPS. Yet, in the past decade we have experienced vast and rapid technological developments, 
including in biotechnology as well as in mobile and digital mediums. These fields encompass highly 
complex and important IP issues, most of which have not been incorporated into TRIPS.  

At the same time, global rates of piracy and counterfeiting have soared; the OECD’s latest analysis 
estimates that international trade in counterfeit and pirated products amounted to $200 billion in 
2005.459 In light of the deep freeze in the TRIPS negotiating agenda, policymakers have sought to 
address these issues in other trade-related platforms, including bilateral and regional agreements and 
new multilateral platforms. 

2.3 Multilateral, regional and free trade agreements supplementing the TRIPS Agreement 

There is growing evidence suggesting that, since the year 2000, developed and developing countries 
have been signing preferential trade agreements (PTAs) that include IP provisions. Such agreements are 

                                                               
12 See Pugatch, M.P. (2004), The International Political Economy of Intellectual Property Rights (Edward Elgar: Cheltenham, UK, 
June 2004) , pp. 216-217 
457 WTO Ministerial Declaration on the TRIPS Agreement and Public Health- Adopted on 14 November 2001 
458 Council for TRIPS, Implementation of Paragraph 6 of the Doha Declaration on the TRIPS Agreement and  
Public Health (30 August 2003). 
459 OECD (2008), The Economic Impact of Counterfeiting and Piracy,  
http://www.oecd.org/document/4/0,3746,en_2649_34173_40876868_1_1_1_1,00.html (Accessed February 2012) 
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either regional or, increasingly, bilateral and include both free trade areas (FTAs) and, where there is a 
common external tariff, customs unions. 

For instance, the EU has concluded FTAs with, for instance, Israel (2000), Mexico (2001-2002), Croatia 
(2005), Bosnia and Herzegovina (2008), Albania (2009) and Serbia (2010), and is currently in negotiations 
with India. Equally, the US has signed FTAs with Jordan (2000), Chile (2003), Singapore (2003), Morocco 
(2004), Bahrain (2004), five Central American countries (2004), Colombia (2006), Korea (2007) and Peru 
(2007). Many of these have included provisions related to pharmaceutical IPRs, such as measures on 
parallel trade and data exclusivity, which can be considered as in addition to the rights and obligations 
set out in TRIPS, or so-called ‘TRIPS-plus’. (The details of some of the most relevant of these agreements 
and how they have treated the access to medicines issue is discussed in the following section.) 

The trend of different countries and regions using bilateral, regional and even international trade 
agreements to promote a strengthened IP environment among their trading partners continues. For 
example, the Trans-Pacific Partnership Agreement, which nine countries in the Asia Pacific are currently 
negotiating, seeks to enhance trade-related standards in the region, including with regards to IPRs and 
their enforcement.  

The ACTA agreement is part of this wider trend of bi- and multi-lateral agreements in place of further 
development of TRIPS. Indeed, ACTA represents part of an ongoing trend to supplement the TRIPS 
Agreement in order to better define and bring IP standards in line with contemporary advances and 
needs. It can be argued that ACTA is intended to ‘put meat on the bones’ of TRIPS by creating concrete 
standards for how its provisions on enforcement should be applied in the 21st century.460 In particular, 
given the rise of counterfeiting and piracy in the context of digital innovation and global trade, the 
ACTA negotiating parties recognized the pressing demand for improving the international framework 
for more effectively combating trade in counterfeited and pirated goods. These countries, including 
Australia, Canada, Japan, South Korea, Morocco, New Zealand, Singapore, Switzerland, Mexico, the US, 
came to an agreement in November 2010 and are now in the process of ratifying and implementing it.    

3. THE ACCESS TO MEDICINES DEBATE IN THE INTERNATIONAL IP 
FRAMEWORK 

As was mentioned in the Introduction, access to medicines is both about ensuring the supply and 
physical access to existing and established drugs and therapies, as well as incentivizing research into 
and the development of new medicines and vaccines for those diseases that disproportionately affect 
developing world countries. These include HIV/AIDS, malaria and NTDs. NTDs are those diseases for 
which there is no significant market in developed nations and that disproportionately affect poor and 
marginalized populations, often in low and middle income countries.461 In its 2010 report Working to 
Overcome the Global Impact of Neglected Tropical Diseases the World Health Organization (WHO) 
estimated that 1 billion people were impaired by neglected tropical diseases.462  

Survey analysis suggests that both donations and physical access to essential medicines in developing 
countries has increased dramatically since the 1990s. For instance, coverage rates of antiretroviral 
therapy (ART) in the treatment of HIV/AIDS have seen substantial increases since the early 2000s. In 

                                                               
460 Kamperman Sanders, A et al, (2011) p. 21  
461 The US Food Drugs and Cosmetics Act identifies the following diseases as tropical: tuberculosis,  malaria, blinding 
trachoma buruli Ulcer, cholera, dengue/dengue haemorrhagic fever, dracunculiasis (guinea-worm disease), fascioliasis,  
human African trypanosomiasis,  leishmaniasis, leprosy, lymphatic filariasis, onchocerciasis, schistosomiasis, soil transmitted 
helmithiasis, and yaws. The WHO uses a similar definition. 
462 WHO, (2010), Working to Overcome the Global Impact of Neglected Tropical Diseases, Geneva 2010. p. vii. 
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2002 ART coverage was less than 10%. By 2009 this had increased to over 50%. While this is still short of 
the overall goal of a coverage rate of 80%, it nevertheless marks progress.463   

This has been achieved through both increased donations by multinational countries as well as the 
supply of low-cost generic medicines from other emerging markets such as China and India. On the 
latter, some studies estimate that in some disease categories (e.g. HIV/AIDS and antiretorvirals) Indian 
manufacturers accounted for more than four-fifths of annual purchases.464 A majority of multinational 
drug companies have implemented inter country/regional tiered pricing programs for medicines 
marketed in developing countries, which take into consideration the relative cost, ability to pay and 
burden of disease.465  

Here it is also very important to note that access to medicines in developing and least developed 
countries is not only measured by the affordability of existing medicines, but perhaps even more 
importantly to the lack treatments for diseases that disproportionally affect their populations.  

As a result the world is now focusing its effort on developing viable solutions (including medicines) to 
neglected tropical disease. Indeed, since the late 1990s there has been a growing focus in the 
international community on the fact that relatively smaller amounts of biopharmaceutical R&D have 
gone into the development of new drugs and treatments for NTDs. One of the most frequently cited 
studies found that out of a total of 1,393 new chemical entities marketed in the period 1975-1999 only 
16 were for NTDs.466  

Findings like this prompted a number of new initiatives and international programs aimed at increasing 
drug development and available medicines. Scholars, researchers, international organizations, drug 
companies and policymakers have all tried to understand how to best incentivize new R&D into NTDs 
and a host of new R&D models have all been put forward including patent pools, research prizes, 
advanced purchase commitments, R&D tax credits and product development partnerships (PDPs).  

Since 2000 R&D in NTDs has increased substantially. Research by the Tufts Center for the Study of Drug 
Development shows that between 2000 and May 2009, 26 products for neglected diseases were 
marketed with a total of 26 indications.467 Out of these almost half of approvals occurred in malaria with 
11 new drugs being marketed. New partnerships between industry, governments and philanthropic 
groups have increased the funding for neglected diseases substantially. The Global Funding of 
Innovation for Neglected Diseases (GFINDER) survey finds that in 2009 $3.2billion was allocated for 
research relating to neglected diseases – a stark increase from a decade or two before. 

While many of these new R&D initiatives are yet unproven, there is growing evidence that many PDPs 
are having some success in developing new drugs and treatments for NTDs and other diseases which 
disproportionately affect poor populations, including HIV/AIDS, malaria and tuberculosis. For example, 

                                                               
463 These figures are based on an ART initiation of CD4 cell count <200 cells/mm, the standard used by the WHO up until 
2010. In 2010 the WHO changed this standard by raising the cell count to 350 cells/mm3. The effect of this change has been 
an increase in the number of patients eligible for ART. Consequently, measured by this new cell count ART coverage rates 
have fallen. See: Wilsdon, T, Attridge, J, Sauri, L, and Kirkpatrick, H, (2011), Evidence on access to Essential Medicines for the 
treatment of HIV/AIDS, Charles River Associates, 2011. 
464 B Waning, E Diedrichsen, S Moon, (2010) “A lifeline to treatment: the role of Indian generic manufacturers in supplying 
antiretroviral medicines to developing countries”, Journal of the International AIDS Society 2010, 13:35,  
465 RiskMetrics Group (2010), Access to Medicine Index 2010, Access to Medicines Foundation 
http://www.accesstomedicineindex.org/sites/www.accesstomedicineindex.org/files/general/Access_to_Medicine_Index_20
10.pdf (Accessed February 2012) 
466 Trouillier, P, Olliaro, P, Torreele, E, Orbinski, J, Laing, R, Ford, N, (2010), “Drug development for neglected diseases: a 
deficient market and a public-health policy failure”, Lancet 2002; 359: 2188–94 
467 Cohen, J, Staroselsky Dibner, M, and Wilson, A, (2010), “Development of and Access to Products for Neglected Diseases”, 
PLoS ONE, May 2010, Volume 5, Issue 5,  e10610 
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the percentage of approved NTD products sponsored by public-private partnerships increased from 
15% in the time period 1975-1999 to 46% in the decade 2000-2009.468  

Similarly many companies are engaged in single-drug donation programs targeting NTDS in 
developing countries.469  

3.1 Measures and tools provided under TRIPS to ensure supply of medicines to developing 
world countries  

There are a number of tools and measures included in the TRIPS agreement which allows developing, 
and developed, world countries to ensure a steady supply of life-saving and essential medicines.  

For example, TRIPS Article 31bis, and the Paragraph 6 mechanisms (originally derived from the Doha 
Declaration on the TRIPS Agreement and Public Health of 2001), which became an amendment to TRIPS 
in 2005, provides for the expanded use of compulsory licensing by governments in exceptional health 
circumstances, which are de facto defined by the governments themselves. 

In addition, while under Article 31(7), compulsory licensing is only permissible for supplying the 
domestic market of the country which issues the license, Paragraph 6 of the Doha Declaration (now a 
formal part of the TRIPS Agreement in Article 31), allows this obligation to be waived for countries 
which seek to produce a pharmaceutical product for export to a least developed country which has 
insufficient or no manufacturing capacities in the pharmaceutical sector. Provisions for exporting 
products produced under a compulsory license include: the product(s) being clearly identified through 
specific labeling or marking; special packaging/coloring and quantities, destinations; and distinguishing 
features of the product(s) being published. Regional licenses may also be available, for developing and 
least developing countries, in a regional trade agreement.  

Together these provisions on compulsory licenses mean that developing world countries have the 
right, under the existing international IP architecture, to issue compulsory licenses for the manufacture 
of life-saving and essential medicines. Additionally, should they not have the domestic manufacturing 
capacity to do so, countries that do have this capacity (including developed countries) are under TRIPS 
allowed to produce the required products under their own compulsory licenses and export these to the 
affected country. For example, in 2007 Canada issued a compulsory license in order to allow its generic 
industry to produce medicines that would meet Rwanda’s need for anti-retroviral drugs.   

With regard to parallel trade and the ability to import a medicine from a proximate country and sell it at 
a lower price than in the country of origin, the TRIPS Agreement essentially allows for parallel imports to 
take place under its newly-established IP regime. It does so by denying members the possibility of 
bringing cases concerning international exhaustion to the Dispute Settlement Body . As stated in Article  
6:  

For the purposes of dispute settlement under this Agreement, subject to the provisions of Articles 3 
and 4 (National Treatment and MFN), nothing in this Agreement shall be used to address the issue of 
the exhaustion of intellectual property rights.  

The TRIPs Agreement also links Art. 6 to Art. 28 (exclusive patent rights) via a footnote to the latter, 
stating that "this right, like all other rights conferred under this Agreement in respect of the use, sale, 
importation or other distribution of goods is subject to the provisions of Article 6". 

                                                               
468 Ibid. 
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Finally, Article 5d of the 2001 Doha Declaration further re-affirmed the ability of different countries to 
adopt the principle of the international exhaustion of rights by stating that the "effect of the provisions 
in the TRIPS Agreement that are relevant to the exhaustion of intellectual property rights is to leave 
each member free to establish its own regime for such exhaustion without challenge…" 

As a result, it is safe to argue that the existing international IP architecture under TRIPS allows 
compulsory licensing, the export and transit of products created under a compulsory license to eligible 
importing countries and for parallel trade, to take place. Moreover, as discussed below, these key 
aspects of TRIPS and the Doha Declaration have been confirmed in numerous FTAs between developed 
and developing countries. 

3.2 Access to medicines in FTAs 

The access to medicines issue has been discussed at the level of FTAs negotiated both by the EU and 
the US. For instance, during the current FTA negotiations between India and the EU public concerns 
have been raised about the impact of IP provisions included in any potential treaty. Both Médecins Sans 
Frontières (MSF, Doctors without Borders) and UNITAID (a WHO affiliate drug-purchasing mechanism) 
have claimed that if included these provisions could hinder access to medicines both in India and in the 
developing world.470 This, and other criticism, has led the EU Commission to make public assurances 
that any IPR provisions in a FTA agreement with India would not limit India’s ability to export life-saving 
medicines. In May 2010 the EU Commission released a “Questions and Answers” fact sheet addressing 
these concerns. In this fact sheet the Commission stated that: 

The EU fully acknowledges India's right and capacity to manufacture and export life-saving 
medicines to other developing countries facing public health problems. The IPR provisions proposed 
in the EU-India FTA are not intended to weaken this. Consequently, the EU has proposed a clause in 
the negotiations to ensure that nothing in the proposed agreement would limit India's freedom to 
produce and export life-saving medicines in accordance with the TRIPS Agreement and the Doha 
Declaration on the TRIPS Agreement and Public Health, notably through compulsory licensing.471 

Similarly, the US-Morocco FTA of 2004 also made special mention and provisions on pharmaceutical 
IPRs in respect of the access to medicines issue. A legally binding side letter on public health to the FTA 
confirmed that the chapter of the agreement relating to IPRs did not limit “the ability of either Party to 
take necessary measures to protect public health by promoting access to medicines for all, in particular 
concerning cases such as HIV/AIDS, tuberculosis, malaria, and other epidemics as well as circumstances 
of extreme urgency or national emergency.”472 

Together these FTAs and others like them have confirmed the rights and procedures introduced by the 
TRIPS exceptions and the Doha Declaration.  
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4. IMPACT OF ACTA BORDER MEASURES ON SUBSTANDARD AND 
COUNTERFEITED MEDICINES 

4.1 Substandard and counterfeited medicines – background and basic facts 

Counterfeits and substandard medicines are sometimes confused and understood as being one and the 
same. However, they are distinct and it is important to conceptually separate the two. Counterfeit drugs 
are deliberately fraudulent and always the result of a criminal and illegitimate enterprise.473 Thus 
counterfeiting, in addition to being a public health issue, is a criminal justice and law enforcement issue. 
As was explained in the Introduction counterfeit medicines disproportionately affect large number of 
patients in low and middle income countries. WHO statistics suggest that the penetration of 
counterfeits can be as high as 30% of the total drug supply in Africa, Latin America, Asia and Eurasia.474 

Substandard medicines, on the other hand, are different and are those drugs which do not comply with 
set quality standards and/or specifications. However, because drug regulatory standards around the 
world are not uniform, what is considered as being a substandard medicine in one legal jurisdiction can 
quite easily be regarded as an accepted standard for other jurisdictions. This is an important point as 
quality standards and specifications vary from one country to another and even within a country.475 The 
number of substandard drugs can be as high as 40% of a given total sample size.476  

The globalisation of pharmaceutical supply chains has underlined the need for quality control in all 
interlinked markets. As was mentioned in the Introduction, while a smaller percentage of the overall 
drug supply, counterfeit and substandard medicines have also penetrated European and developed 
countries’ supply chains. The ACTA treaty is only one of number of policy responses to this 
development. For example, after a number of cases where low quality and even hazardous drugs and 
foods have penetrated the US supply chain from foreign countries – including a 2008 case of heparin 
sodium containing a Chinese manufactured contaminant – the FDA has opened a number of 
permanent offices in foreign locations.477  

4.2 ACTA and counterfeit and substandard medicines 

As ACTA is a treaty aimed at limiting counterfeiting and piracy its primary potential effect on the 
medicines trade will be on counterfeit or fake medicines. Substandard medicines should not be affected 
by the ACTA per se as they are generally speaking not infringing any trademark or IPR. Only in the cases 
where a substandard medicine is infringing a trademark or other rights covered by the ACTA agreement 
or is to be sold illegitimately without prior marketing approval by the European Medicines Agency 
(EMA) would it be subject to the border enforcement provisions of the ACTA treaty, outlined below. 

                                                               
473 See WHO, Counterfeit, FAQs, http://www.who.int/medicines/services/counterfeit/faqs/QandAsUpdateJuly11.pdf 
(Accessed February 2012). The EMA has a slightly different definition of counterfeit medicines, defining them as “medicines 
that do not comply with intellectual-property rights or that infringe trademark law”. Instead, the EMA describes medicines 
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474 Bate, R, (2008), Making a Killing – the deadly implications of the Counterfeit Drug Trade, The AEI Press, 2008, p. 15. 
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Should a manufacturer of substandard medicines wish to bring those medicines onto the EU market 
legitimately these medicines would be subject to the same quality, safety and efficacy testing 
requirements that all medicines approved for public consumption by the EMA or relevant national drug 
regulatory authorities are. If medicines are deemed to be substandard and do not pass these tests they 
will not be approved for the European market. Thus for the purposes of ACTA substandard medicines 
are distinct and separate from counterfeits.   

4.3 Border measures, patents and trademarks 

For the purposes of ACTA medicines are affected by two main types of IPRs: patents and trademarks. 
How these are treated by ACTA border measures therefore affects how the treaty will affect the wider 
trade within the EU of medicines and medicines in transit.478  

Section 3 of the finalised ACTA text, “Border Measures”, outlines those measures to be put in place by 
signatory parties to effectively limit the movement of counterfeited and pirated goods. Section 3 
involves rights holders in a number of ways, providing them the right to suspend the release of or 
detain suspect goods.479 Crucially, these measures and relevant paragraphs do not apply to patents or 
suspected patent infringement. The footnotes to section 3 of the ACTA agreements states: “The Parties 
agree that patents and protection of undisclosed information do not fall within the scope of this 
Section.”480 Moreover, the footnotes to Section 2 on Civil enforcement also allows Parties to exclude 
patents and protection of undisclosed information form civil enforcement.481  

Unlike patents border measures are applicable to trademarks. In this respect ACTA allows the signatory 
parties to apply border measures to goods in transit, an area of ongoing controversy within the EU. 
However, legal analysis of the text suggests that the treaty’s definition of counterfeit trademark goods 
means that “criminal enforcement is limited to goods that use identical or indistinguishably similar 
marks, which is of little relevance for normal competitive practice in the pharmaceutical market.”482 The 
treaty will only capture those infringements which are related to counterfeit and pirated goods and in 
which the illegal use of an established brand and trademark is being used. 

4.4 Goods in transit  

Public and international concerns have been voiced over the possibility of ACTA border measures 
allowing in-transit seizure of generic drugs.483 These concerns were largely based on seizures of generic 
drugs that were being shipped from and to jurisdictions/countries in which these drugs were not in 
violation of existing IP laws (in these countries). Seizures were justified on the grounds that IP protection 
did exist in the country in which the goods were in transit. A widely cited example of this is the 2008 
seizure of the hypertension drug Losartan by Dutch authorities.  

These seizures led to India and Brazil initiating dispute settlement consultations against the EU before 
the WTO. While it appears that the specific dispute relating to India and Brazil has been resolved with an 
interim agreement having been struck between the EU and India in the summer of  2011, the wider 
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February 2012) 



Policy Department DG External Policies 

 136

issue of goods in transit is currently being reviewed within the EU.484 Indeed, the European Commission 
in May 2011 put forward “A proposal for Regulation of the European Parliament and of the Council 
concerning customs enforcement of intellectual property rights”, which included significant regulatory 
changes to the existing Council Regulation (EC) No 1383/2003.485 With regard to access to medicines, 
significantly, paragraph 17 of these proposed changes mentions the TRIPS agreement by name and 
states that:  

The TRIPS Agreement can and should be interpreted and implemented in a manner supportive of 
WTO Members' right to protect public health and, in particular, to promote access to medicines for 
all. In particular with regard to medicines the passage of which across this territory of the European 
Union, with or without transshipment, warehousing, breaking bulk, or changes in the mode or 
means of transport, is only a portion of a complete journey beginning and terminating beyond the 
territory of the Union, customs authorities should, when assessing a risk of infringement of 
intellectual property rights, take account of any substantial likelihood of diversion of these goods 
onto the market of the Union.486 

From this draft proposal it would appear that the Commission’s interest is that border measures be 
implemented and customs authorities to act solely on suspected IP infringing goods when they are 
destined for an EU market.  

While this proposed regulation is currently being discussed a similar sentiment was expressed by the 
European Court of Justice (ECJ) in its ruling on the joined Nokia and Phillips cases. Here the ECJ ruled 
that goods in transit could only be viewed as being counterfeit or pirated if they had been intended for 
sale within the EU: “goods coming from a non-member state which are imitations of goods protected in 
the European Union…cannot be classified as ‘counterfeit goods’ or ‘pirated goods’ within…merely on 
the basis of the fact that they are brought into the customs territory of the European Union under a 
suspensive procedure”.487 

4.5 Effect on exports of generic drugs 

Counterfeit medicines are per definition not approved by any regulatory authority and are illegal. They 
have not undergone safety, quality or efficacy testing and have not been approved for public 
consumption by any drug regulatory authority. They should not be confused with generic drugs. 

As the ACTA excludes patents and undisclosed data (so called regulatory data protection) from both 
civil enforcement and border measures it should have a minimal impact on the trade of generic 
medicines. The finalised text of the agreement is not aimed at hindering the legitimate trade of generic 
or research-based drugs. ACTA will only affect medicines which are counterfeit and for which an 
infringement of a trademark has taken place.  

It would also appear from the recently proposed changes to Council Regulation (EC) No 1383/2003 and 
the ruling by the ECJ in Nokia-Phillips that suspected goods must also be destined for an EU market. 
Thus from these draft regulations, the memorandum of understanding between the EU and India, and 
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the ECJ ruling it would appear that goods in transit within the EU will be minimally impacted by the 
ACTA agreement. 

5. CONCLUSION  

Access to new and generic medicines is an issue of obvious importance to the international community. 
Within the existing international IP architecture – as symbolised by TRIPS and numerous FTAs – it is 
treated as a priority issue. 

Given that the ACTA is aimed at restricting the trade of counterfeited and pirated goods (including 
medicines and medical devices), it should have no bearing on the trade of legitimate generic medicines. 
The TRIPS agreement provides for the ability to allow exports of generic medicines together with a 
number of significant flexibilities, such  as compulsory licensing and parallel trade. Together with a 
number of FTAs (such as that currently being negotiated between India and the EU as well as past 
agreements such as the US-Morocco FTA of 2004) which make specific provisions for the exceptions 
and rights  under the Doha Declaration, this provides the international legal framework for 
pharmaceutical IPRs. The ACTA has no bearing on a country’s ability to make use of these exceptions. 

With regard to the EU and the issue of goods in transit this is likely to be resolved through changes to 
EU regulations. These changes will ensure that goods in transit that are suspected of IPR infringement 
remain unaffected by the ACTA. 

Based on the above analysis, in sum, the ACTA agreement and its implementation in the EU (including 
border enforcement) do not represent a barrier to access to medicines.  




