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Dear Colleagues,

It is with great pleasure that we are introducing this Newsletter, the purpose of which is to
provide a platform of exchange of experiences and ideas among staffers of the European
Parliament and the Congress in the area of legal affairs. On this first issue we will cover
Intellectual Property.

Legislative awareness and coherence on both sides of the Atlantic are becoming
increasingly more important, especially these days, when a historical trade deal between
the World's strongest economies - the EU and the US– is being negotiated. It is in this
spirit that the European Parliament decided to set up a liaison office in Washington D.C.,
which has now been operating for four years.

In our opinion, legislative awareness is best achieved when relevant information is
circulated in good time among specialised staff, who are directly involved in the
preparatory legislative work. We all know how busy schedules of committee staffers and
parliamentary/congressional assistants can get, and that it is not always easy to follow all
developments on the other side of the Atlantic. Sharing knowledge, which is already in the
public domain, but may have otherwise escaped the attention of colleagues across the
pond, is a good way of addressing this, and therefore we strongly believe that the project
we are launching will prove useful.

As you probably know, we have just had European elections, and the newly elected
Parliament is about to resume the work. In the meantime, staffers of the Legal Affairs
Committee have prepared a first Newsletter, which sums up legislative achievements of
the previous parliamentary term. We hope it will be a good start of our discussions, and
we hope to hear from you, too!

Antoine Ripoll Robert Bray
Head of the European Parliament's Head of Unit
Liaison Office with the US Congress Committee on Legal Affairs
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Intellectual Property

In words of Michel Barnier, European Commissioner for Internal Market and Services
"intellectual property is the backbone of a competitive European economy, creating job
and bringing innovative products and services to consumers and companies". It enables
inventors, composers, artists and designers to be rewarded for their endeavours and gives
them an incentive to innovate and create. However, the information society, with all the
facilities afforded by the Internet, has complicated the situation and revealed gaps and
shortcomings in the existing system of intellectual property protection while exposing the
dilemmas facing society in dealing with a world in which the sheer pace of technology
threatens any new legislation with obsolescence before it reaches the statute book. It is
also characterised by a delicate balancing exercise between the grant of a virtual
monopoly to the right holder and the needs of society at large.

The Lisbon Treaty introduced a new legal basis for IP rights, Article 118 TFEU. It is
considered that it could serve in the future as a legal basis for creating other European
intellectual property titles, such as a uniform copyright title for the EU. The most common
legal basis for legislative acts on IP rights is however Article 114 TFEU, which is the
general legal basis for the approximation of laws for the establishment and functioning of
the internal market, but other legal bases, such as those concerning the freedom of
establishment and the freedom to provide services, are also used.

In the seventh legislative term, the Commission has been extremely active in putting
forward new proposals in this field. The committee dealt with legislative proposals related
to: (i) industrial property, notably trademarks and patents, (ii) copyright, and (iii)
measures aimed at enforcement of intellectual property rights.

The Legal Affairs Committee organised several public hearings (e.g. on 10 November 2009
on: "Tackling orphan works and improving access to works for visually impaired persons";
on 23 March 2010 on "Digitisation of books and copyright: does one trump the other?"
organised jointly with the Committee on Culture and Education; on 11 October 2011 on
"On the threshold of unitary patent protection in Europe"; on 18 March 2013 on "Collective
management of copyright and related rights: towards a viable solution"; on 8 July 2013 on
"The Trademarks package"; on 9 July 2013 on " Legal aspects of free and open source
software"; on 17 September 2013 on "Private copying levies" and on 5 November 2013
the "Implementation of the unitary patent package: state of play").

The Legal Affairs Committee also duly held exchanges of views with the responsible
Commissioner, Michel Barnier , with former Commissioner António Vitorino, who presented
his Recommendations resulting from the mediation on private copying and reprography
levies, and with the President of OHIM António Campinos.

As regards copyright, it is worth mentioning the working group on copyright, which was
already set up during the 6th legislative term, but continued its activity under the 7th term
with new Members.
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1. Industrial property

Patents

A patent is a legal title that can be granted for any invention having a technical character
provided that it is new, it involves an inventive step and it is susceptible of industrial
application. A patent gives the owner the right to prevent others from making, using or
selling the invention without permission.

Today, these inventions can be protected in Europe either by national patents, granted by
the competent national authorities or by European patents granted centrally by the
European Patent Office (EPO). These patents are governed by the European Patent
Convention (EPC) of 1973, an intergovernmental agreement amongst 38 European States,
including all 28 Member States but not the EU itself. The European Patent Convention
established a centralised procedure for the grant of European patents which works on the
basis of a single patent application processed in one of the three official languages of the
EPO, English, French or German, a non-EU organisation. However, a patent issued by EPO
must be validated in all the countries where protection is desired. The validation procedure
entails high costs, especially for translation services, and makes patent protection in the
EU thirteen times more expensive than in the US.

Efforts to create a common patent applicable across all European countries have been
made since the 1960s but until recently, for a number of reasons, in particular in relation
to the applicable linguistic regime and the patent litigation system, they have never been
successful.

In 2000 the European Commission made a proposal to create a Community Patent through
a Regulation. The aim was to provide for a single patent title applicable in all Member
States. In 2003 Member States agreed a common political approach but failed to reach a
final agreement, mainly over the details of the translation regime. Following a wide-scale
consultation in 2006, the Commission produced a Communication in April 20071 which
confirmed the commitment to the Community patent and re-launched negotiations in
Member States.

At the 2982nd Competitiveness (Internal market, Industry and Research) Council meeting
which took place on 4 December 2009. Member States unanimously adopted a document
entitled Conclusions for an enhanced patent system in Europe, which included the main
features of the EU patent except for the translation arrangements. They affirmed the need
for a new Regulation to cover the latter matter. The Commission proposed then a
regulation on the translation arrangements for the EU in July 2010. However, despite all
the efforts of the Belgian Presidency, the Council could not reach a unanimous agreement
on the applicable translation arrangements. In December 2010 the Competitiveness
Council confirmed that there were insurmountable difficulties that made the establishment
of such a regime impossible to attain within a reasonable period by applying the relevant
provisions of the Treaties

On 10 March 2011, after receiving the Parliament’s consent2 (Rapporteur: Klaus-Heiner
Lehne, EPP, DE), the Council authorised enhanced cooperation in the area of the creation
of unitary patent protection. The original request was made by twelve Member States
(Denmark, Estonia, Finland, France, Germany, Lithuania, Luxembourg, the Netherlands,

1 Communication from the Commission to the European Parliament and the Council of 3 April 2007 - Enhancing the
patent system in Europe COM(2007) 165.
2 European Parliament legislative resolution of 15 February 2011 on the draft Council decision authorising
enhanced cooperation in the area of the creation of unitary patent protection (2010/0384(NLE))
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Poland, Slovenia, Sweden and the United Kingdom) followed by another thirteen Member
States which requested to join the cooperation before the Council decision was adopted
(Belgium, Austria, Ireland, Portugal, Malta, Bulgaria, Romania, the Czech Republic,
Slovakia, Hungary, Latvia, Greece and Cyprus). In total 25 Member States joined the
enhanced cooperation3. Italy and Spain decided to stay outside.

On 13 April 2011 the Commission adopted a proposal for a regulation implementing
enhanced cooperation in the area of the creation of unitary patent protection4. The
proposal was accompanied by a proposal for a regulation implementing enhanced
cooperation in the area of the creation of unitary patent protection with regard to the
applicable translation arrangements5.

In order to complete the unitary patent protection and allow for the full and successful
implementation of the enhanced cooperation it is necessary to provide for legal protection
in patent disputes in Europe.  The JURI committee decided to draw up an own-initiative
report on the jurisdictional system for patent disputes6. At the same time, the Member
States participating in the enhanced cooperation held negotiations for an international
agreement with the objective of setting up this jurisdictional system.

The two proposals and the draft agreement constituted the so-called “patent package”
negotiated between the Parliament and the Council, with Bernhard Rapkay (S&D, DE) as
rapporteur for the main regulation, Raffaele Baldassarre (EPP, IT) as rapporteur for the
translation arrangements regulation and Klaus-Heiner Lehne (EPP, DE) responsible for the
own-initiative report on jurisdictional system for patent disputes.

An initial agreement on the two regulations constituting the patent package was reached
between Council and Parliament on 2 December 2011. However, owing to prolongation of
the negotiations between Member States concerning the seat of the Unified Patent Court
and the decision taken by the Heads of State or Government7 to delete Articles 6 to 8 of
the unitary patent protection regulation, which broke the original agreement reached with
the Parliament, it took until December 2012 to find a final agreement between the
Parliament and the Council on the patent package and to adopt it.

According to the regulation, an application for a European Patent would be filed at the EPO
as established in the current procedure. Once the patent is granted, the unitary effect can
be registered in the European Patent Register and takes effect in all participating Member
States.

The regulation on translation arrangements foresees that applicants can file the patent in
any language, which is then translated into one of the official EPO languages (EN, FR and
DE). The translation costs are covered up to a ceiling for SMEs, natural persons, non-profit
organisations, universities and public research organisations having their residence in the
EU and filing in another EU language. The applicant has to provide for the translation of
the patent claims -which define the scope of the invention- into the two remaining
languages. No further translation into any other language of the 25 participating Member
States is needed.

3 Since Croatia joined EU on 1 July 2013 the participation in enhanced cooperation is opened to it.
4 Proposal for a Regulation of the European Parliament and of the Council implementing enhanced cooperation in
the area of the creation of unitary patent protection COM(2011) 215.
5 Proposal for a Council Regulation implementing enhanced cooperation in the area of the creation of unitary patent
protection with regard to the applicable translation arrangements COM(2011) 215.
6 (2011/2176(INI)).
7 European Council Conclusions of 29 June 2012.
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Both regulations entered into force at the very beginning of 2013, with an application date
set at 1 January 2014 or the date of entry into force of the Agreement on a Unified Patent
Court (UPC Agreement), whichever was the later.

The UPC Agreement on foresees a centralised patent jurisdiction of the participating
Member States. The UPC will have exclusive jurisdiction especially in respect of civil
litigation related to infringement and validity for both the classical European patents and
the European patents with unitary effect. It will also have competence in respect of
supplementary protection certificates issued for a product protected by a European patent
with or without unitary effect.

The UPC will consist of a Court of First Instance, a Court of Appeal and a Registry. The
Court of First Instance will comprise local and regional divisions as well as a central
division. The Court of Appeal will be located in Luxembourg while the seat of the central
division of the Court of First Instance will be in Paris. Specialised sections of the central
division will be set up in London and in Munich. All panels of the new jurisdiction will have
a multinational composition. In addition, they will be composed of legally qualified judges
and, depending on the case, they will also include technically qualified judges. All judges
will ensure the highest standards of competence and shall have proven experience in the
field of patent litigation.

The UPC Agreement will enter into force on the first day of the fourth month after the 13th
deposit of instrument or ratification, provided that the Contracting Member States that will
have deposited their instruments of ratification or accession include the UK, France and
Germany. To date only Austria and France have completed the ratification process.

In the meantime, on 22 March 2013 Spain decided to challenge the regulations before the
Court of Justice bringing two actions against the Parliament and the Council8.

Trademarks

The current EU legal framework on trademarks encompasses the Trade mark Directive9

harmonising national laws, and the Trademark Regulation10 which establishes a stand-
alone system for the registration of unitary rights having equal effect throughout the EU.
In that context, the Office for Harmonization in the Internal Market (OHIM) was set up to
be responsible for registering and administering Community trademarks.

Today businesses may apply for either a Community Trade mark or a national trade mark.
Some users either do not need an EU‐wide Community Trade mark, or cannot obtain one
because the trade mark has been registered in another member State. OHIM's fees may
also discourage SMEs, in particular, from seeking Community Trademarks.

Both the Directive and Regulation have been interpreted regularly by the Court of Justice.
Some of its decisions – especially the L'Oréal case11 – have met with criticism from
academics who believe they curtail freedom of expression, both non‐commercial (e.g.
parody or critique of a trade mark) and commercial (e.g. using comparison in marketing).
Others have argued that Court of Justice's case‐law effectively refocuses trade mark law

8 Kingdom of Spain v European Parliament and Council of the European Union (Case C-146/13), Kingdom of Spain
v Council of the European Union (Case C-147/13).
9 Council Directive 89/104/EEC of 21 December 1988, codified as Directive 2008/95/EC
10 Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark, codified as Regulation
(EC) No 207/2009
11 C-324/09 - L'Oréal and Others 12 July 2011
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away from guaranteeing the authenticity of products to the protection of brands and
marketing channels.

On 27 March 2013, the Commission presented the long-awaited trade mark package
reform, which consists of two legislative proposals (a suggested revision of the Community
Trade Mark Regulation12 and a recast of the Trade Mark Directive13) and a proposal for an
implementing act to revise the Regulation on the fees payable to OHIM14.

The overall objective of the package was to implement a well-targeted modernisation of
registration systems all over the EU in order to make trade mark protection cheaper,
quicker, more reliable and predictable. To achieve this, the Commission’s suggestions
included introducing a principle of ‘one-class-per-fee’ that would apply both at the
European level and nationally, enhancing the cooperation between the OHIM and national
trade mark offices, and further harmonisation of national procedures.

A new rule would aim to prevent consumers buying from outside the EU (e.g. on‐line)
goods which bear a trade mark without the trade mark owner's consent. Another rule
would allow trade mark owners to prevent goods with their trade mark from being
imported into the EU without their consent, even if they are only in transit to a third
country. The names would also be updated, from Community trade mark to 'European
trade mark', and from OHIM to 'EU Trademarks and Designs Agency' (TDA).

In January 2014 the Legal Affairs Committee (rapporteur: Cecilia Wikström, ALDE,
Sweden) adopted two reports on the package. Issues of freedom of expression and
competition were addressed: the report would explicitly allow the use of a trade mark by
third parties for purposes of parody, artistic expression, criticism or comment. Businesses
offering alternative products, as well as resellers of genuine goods, would be able to use
third‐party trademarks. The rules allowing trade mark owners to prevent imports would be
balanced with the interests of consumers, so that private imports by the latter could only
be prevented if goods are actually counterfeit. Similarly, the rules on goods in transit
would be amended in order to allow products bearing a trade mark to enter the EU without
the owner's consent if the trade mark is not registered in the final destination country.
Regarding terminology, the report opts for 'European Union trademark' and 'EU Intellectual
Property Agency' (IPA). Finally, rules on IPA fees would be incorporated into the trade
mark regulation, and therefore the Commission would no longer be able to modify them
through implementing acts. IPA budgetary surplus would not flow back to the EU or
Member States budgets, but be reinvested in the Agency.

Both reports were adopted by Plenary by a large majority1516. However, pursuant to some
amendments tabled by a political group, imports of goods in transit can still be prevented
by the trade mark owner without prejudice to the smooth transit of generic medicines.

The Council has not yet adopted a common approach on the trade marks package. It will
be therefore for the next Parliament to negotiate and reach an eventual agreement.

12 Proposal for a Regulation of the European Parliament and of the Council amending Council Regulation (EC) No
207/2009 on the Community trade mark  COM(2013)0161
13 Proposal for a Directive of the European Parliament and of the Council to approximate the laws of the Member
States relating to trade marks (Recast) COM(2013)0162.
14 Commission Regulation (EC) No 2869/95 of 13 December 1995 on the fees payable to the Office for
Harmonization in the Internal Market (Trade Marks and Designs).
15 European Parliament legislative resolution of 25 February 2014 on the proposal for a directive of the European
Parliament and of the Council to approximate the laws of the Member States relating to trade marks (recast)
(2013/0089(COD))
16 European Parliament legislative resolution of 25 February 2014 on the proposal for a regulation of the European
Parliament and of the Council amending Council Regulation (EC) No 207/2009 on the Community trade mark
(2013/0088(COD))
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2. Copyright

Working Group on copyright

The Committee on Legal Affairs decided, at its meeting on 5-6 October 2009, to set up a
Working Group on Copyright made up of members of the committee, with the participation
of members of the Committee on Industry, Research and Energy, the Committee on the
Internal Market and Consumer Protection and the Committee on Culture and Education.
The Working Group was coordinated by Marielle Gallo (JURI, PPE, FR)17. It was a
continuation of a similar body established by the Legal Affairs Committee in the previous
legislature.

The aim of the Working Group on Copyright was to review copyright policies within the EU
legislative framework in order to examine the challenges and prospects for the future of
copyright in the European Union – particularly in relation to technological advances and
the information society.

The working group produced three working documents which were submitted to the
Committee on Legal Affairs at different meetings: the first on "Copyright and the
digitisation of books", the second one on "Copyright in the music and audiovisual sectors",
and a third one on "Copyright, Territoriality, Collective Management and Remuneration".

Resale right18

In response to the Commission Report on the Implementation and Effect of the Resale
Right Directive (2001/84/EC)19 published on 14 December 2011, the Committee on Legal
Affairs decided to draft own initiative report on implementation (Rapporteur: Marielle
Gallo, EPP; FR).

The report reflects the Parliament's view to the various matters covered in this Report.

The Parliament recognised that the resale right accounts for only a very small part (0.03
%) of the art market while it considered this to be an important market from which artists
and their heirs should receive fair remuneration. It also noted that art market studies and
statistics included in the Commission Report did not suggest that the resale right has a
detrimental impact on the location of the art market or its turnover.

The Parliament considered it premature to reassess the Directive in 2014, and encouraged
the Commission to do it in 2015, four years after the assessment made in December 2011.
The next assessment report should reconsider the relevance of applicable rates, the
thresholds, and the relevance of categories of beneficiaries as specified in the Directive.

The Parliament welcomed the initiatives taken by third countries (China, USA) to introduce
the resale right and urged the Commission to continue its efforts in multilateral fora to
strengthen the European art market's position in the world.

17 The Members of the WG were: Marielle Gallo (JURI, PPE), Luigi Berlinguer (JURI, S&D), Cecilia Wikström (JURI,
ALDE), Eva Lichtenberger (JURI, Greens), Francesco Enrico Speroni (JURI, EDF), Jiří Maštálka (JURI, GUE), Sajjad
Karim (JURI, ECR), Catherine Trautmann (ITRE, S&D), Pablo Arias Echeverria (IMCO, PPE) and Morten Løkkegaard
(CULT, ALDE).
18 European Parliament resolution of 20 November 2012 on the Report on the Implementation and Effect of the
Resale Right Directive (2001/84/EC) (2012/2038(INI))
19 COM(2011) 878 final
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The Parliament agreed that the Commission should work closely with stakeholders to
strengthen the European art market's position and proposed that it should address
problems such as the ‘cascade effect’ and the administrative difficulties faced by smaller
and specialist auction houses and dealers.

Orphan Works

A work is to be considered an orphan work if its rightholder is not identified or, even if
identified, cannot be found.

The digitisation and dissemination of orphan works pose a particular cultural and economic
challenge: the absence of a known right holder means that cultural institutions are unable
to obtain the required authorisation to digitise a book, for example. Orphan works
represent a substantial part of the collections of Europe's cultural institutions (e.g. the
British Library estimates that 40 per cent of its copyrighted collections – 150 million works
in total - are orphan works).

As part of its Intellectual Property Rights (IPR) Strategy, the Commission adopted on 24
May 2011 a proposal to establish common rules on the digitisation  and online display of
so-called 'orphan works'20

The main objective of the Commission proposal was to create a legal framework to ensure
lawful, cross-border online access to orphan works contained in online digital libraries or
archives operated by institutions mentioned in the proposal when such orphan works are
used, in principle, in the pursuance of the libraries' or archives' public interest mission.

The Directive which resulted from the negotiations between Parliament (rapporteur: Lydia
Geringer de Oedenberg, S&D, Poland) and the Council contains rules on how to identify
orphan works. It states that a cultural organisation that wishes to digitise and make
available the work has to conduct a diligent search to find its copyright holder. In this
search, it should rely on sources such as databases and registries. One such tool that
exists in the book publishing sector is ARROW, the Accessible Registry of Rights
Information and Orphan Works. It is hoped that other sectors will also develop similar
central rights information databases. Doing so would greatly simplify and streamline the
conduct of a reliable diligent search.

Secondly, the directive establishes that if a diligent search does not yield the identity or
location of the copyright holder, the work shall be recognised as an orphan work. This
status shall then, by virtue of mutual recognition, be valid across the European Union. This
implies that once a work is recognised as an orphan work, it shall be recognised as such
across the European Union and the organisations will be able to make it available online in
all Member States. The Directive also foresees the establishment of a single European
registry of all recognised orphan works that will be set up and run by OHIM.

Thirdly, the proposal establishes the uses that can be made of the orphan works. The
beneficiary organisations will be entitled to use orphan works to achieve aims related to
their public interest mission. They will be allowed to conclude public-private partnerships
with commercial operators and to generate revenues from the use of orphan works to
cover the digitisation costs.

20 Proposal for a Directive of the European Parliament and of the Council on certain permitted uses of orphan works
(COM(2011) 289)
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The Directive also foresees a mechanism to allow a reappearing right holder to assert his
copyright and thereby end the orphan work status.

The Directive has been criticised by many Members, even those voting in favour, for not
being sufficiently ambitious. The risk of becoming liable for compensation of a re-
appearing rights-holder paired with the ban on commercial benefits for the venturing
institutions could make the use of orphaned works too risky for libraries and archives.

Collective Rights Management

By virtue of one of the key principles of copyright, authors of literary, artistic, musical and
other original works, as well as holders of related rights, enjoy exclusive rights to
authorise or prohibit the use of their works. Authors and holders of related rights can
exercise those rights either individually or collectively. Where rights are exercised
individually, the rightholders negotiate directly with the commercial user of the protected
work. Where rights are exercised collectively, rightholders authorise a collective
management body to protect their interests by administering their rights on their behalf.

Individual exercise of copyright and related rights is complex and may be extremely
difficult for certain uses (i.e. public performance of musical works). Furthermore, in many
instances the rapid advent of new technologies has rendered the individual exercise of
rights impractical. Practical difficulties inherent in the individual exercise of rights were
behind the development of collective management organisations.

Like copyright itself, the collective management of rights has traditionally been based on
the principle of territoriality. It follows that a collecting society manages, monitors, collects
and distributes royalties for an entire category of rightholders on the basis of the national
rules of its territory and within the borders of that territory. Most collective management
organisations derive their existence from rights granted or entrusted to them on a
national, territorial basis, sometimes protected by a government licence.

In the music sector, in particular, collecting societies generally grant licences on a multi-
repertoire, but mono-territorial basis. Indeed, it is common for collecting societies to enter
into bilateral agreements with collecting societies from other countries in order to ensure
reciprocal representation of their repertoires. Under these agreements, each collecting
society is entitled to license in its country of establishment not only the repertoire of its
members but also the repertoire of its associated collecting societies. Consequently,
commercial users can get a licence for local as well as for the international repertoire from
a single collecting society, for exploitation in the national territory where the collecting
society is located.

By virtue of the territorial nature of copyright and related rights collecting societies
generally enjoy a de facto monopoly on the national territory. Since monopolies potentially
risk engaging in abusive practices, such as excessive licence fees, users and rightholders
alike generally call for greater transparency in relation to tariffs, cost allocation and
income distribution.

Until now, collective rights management has been dealt with only marginally at EU level.
While EU Directives on copyright and related rights contain references to collective rights
management, they do not regulate the conditions of rights management as such.
Regulation of collective management has therefore been left to Member States. Cases of
mismanagement of rights revenue and long-delayed payments have shown that there is a
need to improve the functioning of collective management organisations.
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The Commission proposed21 in July 2012 a Directive which contains general provisions on
collective rights management for all sectors, and specific provisions for multi-territorial
licensing of online music.

While internal discussions in the Parliament and in the Council lasted one year, it took less
than six months for the Lithuanian Presidency and the Committee on Legal Affairs
negotiating team, led by Marielle Gallo (EPP; France) to reach an agreement.

The new Directive introduces a number of reforms to the current system of collecting
societies. It lays down requirements necessary to ensure the proper functioning of the
management of copyright and related rights by collective management organisations. It
also lays down requirements for multi-territorial licensing by collective management
organisations of authors' rights in musical works for online use. It impacts not only on the
activities of collecting societies vis-à-vis rightsholders, but also on their governance and
supervision.

Rightholders are granted the right to select a collecting society for a particular category of
right or work outside their territory of nationality or residence. The Directive also contains
a number of provisions concerning the information provided to the rightholder by the
collecting society and establishes a maximum period for paying royalties to a rightholder of
nine months following the end of the financial year in which the royalties were collected.

As regards multi-territorial licensing, the Directive first requires a collecting society to
meet certain criteria to be entitled to grant such licences, including the ability accurately to
identify the use of works. It then sets out a number of obligations with respect to reporting
and transparency requirements. Collecting societies offering multi-territorial licensing in
respect of their own repertoire will be required to accept a request from another collecting
society to offer that society’s repertoire for multi-territorial licensing on the same
conditions.

The Directive also requires adequate procedures for dispute resolution amongst collecting
societies and between users of their services. Member States shall provide in their specific
dispute resolution legislation that the users are to deposit an interim tariff in an escrow
account until the final and irrevocable decision is taken by a court or dispute resolution
body in relation to the disputed tariff.

Private Copying Levies22

Private copying levies are "payments due on recording equipment and blank recording
media in some of the Member States that have introduced a statutory exception for
private copying. According to Econlaw (2007), EUR 453 million of private copying levies
have been collected on digital devices and carriers in 2006 in the European Union."23

Private copying levies are therefore a relevant source of income for copyright rightholders.
This important and sensitive subject has been long debated in the Union with various
solutions adopted by Member States and attempts to tackle the issue made at the
European level.

21Proposal for a Directive of the European Parliament and of the Council on collective management of copyright and
related rights and multi-territorial licensing of rights in musical works for online uses in the internal market
COM(2012)0372
22 European Parliament resolution of 27 February 2014 on private copying levies (2013/2114(INI))
23 Commission Communication of 24 May 2011 on A Single Market for Intellectual Property Rights: Boosting
creativity and innovation to provide economic growth, high quality jobs and first class products and services in
Europe, p. 12.
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On 24 May 2011 the Commission published a Communication on A Single Market for
Intellectual Property Rights: Boosting creativity and innovation to provide economic
growth24. It envisaged, as an element of creation of a comprehensive framework for
copyright in the digital single market, a mediation process on private copying levies with a
view to explore possible approaches to harmonise mechanisms governing private copying
levies at the EU level and prepare the ground for comprehensive legislative action at EU
level by 2012. In 2012 the issue of private copying levies was indeed subject of an
industry mediation process fostered by the Commission and led by the former
Commissioner António Vitorino.  The Commission, in its Communication of 18 December
2012 on content in the Digital Single Market25 informed that a number of
recommendations will be delivered by the mediator at the beginning of 2013. On 31
January 2013 the results of the mediation process were presented in a document entitled
"Recommendations resulting from the mediation on private copying and reprography
levies". As envisaged by the Commission in its Communication those recommendations
should serve as a basis for drawing conclusions as to appropriate follow-up actions.

The issue of private copying levies is closely related to Directive 2001/29/EC of the
European Parliament and of the Council of 22 May 2001 on the harmonisation of certain
aspects of copyright and related rights in the information society (the "Infosoc Directive"),
which provides in its Article 5(2)(b) that Member States may provide for exceptions and
limitation to the reproduction right in respect of reproductions on any medium made by a
natural person for private use on condition that the rightholders receive "fair
compensation". Possible review of this Directive and exceptions and limitations was
indicated by the Commission in its both Communications of 2011 and 2012. In addition,
the subject of private copying levies, in particular of their setting and payment in cross
border transactions, proved to be difficult and, led, in recent years, to a number of case
law before the Court of Justice26.

Against this context, the Committee on Legal Affairs (rapporteur: Françoise Castex, S&D,
France) drafted an own initiative report which was very debated in the committee but
finally adopted in Plenary without amendments27. The report was very controversial as it
proposed to expand the scope of private copying levies to include cloud services.

Treaty on copyright exceptions for the visually impaired

Since 22 January 2011, pursuant to Council Decision 2010/48/EC28, the Union has been
bound by the United Nations Convention on the Rights of Persons with Disabilities and its
provisions have become an integral part of the Union legal order.

On 26 November 2012, the Council authorised the Commission to negotiate, on behalf of
the European Union, an international agreement within the World Intellectual Property
Organization (WIPO) on improved access to books for print-impaired persons.

The Legal Affairs Committee (rapporteur: Ewa Lichenberger, Greens, Austria), followed the
negotiations very closely and heard Commissioner Michel Barnier several times. The
Committee specifically requested the Commission to pay special attention to certain

24 COM(2011)0287.
25 COM(2012)0789.
26 See Case C-457/02 Padawan v SGAE, C-429/09 Stichting de Thuiskopie v Opus, and a number of new cases that
are pending (e.g. C-457/11, C-460/11 VG Wort v Kyocera Mita et al., C-521/11 Austro Mechana v Amazon, C-
314/12 Constantin Filmverleih v UPC Telekabel, C-463/12 Copydan Bandkopi v Nokia, C-435/12 ACI Adam et al. v
Stichting de Thuiskopie).
27 European Parliament resolution of 27 February 2014 on private copying levies (2013/2114(INI))
28 Council Decision 2010/48/EC of 26 November 2009 concerning the conclusion, by the European Community, of
the United Nations Convention on the Rights of Persons with Disabilities (OJ L 23, 27.1.2010, p. 35).
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articles of the draft WIPO Treaty, which could require visually impaired people's
organisations to carry out checks in countries other than the one in which they are settled
in order  to determine which books might be "commercially available" in accessible formats
and could prevent visually impaired people's organisations from sending accessible books
directly to blind individuals in other countries by requiring international distribution via
blind organisations only.

The Committee on Legal Affairs was worried that these proposed provisions could make it
more difficult for visually impaired persons to get access to accessible format books and
asked the negotiators to focus on these important aspects.

The negotiations were successfully concluded at the Diplomatic Conference held in
Marrakesh from 17 to 28 June 2013, including the requests form Parliament, and the
Marrakesh Treaty to Facilitate Access to Published Works for Persons who are Blind,
Visually Impaired, or otherwise Print Disabled (the 'Marrakesh Treaty') was adopted on 27
June 2013.

The Marrakesh Treaty establishes a set of international rules which ensure that there are
limitations or exceptions to copyright at national level for the benefit of persons who are
blind, visually impaired, or otherwise print disabled and enable the cross-border exchange
of accessible format copies of published works that have been made under limitations or
exceptions to copyright. It is open for signing by any eligible party for one year after its
adoption.

On 20 Diciembre 2013 the Commission presented a proposal29 for signature to the Council.
On 14 April 2014 the Council adopted a decision concerning the signature. The EU signed
on 30 April 2014.

The Commission is now preparing a proposal for decision for conclusion of the Treaty,
since compying with the Marrakesh Treaty will require some changes in the acquis. The
proposal will be based on Articles 114 and 207 TFEU, in conjunction with Article 218(5)
thereof, which means that it will be a mixed agreement, to be ratified by the EU and all
Member States.

The conclusion of the Treaty will require consent by the next Parliament.

Treaty on Audiovisual Performances

The Treaty on Audiovisual Performances was adopted by the Diplomatic Conference on the
Protection of Audiovisual Performances, which took place in Beijing from June 20 to 26,
2012 (The 'Beijing Treaty'). The Treaty deals with the intellectual property rights of
performers in audiovisual performances.

It grants performers four kinds of economic rights for their performances fixed in
audiovisual fixations, such as films: the right of reproduction;  the right of distribution; the
right of rental; and the right of making available. As to unfixed (live) performances, the
Treaty grants performers three kinds of economic rights: the right of broadcasting (except
in the case of rebroadcasting); the right of communication to the public (except where the
performance is a broadcast performance); and the right of fixation.

29 Proposal for a Council Decision on the signing, on behalf of the European Union, of the Marrakesh Treaty to
Facilitate Access to Published Works for Persons who are Blind, Visually Impaired, or otherwise Print Disabled
COM(2013)926
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The Treaty also grants performers moral rights, that is, the right to claim to be identified
as the performer (except where such an omission would be dictated by the manner of the
use of the performance); and the right to object to any distortion, mutilation or other
modification that would be prejudicial to the performer's reputation, taking into account
the nature of the audiovisual fixations

On 4 March 2013 the Commission sought authorisation from the Council to sign the
Beiking Treaty on behalf of the EU30. The authorisation was granted and signature took
place on 19 June 2013. It has also been signed by most of Member States.

The protection of audiovisual performers is largely harmonised at EU level and, in
principle, its ratification does not require a change in the existing EU acquis. It requires
signature and ratification by the EU and all Member States.

The conclusion of the Treaty will require consent by the next Parliament.

Copyright reform

The European Commission has launched a public consultation in December 2013. The
consultation invites stakeholders to share their views on areas identified in the
Communication on Content in the Digital Single Market, i.e. territoriality in the Single
Market, harmonisation, limitations and exceptions to copyright in the digital age;
fragmentation of the EU copyright market; and how to improve the effectiveness and
efficiency of enforcement while underpinning its legitimacy in the wider context of
copyright reform. A wide copyright reform is expected for the next term.

3. Measures aimed at the enforcement of intellectual property rights

Own initiative report on the enforcement of IPR

The Legal Affairs Committee report on enforcement of intellectual property rights in the
internal market (Rapporteur: Marielle Gallo)31 was a reply to the Commission
Communication on enhancing the enforcement of intellectual property rights (IPR) in the
internal market32. The report stressed that the principle of territoriality needs to be read
and understood from the new perspective brought about by the creation of the internal
market and technological progress. The enormous growth of unauthorised file sharing of
copyrighted works and recorded performances and the lack of legal online offers were
identified as an increasing problem for the European economy in terms of job opportunities
and revenues for the industry as well as for government.

Territoriality had furthermore constituted the basis of collective rights management in the
EU, which traditionally centred on mono-territorial, yet multi-repertoire, licensing
arrangements, in particular in the music sector, and has in practice hampered the
circulation of such works across all EU territory and contributed to the consolidation of
national monopolistic positions enjoyed by collecting societies in the EU.

30 Proposal for a Council Decision on the signing, on behalf of the European Union, of the WIPO Treaty on
Audiovisual Performances COM (2013)109.
31 European Parliament resolution of 22 September 2010 on enforcement of intellectual property rights in the
internal market (2009/2178(INI)).
32 COM(2009)467.
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In the report, Parliament therefore called on the Commission to address urgently the issue
of multi-territorial licences and to review the issue of cross-border management of rights
in order to provide legal certainty, while stressing that the system for granting licenses
should be improved on the basis of technical neutrality in such a way that the Member
States have available to them a flexible, effective and transparent system which can be
adapted to the new technologies.

Parliament also requested the Commission to fully inform Parliament on the negotiations of
the Anti-Counterfeiting Trade Agreement (ACTA) and to make sure that the provisions fully
comply with the acquis on IPR and fundamental rights.

OHIM

The Committee on Legal Affairs is responsible for looking into the activities of the Office for
Harmonisation in the Internal Market (OHIM) - the EU's agency responsible for registering
trademarks and designs that are valid in all the Member States. In the seventh legislature
the committee held several exchanges of views with António Campinos, President of OHIM,
who brought Members up to date with developments in the field of OHIM's activities. The
discussions focused in particular on the expansion of online services and computerisation,
the improvement of the quality of working methods, fee reduction, and the transfer of the
European Observatory on Counterfeiting and Piracy to OHIM and the reform of the EU
Trademark. On 25 November 2013 Mr Campinos presented to the Committee OHIM's
study entitled: "The European citizens and intellectual property: perception, awareness
and behaviour".

Members of the committee also went on a working visit to OHIM, in Alicante (Spain), on
17 October 2011.

European Observatory on Infringements of Intellectual Property Rights

The European Observatory on Counterfeiting and Piracy was set up in 2009 with the aim of
collecting and reporting data on the economic and societal implications of counterfeiting
and piracy and to create a platform for representatives from national authorities and
stakeholders to exchange ideas and expertise on best practices.

In its report on enforcement of intellectual property rights in the internal market the
Committee on Legal Affairs had requested the Commission to clarify the tasks entrusted to
the EU Observatory on Counterfeiting and Piracy and to transform the Observatory on a
tool for collecting and exchanging data and information on IPR infringements for evidence-
based and result–oriented policy making.

On 24.5.2011 the Commission presented a proposal aimed at expanding the Observatory's
tasks33, to also encompass the design and organisation of public-awareness campaigns,
the provision of appropriate training measures for enforcement authorities, conducting
research on innovative enforcement and detection systems and the coordination of
international cooperation on capacity building with international organisations and third
countries. Since these new tasks needed a sustainable structure in terms of expertise,
resources and technical equipment, the Commission proposed to entrust OHIM with the
Observatory's tasks.

33 Proposal for a Regulation of the European Parliament and of the Council on entrusting the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) with certain tasks related to the protection of
intellectual property rights, including the assembling of public and private sector representatives as a European
Observatory on Counterfeiting and Piracy. (COM(2011) 0288)
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Negotiations between the Parliament (rapporteur: Antonio Masip Hidalgo, S&D, Spain) and
the Polish Presidency were extremely fast and led to an agreement in December 2011.
One of the elements of the agreement was to change the Observatory's name from
European Observatory on Counterfeiting and Piracy to Observatory on Infringements of
Intellectual Property Rights.

The Regulation was published in the spring of 201234 and the Observatory's activities are
now up and running, with an increase in both the number of meetings and the number of
areas of activities. In addition to the meetings of private and public representatives, which
include Members from JURI, four working groups have been set up for legal issues,
enforcement, statistics and economics, and public awareness, respectively.

Anti-Counterfeiting Trade Agreement (ACTA)

ACTA is a multinational treaty for the purpose of establishing international standards for
intellectual property rights enforcement. Negotiations on the Anti-Counterfeiting Trade
Agreement between the EU and its Member States, Australia, Canada, Japan, the Republic
of Korea, Mexico, Morocco, New Zealand, Singapore, Switzerland and the USA (ACTA)
were launched on 3 June 2008. The agreement was concluded on 15 November 2010 and
the text was initialled on 25 November, after 11 rounds of negotiations.

The EU signed the agreement on 6 January 2012. On 2 February 2012, the Council
required the Parliament's consent for the conclusion of the Treaty.

ACTA was controversial both in terms of the process and the substance of the
negotiations. The decision to maintain secrecy until the release of draft text in mid-2010
was to prove a significant handicap to public understanding and support for the treaty35.

Substantive areas of concern covered a range of issues including like the potential
negative effect of ACTA on fundamental human freedoms and privacy; the possibility of
requiring cut off of internet access to consumers that infringe the agreement; imposing
liability on internet service providers that carry content that infringes the agreement or the
potential negative effect of ACTA on access to medicines in Europe and in third countries.

Efforts to maintain secrecy did not prevent a heated debate on ACTA generated by leaked
texts of proposals, evaluations and draft treaties and fuelled the suspicion that ACTA
would entail a significant shift in the laws of ACTA countries and go significantly beyond
the TRIPS Agreement.

The Legal Affairs Committee was one of the committees to give an opinion (rapporteur:
Marielle Gallo, EPP, France) to the Committee on International Trade regarding the
conclusion of ACTA by the Council on behalf of the EU. The initial opinion recommended to
propose that the lead committee include a positive decision in its report. However, the
rapporteur lost her recommendation by 10 votes in favour, 12 against and 2 abstentions.

While debating whether to give its consent to ACTA, the European Parliament experienced
unprecedented direct lobbying by thousands of EU citizens who called on it to reject ACTA,
in street demonstrations, e-mails to MEPs and calls to their offices. Parliament also

34 Regulation (EU) No 386/2012 of the European Parliament and of the Council of 19 April 2012 on entrusting the
Office for Harmonization in the Internal Market (Trade Marks and Designs) with tasks related to the enforcement of
intellectual property rights, including the assembling of public and private-sector representatives as a European
Observatory on Infringements of Intellectual Property Rights.
35 See the study "The Anti-Counterfeiting Trade Agreement (ACTA): an assessment"-European Parliament, Policy
Department B.
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received a petition, signed by 2.8 million citizens worldwide, urging it to reject the
agreement.

On 22 February 2012, the European Commission asked the European Court of Justice for
an opinion regarding the compatibility of ACTA with Union Law, in particular EU's
fundamental human rights and freedoms.

However, without waiting for the Court's opinion the European Parliament rejected ACTA
by a huge majority on 4th of July 201336. This was the first time that Parliament exercised
its Lisbon Treaty power to reject an international trade agreement. 478 MEPs voted
against ACTA, 39 in favour and 165 abstained.

European convention on the legal protection of services based on, or consisting of,
conditional access

On 20 November 1998, the Council and the European Parliament adopted Directive
98/84/EC on the legal protection of services based on, or consisting of, conditional access.
The Directive created a common legal framework applicable throughout the European
Union for combating illicit devices which allow unauthorised access to television services
offered against payment and effectively protecting such services. This protection covers
both television and radio broadcasting services and transmission by Internet. The primary
objective of the Directive was to provide legal protection to all services for which payment
depends on conditional access, i.e. access to the protected service is made conditional
upon prior individual authorisation.

In 1999, the Council of Europe started to draft a European convention on the legal
protection of services based on, or consisting of, conditional access. Extensive, effective
protection for those services appeared to be particularly necessary. In fact, many
European States which are not members of the European Union may provide havens for
the development or distribution of devices for hacking into conditional access services if
their legal system does not provide for sanctions against this very specific hacking activity.
It was therefore necessary to extend the provisions of Directive 98/84/EC and to create a
common and effective framework at European level for the protection of these services.
The Council therefore authorised the Commission by Decision of 22 June 1999 to represent
the European Community in the negotiations on the Convention. The negotiation
instructions to the Commission were intended to ensure that the European Convention
included definitions and measures which matched those of Directive 98/84/EC, and that
there would be maximum compatibility between the two legal instruments.

The negotiations were successful and the Convention, adopted on 24 January 2001, is fully
compatible with Directive 98/84/EC. Indeed, the Convention mainly takes over the
provisions of Directive 98/84/EC, thereby protecting systems based on, or consisting of,
conditional access from the unlawful activities listed in Directive 98/84/EC. The wording of
the two texts differs slightly in places. For instance, the Convention not only defines as a
criminal offence the manufacture of illicit devices but also their production. It also gives a
clearer definition of the sanctions established for activities defined as unlawful, since it
describes them as penal, administrative or other. However, as in Directive 98/84/EC, the
sanctions must be proportionate, dissuasive and effective. In short, the different wording

36 European Parliament legislative resolution of 4 July 2012 on the draft Council decision on the conclusion of the
Anti-Counterfeiting Trade Agreement between the European Union and its Member States, Australia, Canada,
Japan, the Republic of Korea, the United Mexican States, the Kingdom of Morocco, New Zealand, the Republic of
Singapore, the Swiss Confederation and the United States of America (2011/0167(NLE))
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of the Convention of the Council of Europe by no means differs in terms of content or
scope from the Community Directive.

The Convention is open for signature by the European Union. Furthermore, Article 11(4)
explicitly provides that, in their mutual relations, Parties which are members of the
European Community shall apply Community rules and shall therefore not apply the rules
arising from the Convention unless there is no Community rule governing the particular
subject concerned. This disconnection clause in favour of the Member States of the
European Union ensures the primacy of EU rules. In its second evaluation report on
Directive 98/84/EC adopted on 30 September 200837, the Commission indicated that the
signing of the Convention by the European Union should encourage broader ratification by
the Member States of the Council of Europe and thus make it possible to extend legal
protection for services based on conditional access beyond the borders of the EU.

Consequently, the Commission recommended that the Council sign the Convention and
made a proposal for a Council decision to that effect on 15 December 2010. The proposed
decision was based on Article 207(4) TFEU, together with Article 218(5) TFEU.

The Council adopted its decision38 using, in addition to Article 218(5) TFEU, Article 114
TFEU and not Article 207(4) TFEU, as proposed by the Commission. The Council's position
was that that the Convention was intended to approximate the legislation of the
contracting parties, including the legislation of the Member States of the European Union,
so as to combat more effectively unlawful access to the services involved.

The Commission, supported by the Parliament, brought an action seeking the annulment
of that decision, arguing that, in the light of the aim and content of the Convention, the
contested decision comes primarily under the common commercial policy and only
incidentally under the internal market policy. Using Article 207(4) TFEU also meant that
the Convention would be an exclusive agreement and therefore would only be signed by
the Union, as opposed to a mixed agreement that also Member States would need to
ratify.

The decision of the Court39, delivered on 22 October 2013, was to annul Council Decision
2011/853/EU and to maintain its effects until the entry into force, within a reasonable
period which should not to exceed six months, of a new decision based on the appropriate
legal bases.

In compliance with the judgment, Council adopted a new decision on 14 April 2014 and
has now sought Parliament's consent. This should be one of the first decisions to be taken
by the new Members of the Committee on Legal Affairs

Trade secrets

Broadly speaking, any confidential business information which provides an enterprise a
competitive advantage may be considered a trade secret. Trade secrets encompass
manufacturing or industrial secrets and commercial secrets. The unauthorised use of such
information by persons other than the holder is regarded as an unfair practice and a
violation of trade secrecy.

37 Second report of 30 September 2008 on the implementation of Directive 98/84/EC of the European Parliament
and of the Council of 20 November 1998, on the legal protection of services based on, or consisting of, conditional
access COM(2008) 593.
38 Council Decision 2011/853/EU of 29 November 2011 on the signing, on behalf of the Union, of the European
Convention on the legal protection of services based on, or consisting of, conditional access
39 Case C‑137/12, Commission/Council.
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Depending on the legal system, the protection of trade secrets forms part of the general
concept of protection against unfair competition, or else is based on specific provisions or
case-law relating to the protection of confidential information. Some Member States do not
have specific laws on the matter.

Unlike the cases of patented inventions or novels protected by copyright, the holder of a
trade secret is not the owner of an exclusive right over its creation. Competitors and other
third parties may therefore discover, develop and freely use the same formula. Trade
secrets are only legally protected in instances where someone has obtained the
confidential information by illegitimate means (for example through theft or bribery).

Trade secrets are therefore substantially different from IPRs, which confer exclusivity.
Nevertheless, they need to be protected for the same reasons for which IPRs exist, namely
in order to incentivise innovation by ensuring that creators are in a position to be
rewarded for their efforts.

On 28 November 2013 the Commission presented a proposal on Trade secrets40. The
proposal introduces a common definition of trade secrets, as well as means by which
victims of trade secret misappropriation can obtain redress. It seeks to make it easier for
national courts to deal with the misappropriation of confidential business information, to
remove the products that infringe the trade secret from the market, and to make it easier
for victims to receive damages for illegal actions.

Due to the end of the Legislative Term, the appointed rapporteur (Marielle Gallo, EPP, FR)
chose not draft any proposal, but to limit the committees examination of the text to an
exchange of views. However, the Greek Presidency has been very active in the Council and
has managed to secure a General Approach, adopted on 26 May 201441.

This will be one of the key tasks in the field of IP for the new EP Members, especially
relevant in the context of the current negotiations of the Transatlantic Trade and
Investment Partnership (TTIP) with the US.

40 Proposal for a Directive of the European Parliament and of the Council on the protection of undisclosed know-
how and business information (trade secrets) against their unlawful acquisition, use and disclosure
COM(2013)0813.
41 Council document 9870/14.
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