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SHORT JUSTIFICATION

In the EU a trade mark can be registered either at national level, at a Member State’s 
industrial property office (the Member States’ laws on trade marks were partially harmonised 
by Council Directive 89/104/EEC of 21 December 1988, codified as Directive 2008/95/EC), 
or at EU level, as a Community trade mark (under Council Regulation (EC) No 40/94 of 
20 December 1993 on the Community trade mark, codified as Regulation (EC) No 207/2009). 
The regulation also established the Office for Harmonization in the Internal Market (OHIM) 
to register and administer Community trade marks. This body of trade mark law has not 
undergone any major changes, whereas the business environment has been transformed.

Aim of the proposal

The Community trade mark is an intellectual property right established under Article 118, 
first paragraph, of the Treaty on the Functioning of the European Union (TFEU). The 
Commission’s impact assessment has demonstrated that the some amendments need to be 
made to the regulation in order to improve and streamline the Community trade mark system.

In general terms, the review proposal submitted by the Commission on 27 March 2013 is 
designed to: 

 modernise the trade mark system in Europe,

 reduce the inconsistencies within the existing regulatory framework, and

 improve cooperation among trade mark offices. 

The idea is to help EU businesses become more competitive. To that end:

 trade mark protection systems are to be made cheaper, faster, more predictable, and 
hence more accessible to businesses;

 legal security is to be enhanced; and

 the EU system and national systems are to coexist within a complementary 
relationship.

As regards the revision of the regulation, the Commission is not proposing a new system, but 
modernisation focusing on given existing provisions, primarily with a view to:

 adapting the terminology of the regulation to the Treaty of Lisbon and its provisions to 
the Common Approach on decentralised agencies,

 streamlining European trade mark application and registration procedures, 

 clarifying certain legal points,

 organising cooperation between the OHIM and national offices, and

 aligning the framework with Article 290 TFEU on delegated acts.
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Internal market aspects

The European trade mark system and national trade marks have to exist alongside each other 
if the internal market is to function smoothly. A trade mark serves to distinguish the products 
and services offered by a company, enabling it to maintain its competitive position on the 
market by attracting customers and generating growth.  The number of Community trade 
mark applications filed with the OHIM has continued to rise, reaching over 107 900 in 2012. 
Parallel to this trend, stakeholders have raised their expectations regarding the rationalisation 
and quality of trade mark registration systems, which they wish to more coherent, accessible 
to the public, and technologically up to date. 

On a more specific point, the new legislative package contains a number of provisions falling 
within the remit of the Committee on the Internal Market and Consumer Protection: 

 a trade mark owner may prevent the use of its trade mark in any comparative 
advertising failing to satisfy the requirements of Article 4 of Directive 2006/114/EC of 
12 December 2006 concerning misleading and comparative advertising;

  imports of goods into the EU may be prohibited even when the consignor alone is 
acting for commercial purposes (the object of this clarification is to discourage online 
orders and sales of counterfeit goods);

 right holders may prevent third parties from bringing goods from non-EU countries 
into Union customs territory, whether released for free circulation or otherwise, if 
these, without authorisation, bear a trade mark essentially identical to one registered in 
respect of goods of the same type.

The rapporteur’s view

All in all, the rapporteur is satisfied with the Commission proposal, including the provisions 
directly relevant to the Committee on the Internal Market and Consumer Protection. The 
amendments tabled in the draft opinion

 strengthen the role of national authorities in the trade mark protection system and in 
combating counterfeiting;

 remove the stipulation that the Agency is the only place at which European trade mark 
applications may be filed; 

 make some clarifications regarding the signs of which a European trade mark may 
consist;

 alter the time-frame for designation and classification of goods and services;

 add to the tasks to be undertaken by the Agency;

 adjust the membership of the Management Board; and

 propose alternative arrangements regarding fees.
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AMENDMENTS

The Committee on the Internal Market and Consumer Protection calls on the Committee on 
Legal Affairs, as the committee responsible, to incorporate the following amendments in its 
report:

Amendment 1

Proposal for a regulation
Recital 18

Text proposed by the Commission Amendment

(18) With the aim of strengthening trade 
mark protection and combatting
counterfeiting more effectively, the 
proprietor of a European trade mark should 
be entitled to prevent third parties from 
bringing goods into the customs territory of 
the Union without being released for free 
circulation there, where such goods come 
from third countries and bear without 
authorization a trade mark which is 
essentially identical to the European trade 
mark registered in respect of such goods.

(18) With the aim of strengthening trade 
mark protection and combating
counterfeiting more effectively, the 
proprietor of a registered trade mark, 
assisted by the national authorities, should 
be entitled to prevent third parties from 
bringing goods into the customs territory of 
the Union without being released for free 
circulation there, where such goods come 
from third countries and bear without 
authorization a trade mark which is 
essentially identical to the European trade 
mark registered in respect of such goods.

Or. xm

Justification

The assistance of national authorities is necessary to make the prohibition enforceable.

Amendment 2

Proposal for a regulation
Recital 19

Text proposed by the Commission Amendment

(19) In order to more effectively prevent 
the entry of infringing goods, particularly 
in the context of sales over the Internet, the 
proprietor should be entitled to prohibit the 
importing of such goods into the Union, 
where it is only the consignor of the goods 
who acts for commercial purposes.

(19) In order to more effectively prevent 
the entry of infringing goods, particularly 
in the context of sales over the Internet, the 
proprietor, assisted by the national 
authorities, should be entitled to prohibit 
the importing of such goods into the 
Union, where it is only the consignor of the 
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goods who acts for commercial purposes. 

Or. xm

Justification

The assistance of national authorities is necessary to make the prohibition enforceable.

Amendment 3

Proposal for a regulation
Recital 27

Text proposed by the Commission Amendment

(27) In view of the gradual decline and 
insignificant number of Community trade 
mark applications filed at the central 
intellectual property offices of the 
Member States (‘the offices of the 
Member States’), it should be only 
allowed to file a European trade mark 
application at the Agency.

deleted

Or. xm

Justification

Given that the aim is to make life easier for people and businesses, all the options for 
registering trade marks at European level should continue to be available; in future, 
therefore, the procedure should still be possible to handle at national offices acting purely as 
intermediaries of the Agency.

Amendment 4

Proposal for a regulation
Point 9 
Regulation (EC) No 207/2009
Article 4 – point b

Text proposed by the Commission Amendment

(b) being represented in a manner which 
enables the competent authorities and the 
public to determine the precise subject of 
the protection afforded to its proprietor.’;

(b) being represented in a manner which 
enables the competent authorities and the 
public to determine clearly and exactly the 
subject of the protection afforded to its 
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proprietor.’;

Or. xm

Justification

The object is to ensure that the constituent signs of a European trade mark are represented 
clearly and exactly. 

Amendment 5

Proposal for a regulation
Point 12
Regulation (EC) No 207/2009
Article 9 – paragraph 5

Text proposed by the Commission Amendment

5. The proprietor of a European trade mark 
shall also be entitled to prevent all third 
parties from bringing goods, in the context 
of commercial activity, into the customs 
territory of the Union without being 
released for free circulation there, where 
such goods, including packaging, come 
from third countries and bear without 
authorization a trade mark which is 
identical to the European trade mark 
registered in respect of such goods, or 
which cannot be distinguished in its 
essential aspects from that trade mark.’;

5. The proprietor of a registered trade 
mark, assisted by the national authorities,
shall also be entitled to prevent all third 
parties from bringing goods, in the context 
of commercial activity, into the customs 
territory of the Union where the trade mark 
is registered without being released for free 
circulation there, where such goods, 
including packaging, come from third 
countries and bear without authorization a 
trade mark which is identical to the 
European trade mark registered in respect 
of such goods, or which cannot be 
distinguished in its essential aspects from 
that trade mark.’;

Or. xm

Justification

The assistance of national authorities is necessary to make the prohibition enforceable.
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Amendment 6

Proposal for a regulation
Point 25
Regulation (EC) No 207/2009
Article 25

Text proposed by the Commission Amendment

An application for a European trade mark 
shall be filed at the Agency.’;

An application for a European trade mark 
shall be filed at the Agency or at the 
office.’;

Or. xm

Justification

Given that the aim is to make life easier for people and businesses, all the options for 
registering trade marks at European level should continue to be available; in future, 
therefore, the procedure should still be possible to handle at national offices acting purely as 
intermediaries of the Agency.

Amendment 7

Proposal for a regulation
Point 27
Regulation (EC) No 207/2009
Article 27

Text proposed by the Commission Amendment

The date of filing of a European trade mark 
application shall be the date on which 
documents containing the information 
specified in Article 26(1) are filed with the 
Agency by the applicant, subject to 
payment of the application fee for which 
the order for payment shall have been 
given at the latest on that date.’;

The date of filing of a European trade mark 
application shall be the date on which 
documents containing the information 
specified in Article 26(1) are filed with the 
Agency or the office by the applicant, 
subject to payment of the application fee 
for which the order for payment shall have 
been given at the latest on that date.’;

Or. xm

Justification

The date of filing of a European trade mark application means the date on which documents 
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containing the information specified in Article 26(1) are filed by the applicant with the 
Agency or the national industrial property office. 

Amendment 8

Proposal for a regulation
Point 28
Regulation (EC) No 207/2009
Article 28 – paragraph 8 – subparagraph 2

Text proposed by the Commission Amendment

The declaration shall be filed at the Agency 
within 4 months from the entry into force 
of this Regulation, and shall indicate, in a 
clear, precise and specific manner, the 
goods and services, other than those clearly 
covered by the literal meaning of the 
indications of the class heading, originally 
covered by the proprietor’s intention. The 
Agency shall take appropriate measures to 
amend the Register accordingly. This 
possibility is without prejudice to the 
application of Articles 15, 42(2), 51(1)(a) 
and 57(2).

The declaration shall be filed at the Agency 
at the time of registering alterations or of 
renewal, and shall indicate, in a clear, 
precise and specific manner, the goods and
services, other than those clearly covered 
by the literal meaning of the indications of 
the class heading, originally covered by the 
proprietor’s intention. The Agency shall 
take appropriate measures to amend the 
Register accordingly. This possibility is 
without prejudice to the application of 
Articles 15, 42(2), 51(1)(a) and 57(2).

Or. xm

Justification

Anyone who registered a trade mark before 22 June 2012 complied with all the legal 
requirements in force at that time. To avoid complicated additional formalities, the procedure
concerned here should be completed when the Register is to be amended or at the time of 
applying for renewal of a trade mark.
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Amendment 9

Proposal for a regulation
Point 98
Regulation (EC) No 207/2009
Article 123 b – paragraph 1 – point d a (new)

Text proposed by the Commission Amendment

(da) administration and promotion of the 
protected designations of origin, protected 
geographical indications, and traditional 
specialities guaranteed schemes 
established by Regulation (EU) 
No 1151/2012;

Or. xm

Justification

Given that intellectual property rules are increasingly being harmonised at European level, it 
is entirely logical for all products to be protected by the same rules, as this will make for 
legal coherence.

Amendment 10

Proposal for a regulation
Point 98
Regulation (EC) No 207/2009
Article 123 b – paragraph 1 – point d b (new)

Text proposed by the Commission Amendment

(db) administration and promotion of the 
protected geographical indications 
established by Regulation (EC) 
No 1234/2007 and Regulation (EC) 
No 110/2008 of the European Parliament 
and of the Council;

Or. xm

Justification

Given that intellectual property rules are increasingly being harmonised at European level, it 
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is entirely logical for all products to be protected by the same rules, as this will make for 
legal coherence. 

Amendment 11

Proposal for a regulation
Point 98
Regulation (EC) No 207/2009
Article 123 b – paragraph 1 – point d c (new)

Text proposed by the Commission Amendment

(dc) administration and promotion of 
other European intellectual property 
rights established pursuant to Article 118 
of the Treaty on the Functioning of the 
European Union.

Or. xm

Justification

Given that intellectual property rules are increasingly being harmonised at European level, it 
is entirely logical for all products to be protected by the same rules, as this will make for 
legal coherence.

Amendment 12

Proposal for a regulation
Point 98
Regulation (EC) No 207/2009
Article 123 b – paragraph 3

Text proposed by the Commission Amendment

3. The Agency may provide voluntary 
mediation services for the purpose of 
assisting parties in reaching an amicable 
settlement.

3. The Agency may provide online and 
offline voluntary mediation services for the 
purpose of facilitating access to 
alternative dispute resolution procedures 
and promoting amicable settlement of 
disputes, including under 
Directive 2008/52/EC of the European 
Parliament and of the Council of
21 May 2008 on certain aspects of 
mediation in civil and commercial 
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matters1.
_____________
1 OJ L 136, 24.5.2008, p. 3.

Or. xm

Justification

Mediation of this kind is important in that it will avoid the higher costs entailed in litigation 
as well as enabling disputes to be resolved more quickly.

Amendment 13

Proposal for a regulation
Point 99
Regulation (EC) No 207/2009
Article 125 – paragraph 1

Text proposed by the Commission Amendment

1. The Management Board shall be 
composed of one representative of each 
Member State and two representatives of 
the Commission and their alternates.

1. The Management Board shall be 
composed of one representative of each 
Member State, one representative of the 
Commission, and one representative of 
the European Parliament, and their 
alternates.

Or. xm

Justification

The membership of the Management Board should be based on joint representation, in other 
words it should consist of one representative per Member State, one representative from the 
Commission, and one from Parliament so as to provide institutional balance and enable the 
EP to play a real role in overseeing the management of the Agency.
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Amendment 14

Proposal for a regulation
Point 110
Regulation (EC) No 207/2009
Article 144 – paragraph 2

Text proposed by the Commission Amendment

2. The amounts of the fees referred to in 
paragraph 1 shall be fixed at such level as 
to ensure that the revenue in respect thereof 
is in principle sufficient for the budget of 
the Agency to be balanced while avoiding 
the accumulation of significant surpluses. 
Without prejudice to Article 139(4), the 
Commission shall review the level of fees 
should a significant surplus become 
recurrent. If this review does not lead to a 
reduction or modification in the level of 
fees which has the effect of preventing the 
further accumulation of a significant 
surplus, the surplus accumulated after the 
review shall be transferred to the budget 
of the Union.

2. The amounts of the fees referred to in 
paragraph 1 shall be fixed at such a level as 
to ensure that the revenue in respect thereof 
is in principle sufficient for the budget of 
the Agency to be balanced while avoiding 
the accumulation of significant surpluses. 
Without prejudice to Article 139(4), the 
Commission shall revise the level of fees 
downwards should a significant surplus 
become recurrent. Any significant surplus
accumulated in spite of such revision shall 
be used to promote and improve the 
European trade mark system.

Or. xm

Justification

Given that it stems from the fees paid by applicants for registration and renewal of trade 
marks, the surplus should be used to improve the EU trade mark system.


