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NOTICE TO MEMBERS

Subject: Petition 1807/2012 by Dino Guido Rinoldi and Bisio Alessandra, Fabrizio 
Baldizzone (Italian), on behalf of the LETA Association, on the abuse of 
trademarks in the internal market

1. Summary of petition

The petition notes that the protection of trademarks in the case of goods marketed in the EU 
Member States or in EEA states is primarily regulated by EU acts.

In that respect, and with reference to the European Parliament Resolution of 3 October 2001 
(A5-0311/2001), which calls on the Commission to present a report on any cases of abuse of 
trademark rights notified to it and to identify any deficiencies that may exist in the current 
legal provisions, the petition calls for the principle of international exhaustion of trade marks 
also to apply to the EU internal market and to the European Economic area. 

2. Admissibility

Declared admissible on 16 July 2013. Information requested from Commission under Rule 
202(6).

3. Commission reply, received on 19 December 2013

The principle of international exhaustion was assessed by the European Commission in a 
study (hereafter referred to as "NERA Study").1 Further it was subject to a consultation of 

                                               
1

The economic consequences of the choice of regime of exhaustion in the area of trademarks, Formal Report 

for DGXV of the European Commission, NERA/SJ Berwin & Co/IFF Research, 9 February 1999 ("NERA study"), 
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stakeholders examining possible abuses of trademarks subject to the principle of union-wide 
exhaustion.1 Inter alia, the following findings were made.

The NERA study aimed at examining the economic impact an introduction of the principle of 
international exhaustion would have. As a potential benefit it showed a marginal2 price 
reduction caused by the increase of competition due to a possible rise of parallel imports and 
reimports.3

However, opposed to this, the study identified potential risks and disadvantages. These 
include

 a mere slight improvement in the number of imports. As normally products are 

also covered by other intellectual property rights for which union-wide 

exhaustion would continue to apply, right holders could still intervene against 

imports from outside the EEA.4

 a likely disappearance of the price reduction in long term5

 a decrease of quality of goods with an increase of counterfeit products.6



The NERA study identified that the sectors of parallel trade as well as transport were to 
significantly gain from an implementation. However, the losers of a change of the regime 
were found to be official importers/exporters and manufacturers.7

Also, the study showed the introduction of international exhaustion could mean a competitive 
disadvantage to companies active in the EEA: Compared to companies serving other markets 

                                                                                                                                                  
available at: http://ec.europa.eu/internal_market/indprop/docs/tm/report_en.pdf. Executive summary 

available at: http://ec.europa.eu/internal_market/indprop/docs/tm/summary_en.pdf.

1 Results of the consultation can be found in 'Possible abuses of trade mark rights within the EU in the context 

of Community exhaustion', Commission Staff Working Paper ("Working Paper"), 21 May 2003, SEC(2003) 575.

2 According to the NERA study the price reduction would in short term only have minor ("small") to "negligible" 

effect, see NERA study, Tables 6.10, 6.11, p. 125 et seq.

3
NERA Study, executive summary, p. 25 et seq.

4
Exhaustion of Trade Mark Rights, Working Document from the Commission Services ("Working Document"), 

available at: http://ec.europa.eu/internal_market/indprop/docs/tm/exhaust_en.pdf , p. 4 et seqq.

5 NERA study, p. 124. 

6 Summarised in NERA Study, executive summary, p. 6 et seq.

7 NERA-Study, p. 17; A hearing involving interested circles led to the same conclusion; see Working Document, 

p. 18.
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not subject to the principle of international exhaustion companies serving the EEA could not 
seek for injunctions against (unapproved) imports anymore.1

From a competition law perspective the Commission neither found an abuse of trademarks 
nor any other detrimental effects of the current regime of union-wide exhaustion.2

Conclusion

Based on the findings explained above a substantial gain of an introduction of an international 
exhaustion regime could neither be expected for the industry nor for customers. Rather a loss 
of incentives to manufacturers and therefore also rights holders (either as manufacturers or 
licensors) would have to be expected, which bears the risk to ultimately be disadvantageous to 
customers. Taking account these findings, the expected short term decrease of prices 
identified in the NERA study is no substantial basis to change the current exhaustion regime.

The exhaustion regime of the EU was not found to be a barrier to competition either. The 
existing framework of competition law (esp. Articles 101, 102 TFEU) provides for sufficient 
protection.

The Commission therefore still believes that it would not be in the interest of the EU to 
change the current union-wide exhaustion regime.

                                               
1

NERA Study, p. 106.

2 Working Paper, p. 17 et seq.


