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Subject: Petition 0899/2012 by S.V. (Italian), on the retroactivity of copyright

1. Summary of petition

The petitioner protests against the retroactive extension of copyright to 70 years for design.
This extension would threaten the existence of many small and medium-sized enterprises 
whose business centre around the reproduction of objects no longer subject to copyright.

2. Admissibility

Declared admissible on 6 November 2012. Information requested from Commission under 
Rule 202(6).

3. Commission reply, received on 27 March 2013

The Directive 98/71/EC on the legal protection of designs1 requires in Article 17 that a 
registered design must also be protected by copyright law. It is up to the Member States to 
decide the conditions of this protection. Before harmonisation, Italian law afforded copyright 
protection only to those industrial design works whose artistic value could be appreciated 
separately from the industrial nature of the product to which it pertained. Directive 98/71/EC 
was implemented in Italy by the Legislative Decree no. 95/20012, which amended the Italian 
Copyright Law (Law no. 633/19413) by removing the requirement for "scindibilità", granting 
copyright protection to works of industrial design having inherent creative and artistic value 
and providing that design registration can be cumulated with copyright protection. 
In addition, Italian law introduced a 10-year transitory regime during which copyright 

                                               
1 OJ L 289, 28.10.1998, p. 28–35
2 GURI No 79 of 4 April 2001
3 Gazzetta Ufficiale No 166 of 16 July 1941 (version which applied until 19 April 2001)
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protection granted to industrial designs could not be invoked against third parties that had 
started to manufacture or sell, before the date in which the law entered into force (April 19, 
2001), industrial designs and works that belonged to the public domain either because their 
design rights had expired or because they were not eligible for copyright protection. That 
provision was subsequently restated in Article 239 of the Italian Industrial Property Code 
which was adopted in 20051. This law has been changed frequently over the last few years - in 
the meantime, as a response to the infraction proceedings commenced by the European 
Commission against Italy, the transition period was removed altogether – but the most current 
amendment extends the “moratorium” even further, i.e. until 2014.

The lack of conformity of the said transitional provision has been confirmed in 2011 by the 
Court of Justice of the European Union in case C-168/09 Flos v Semeraro2. The Court said 
that the national law cannot refuse copyright protection to designs that, even if entered into 
the public domain, are eligible for this protection.  Although Article 17 of the Directive 
concerns only registered designs, those designs which have never been registered can 
nevertheless be protected by copyright provided that they met the criteria set by the Member 
States for the creative works. Article 17 does not allow the Member States to introduce 
transition periods such as the one foreseen by the Italian law.

Consequently, on 12 September 2012 the Court of Milan endorsed the interpretation of the 
CJEU in case C-168/09 and ruled that Semeraro’s sale of the “Fluida” lamp, which copied the 
Flos “Arco” lamp, amounted to an act of copyright infringement3.  This court reached the 
same conclusion in cases Cassina v High Tech S.r.l and Vitra Patente A.G. v High Tech S.r.l. 
(design of Le Corbusier chair and Panton chair, respectively).

Conclusion

The legal situation summarised above shows that Italy has a legal obligation to protect 
industrial designs by copyright law, even if the designs were in the public domain prior to the 
implementation of the Directive. This has been confirmed by the rulings of the CJEU and the 
Court of Milan. The Commission is not in a position to intervene on behalf of the petitioner. 

                                               
1 Gazzetta Ufficiale No 52 of 4 March  2005 - Supplemento Ordinario n. 28
2 Judgment of 27 January 2011, Flos (C-168/09, ECR 2011 p. I-181)
3 9906/12 Tribunale di Milano


